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2601 Introduction [R-07.2015]

The reexamination statute was amended on
November 29, 1999 by the American Inventors
Protection Act of 1999 (the AIPA), Public Law
106-113. The AIPA expanded reexamination by
providingan“ inter partes’ option; it authorized the
extension of reexamination proceedings via an

optional

inter partes reexamination procedure in

addition to the existing ex parte reexamination
procedure. SeeTitle 1V, subtitle F (88 4601 through
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4608) of the “Intellectual Property and
Communications Omnibus Reform Act of 1999,” S.
1948 (106th Cong. 1st Sess. (1999)). Section
1000(a)(9), Division B, of Public Law 106-113
incorporated and enacted into law the “Intellectual
Property and Communications Omnibus Reform Act
of 1999” (S. 1948). As a result, new sections
311-318 of title 35 United States Code directed to
the optional inter partes reexamination proceeding
were added by Public Law 106-113. The
reexamination statute was again amended on
November 2, 2002, by Public Law 107-273, 116
Stat. 1758, 1899-1906 (2002). Public Law 107-273
expanded the scope of what qualifiesfor asubstantial
new question of patentability upon which a
reexamination may be based (see MPEP § 2642,
POLICY IN SPECIFIC SITUATIONS, pat A),
expanded the third party requester’s appeal rightsto
include appeal to the U.S. Court of Appealsfor the
Federal Circuit (see MPEP_§ 2679), and made
technical corrections to the statute. See the 21st
Century Department of Justice Appropriations
Authorization Act, TITLE IIl - INTELLECTUAL
PROPERTY, Subtitle A - Patent and Trademark
Office, Sections 13105 and 13106, of the “Patent
and Trademark Office Authorization Act of 2002”
- Enacted as part of Public Law 107-273 on
November 2, 2002.

The present chapter is directed to
reexamination procedure.

inter partes

Upon enactment of the AIPA, 35 U.S.C. 312(a)
provided, as to the standard for granting an inter
partes reexamination request, that “the Director shall
determine whether a substantial new question of
patentability affecting any claim of the patent
concerned is raised by the request, with or without
consideration of other patents or printed
publications....” The Office has referred to this
standard as “SNQ.”

The Leahy-Smith America Invents Act (the AlA),
Public Law 112-29, 125 Stat. 284, was enacted
September 16, 2011. Section 6(c) of the AIA
replaced the inter partes reexamination process,
effective September 16, 2012, with a new inter
partes review process, such that on or after
September 16, 2012 the Office no longer entertains
regquests for inter partes reexamination but instead
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acceptspetitionsto conduct inter partesreview. For
any inter partes reexamination filed prior to
September 16, 2012, the provisionsof 35 U.S.C. 311
— 35 U.S.C. 318 as they were in effect prior to
September 16, 2012, continue to apply to the inter
partes reexamination proceedings.

Section 6(c)(3)(B) of the AIA provided a one year
transition period (from inter partes reexamination
to inter partes review) beginning September 16,
2011 and ending September 15, 2012, during which

inter partes reexamination filings would continue
to be accepted, but the standard for granting an inter
partes reexamination request was revised to require,
pursuant to 35 U.S.C. 312, that the information
presented in arequest for inter partesreexamination
must show that there is areasonable likelihood that
the requester will prevail with respect to at least one
of the claims challenged in the request.

As aresult of the enactment of section 6(c) of the
AlA, the following applies for inter partes
reexamination:

1. Inter partesreexamination requestsfiled prior
to September 16, 2011: With respect to any inter
partes reexamination proceeding for which arequest
was been filed prior to September 16, 2011, the SNQ
standard is the standard that was applicablein
determining whether the request for inter partes
reexamination would be granted. For reexaminations
ordered based on the SNQ standard, the SNQ
standard applies throughout the reexamination
proceeding, even after September 16, 2011, or
September 16, 2012. In addition, the inter partes
reexamination provisions of 35 U.S.C. chapter 31,
as amended by section 6(c)(3) of the Leahy-Smith
AmericalnventsAct, and 37 CFR 88§ 1.902 - 1.997
and 41.60 - 41.81, except for the changes made in
the Office Notice - Revision of Standard for
Granting an Inter Partes Reexamination Request,
76 FR 59055 (September 23, 2011) (Final Rule) (i.e.,
with reference to the change in the standard for
granting inter partes reexamination, and the
termination of filing inter partes reexamination
requests), apply throughout the reexamination, even
after September 16, 2011, or September 16, 2012.
Any citation to the rulesin this chapter will be
interpreted accordingly.
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2. Inter partesreexamination requestsfiled on
or after September 16, 2011, but before September
16, 2012: With respect to any inter partes
reexamination proceeding for which arequest was
filed on or after September 16, 2011, the“ reasonable
likelihood” standard is the standard that was
applicable in determining whether the request for

inter partes reexamination would be granted. For
reexaminations ordered based on the “reasonable
likelihood” standard, then the “reasonable
likelihood” standard applies throughout the
reexamination proceeding, even after September 16,
2012. In addition, the inter partes reexamination
provisions of 35 U.S.C. chapter 31, as amended by
section 6(c)(3) of the L eahy-Smith Americalnvents
Act, and 37 CFR 88 1.902 - 1.997 and 41.60 - 41.81,
including the changes made in the Office Notice -
Revision of Standard for Granting an Inter Partes
Reexamination Request, 76 FR 59055 (September
23, 2011) (Fina Rule), apply throughout the
reexamination, even after September 16, 2012. Any
citation to therulesin this chapter will beinterpreted
accordingly.

3. Inter partes reexamination requestsfiled on
or after September 16, 2012: With respect to any
inter partes reexamination proceeding for which a
request issubmitted on or after September 16, 2012,
the Office cannot grant, or even accord afiling date
to, the request. See 37 CFR 1.913. In other words,
the Office no longer entertains requests for inter
partes reexamination but instead will accept petitions
to conduct inter partes review, where appropriate.

For a patent issued from an application filed prior
to November 29, 1999, the statutory inter partes
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reexamination option is not available, only the ex
parte reexamination isavailable asareexamination
option (see 37 CFR, Sub-part D, 37 CFR 1.510 et

seq.).

All citationsin this chapter to 35 U.S.C. Chapter 31
(i.e., 35 U.S.C. 311-318) are to the relevant statute
in effect for inter partes reexamination prior to
September 16, 2012.

See MPEP_Chapter 2200 (8 2209 et seq.) for
guidance on the procedures for ex parte
reexamination proceedings.

2601.01 Flowcharts[R-07.2015]

Theflowcharts show the general flow for the various
stages of inter partes reexamination proceedings.
The first flowchart shows the procedures before
appeal for areexamination filed prior to September
16, 2011 (e.g., under the SNQ standard). Except for
the standard for instituting reexamination, the same
procedure pertainsfor an inter partesreexamination
filed from September 16, 2011 through September
15, 2012. The second flowchart shows the appeal
procedure with a single third party requester. The
third flowchart shows the procedures following a
Board decision for reexamination proceedings
commenced prior to November 2, 2002. The fourth
flowchart shows the procedures following a Board
decision for reexamination proceedings commenced
on or after November 2, 2002.
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Inter Partes Reexamination {applicable rule section)
APPEAL PROCEDURE
Single Third Party Requester

-,

pos

Right of Appeal Notice (1.853)
[sets time for response
30 days/one month]

Either or both parties
may file a Notice of Appeal
(41.61(a))

A4

If a party does not filea
notice of appeal and his/her opponent
dees, the party may file 2 Notice of
Cross Appeal (14 days after service of
opponent’'s Notice of Appeal) (41.61(b))

!

If 3PR files a notice of appeal or cross appeal,
3PR brief is due 2 months from last-filed
notice of appeal or cross appeal
(41.66(a) & 41.67)

v

Patent owner respondent brief is due
1 month from service of 3PR brief
(41.66(b) & 41.68)

v

If patent owner files notice of appeal or cross appeal,

patent owner brief is due 2 months from last-filed
notice of appeal or cross appeal
(41.66(a) & 41.67)

)

3PR respondent briefis due
1 month from service of patent owner brief
(41.66(b) 8 41.68)

b

If examiner changes position on any
rejection or finding of patentability,
prosecution must be reopened
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2600-6



(41.77(f)

OPTIONAL INTER PARTES REEXAMINATION §2601.01

inter Partes Reexamination (applicable rule section)
Procedures Following Board Decision for Reexaminations
Commenced Prior to November 2, 2002

Board Decision

Patent Owner Pat. Owner
Appeal to Appeal to Ct,

Federal Circuit
(1.983(a))

Options

In the
USPTO

(41.77(a)) - affirm and/or reverse
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L assmssssmmEnnm

¥

Patent Owner amendment
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3r Party Requester
comments (41.77(c))

[ [ p——
E Examiner's Determination 2
1 (41.77(d)) H

ssssmssssdmsmsEEEEEy

Board Decision

—

Patent Owner and/or
3rd Party Requester
Request for Rehearing (41.75(a) or (d))

Opposing Comments (41.79(c))

L et ]
o* Tay
Pl Tey
- -

- -
Y ,.++"Board Decision-41.79(d}"*+.,
:.. Is the 41.79(d) Bd. Decision, in ‘,'.‘*—
'*-.e;[ect, anew Bd decisior_ﬁ".-"
...h. ""
Tay ,“'

N

Patent Owner Appeal
to Federal Circuit (1.983(a))

Y

Pat. Owner comments

¢ (41.77(e))

3 Party Requester Reply

!

Y

3 Party Requester comments

v

Patent Owner Reply

y

Reexamination proceeding returned to Board
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Inter Partes Reexamination (applicable rule section)
Procedure Following Board Decision for Reexaminations
Commenced On or After November 2, 2002

NN EEE NSNS NN EEEE S EEEEEEEEEEEEEEEEEEER

Board Decision

(41.77(a)) - affirm and/or reverse

(41.77(b)) - new ground of rejection

Patent Owner
and/or Appeal(s) to
3™ Party Requester :
Appeal to Options
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1.983(a
¢ o) In the
USPTO
Patent Owner amendment ¢ l
and/or showing (41.77(b)(1))

Patent Owner and/or
3rd Party Requester
Request for Rehearing (41.759(a) or (d))

Y

3™ Party Requester
comments (41.77(c))

Opposing Comments (41.79(c))

PN
Y .-".. ..."-.
e ¥ _.-"éoard Decision (41.79(c} tva,
* Examiner's Determination 2. Isthe 41.79(d) Bd. Decision, in s
. (#1.77(dy) : "+~ gffect, a new Bd decisionZ.s*""
ZysEEEEEEENEEEE SRR EEEN ".,.. '-,-"
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: Board Decision E hi
E (41.77(f) 8
LRI TR RN RN YRR RN Y]]
A Patent Owner and/or

3 Party Requester Appeal
to Federal Circuit (1.983(a))

Pat. Owner comments 3™ Party Requester comments
¢ (41.77(e)) ¢
3 Party Requester Reply Patent Owner Reply

! y

Reexamination proceeding returned to Board
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2602 Citation of Prior Art [R-07.2015]

37 CFR 1.902 Processing of prior art citations during an
inter partes reexamination proceeding.

Citations by the patent owner in accordance with § 1.933 and
by an inter partes reexamination third party requester under §
1.915 or § 1.948 will be entered in the inter partes
reexamination file. The entry in the patent file of other citations
submitted after the date of an order for reexamination pursuant
to § 1.931 by persons other than the patent owner, or the third
party requester under either § 1.913 or § 1.948, will be delayed
until the inter partes reexamination proceeding has been
concluded by the issuance and publication of a reexamination
certificate. See 8 1.502 for processing of prior art citations in
patent and reexamination filesduring an ex parte reexamination
proceeding filed under § 1.510.

American Inventors Protection Act of 1999 (the
AlIPA) did not affect the manner of the public’'s
citation of prior art under 37 CFR 1.501 in a patent.
Likewise, it did not affect the Office's handling of
a37 CFR 1.501 prior art citation in a patent where
no reexamination proceeding is pending for that
patent when the citation isfiled.

Where an inter partes reexamination proceeding is
pending when a prior art citation is filed, the
following applies:

If the prior art citation satisfies 37 CFR 1.501 and
was submitted prior to an order for reexamination,
the cited documents (citations) will be considered
in an inter partes reexamination proceeding as a
prior art citation would be considered in an ex parte
reexamination proceeding. See MPEP § 2206.

If the prior art citation satisfies 37 CFR 1.501 and
is submitted after an order for reexamination, the
citation will be treated as follows:

(A) A patent owner citation will normally be
considered if it is submitted in time to do so before
the reexamination certificate issues.

(B) A third party requester citation will be
considered if it is submitted as part of athird party
requester comments submission under 37 CFR 1.947
or 1.951(b) (made asrequired by 37 CFR 1.948), or
in aproperly filed request for reexamination under
37 CFR 1.915 or 1.510 (whose art is subject to
consideration in the ongoing inter partes
reexamination being examined).

2600-9
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(C) Any other prior art citation satisfying 37
CER 1.501 which is submitted after an order to
reexamine will be retained (stored) until the
reexamination is concluded by the issuance and
publication of areexamination certificate, after
which it will be placed in the file of the patent.
37 CFR 1.902.

The Leahy-Smith America Invents Act (the AlA),
Public Law 112-29, 125 Stat. 284, enacted
September 16, 2011, provided, under 35 U.S.C.
301(a)(2) for submission of “statements of the patent
owner filed in a proceeding before a federal court
or the Office in which the patent owner took a
position on the scope of any claim of a particular
patent” ; however, thereisno provision of the statute
that applies asubmission under 35 U.S.C. 301(a)(2)
to an ongoing inter partes reexamination. Thus, a
submission under 35 U.S.C. 301(a)(2) is not proper
for an inter partes reexamination.

See MPEP 8§ 2202 through 2206 and 2208 for the
manner of making such citations and Office handling
of same.

2603
-2608 [Reserved]

2609 [nter PartesReexamination [R-07.2015]

The inter partes reexamination statute and rules
permit any third party requester to request, prior to
September 16, 2012, inter partes reexamination of
a patent which issued from an original application
filed on or after November 29, 1999, where the
request contains certain elements (see 37 CFR
1.915(b)) and is accompanied by the fee required
under 37 CFR 1.20(c)(2). The Office initially
determines whether the standard for granting
reexamination (see 35 U.S.C. 312(a)) ismet. If yes,
reexamination will be ordered. The reexamination
proceedings which follow the order for
reexamination are somewhat similar to regular
examination procedures in patent applications;
however, there are notable differences. For example,
there are certain limitations as to the kind of
rejectionswhich may be made, athird party requester
may participate throughout the proceeding, thereis

Rev. 07.2015, October 2015
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an “action closing prosecution” and a “right of
appeal notice” rather than afinal rejection, special
reexamination formsareto be used, and time periods
are set to provide “special dispatch.” When the
prosecution of an inter partes reexamination
proceeding is terminated, an  inter partes
reexamination certificate is issued to indicate the
status of all claimsfollowing the reexamination and
concludes the reexamination proceeding.

The basic characteristics of
reexamination are as follows:

inter partes

(A) Any third party requester, prior to September
16, 2012, can request inter partes reexamination at
any time during the period of enforceability of the
patent (for a patent issued from an original
application filed on or after November 29, 1999);

(B) Prior art considered during reexamination
islimited to prior patents or printed publications
applied under the appropriate partsof 35 U.S.C. 102
and 103;

(C) Thestandard for granting reexamination (35
U.S.C. 312(a)) must be met for reexamination to be
ordered;

(D) If ordered, the actual reexamination
proceeding is essentiadly inter partesin nature;

(E) Decision on the request must be made not
later than three months from itsfiling date, and the
remainder of proceedings must proceed with “ specia
dispatch” within the Office;

(F) If ordered, areexamination proceeding will
normally be conducted to its conclusion and the
issuance of an inter partes reexamination certificate;

(G) The scope of the patent claims cannot be
enlarged by amendment;

(H) Reexamination and patent files are open to
the public, but see paragraph (1) below;

(I) Thereexamination fileis scanned to provide
an electronic copy of thefile, which isthe Official
file of the proceeding. All public accessto and
copying of reexamination proceedings may be had
from the electronic copy.

Patent owners and third party requesters are
cautioned that the reexamination statute, regulations,
and published examining procedures do not
countenance so-called “litigation tactics’ in

Rev. 07.2015, October 2015
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reexamination proceedings. The parties are expected
to conduct themselves accordingly. For example, it
is expected that submissions of papers that are not
provided for in the reexamination regul ations and/or
appear to be excluded by the regulation will either
be filed with an appropriate petition to accept the
paper and/or waive the regulation(s), or not filed at
al. Parties are advised that multiple submissions,
such as areply to a paper opposing a petition and a
sur-reply directed to such areply are not provided
for in the regulations or examining procedures
governing inter partes reexamination. It isexpected
that the parties will adhere to the provisions of 37
CFR 11.18(b) throughout the course of a
reexamination proceeding.

2610 Request for Inter PartesReexamination
[R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the

8'[h Edition of the MPEP and in Revision of
Sandard for Granting an Inter Partes
Reexamination Request, 76 FR 59055 (September
23, 2011).

2611 Timefor Requesting Inter Partes
Reexamination [R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the

8'[h Edition of the MPEP and in Revision of
Sandard for Granting an Inter Partes
Reexamination Request, 76 FR 59055 (September
23, 2011).

2612 PersonsWho May File a Request
[R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the
8" Edition of the MPEP and in
Sandard for Granting an

Revision of
Inter Partes
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Reexamination Request, 76 FR 59055 (September
23, 2011).

2613 Representative of Requester
[R-08.2012]

37 CFR 1.915 Content of request for inter partes
reexamination.
*kkkk

(o) If aninter partes requestisfiled by an attorney or agent
identifying another party on whose behalf the request is being
filed, the attorney or agent must have a power of attorney from
that party or be acting in a representative capacity pursuant to
§1.34.

*kkkk

Where an attorney or agent files a request for an
inter partes reexamination for an identified client
(the third party requester), he or she may act under
a power of attorney from the client or may actin a
representative capacity under 37 CFR 1.34 . See
37 CFR 1.915(c). While the filing of the power of
attorney isdesirable, processing of the reexamination
regquest will not be delayed due to its absence.

In order to act in arepresentative capacity under 37
CFR 1.34, an attorney or agent must set forth hisor
her registration number, name, and signature. In
order to act under a power of attorney from a
regquester, an attorney or agent must be provided
with a power of attorney. 37 CFR 1.32(c) provides
that a “power of attorney may only name as
representative” the inventors or registered patent
practitioners. Thus, an attorney or agent representing
arequester must be aregistered patent practitioner.

If any question of authority to act israised, proof of
authority may be required by the Office.

All correspondence for a third party requester is
addressed to the representative of the requester,
unless a specific indication is made to forward
correspondence to ancther address.

A third party requester may not be represented
during a reexamination proceeding by an attorney

2600-11
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or other person who is not registered to practice
before the Office.

2614 Content of Request for Inter Partes
Reexamination [R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the

8'[h Edition of the MPEP and in Revision of
Sandard for Granting an Inter Partes
Reexamination Request, 76 FR 59055 (September
23, 2011).

2615 Feefor Requesting Inter Partes
Reexamination [R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the

8'[h Edition of the MPEP and in Revision of
Sandard for Granting an Inter Partes
Reexamination Request, 76 FR 59055 (September
23, 2011).

2616 Substantial New Question of
Patentability/Reasonable Likelihood That
Requester Will Prevail [R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the

8'[h Edition of the MPEP and in Revision of
Sandard for Granting an Inter Partes
Reexamination Request, 76 FR 59055 (September
23, 2011).

2617 Statement in the Request Applying
Prior Art [R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the

8" Edition of the MPEP and in
Sandard for Granting an

Revision of
Inter Partes
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Reexamination Request, 76 FR 59055 (September
23, 2011).

2618 Copiesof Prior Art (Patentsand
Printed Publications) [R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the

8th Edition of the MPEP and in Revision of
Sandard for Granting an Inter Partes
Reexamination Request, 76 FR 59055 (September
23, 2011).

2619 Copy of Printed Patent [R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the

8th Edition of the MPEP and in Revision of
Sandard for Granting an Inter Partes
Reexamination Request, 76 FR 59055 (September
23, 2011).

2620 Certificate of Service [R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the

8th Edition of the MPEP and in Revision of
Sandard for Granting an Inter Partes
Reexamination Request, 76 FR 59055 (September
23, 2011).

2621 [Reserved]

2622 Address of Patent Owner [R-07.2015]

37 CFR 1.33 Correspondencerespecting patent applications,
reexamination proceedings, and other proceedings.

*kkkk

(c) All notices, official letters, and other communications
for the patent owner or ownersin areexamination or
supplemental examination proceeding will be directed to the
correspondence address in the patent file. Amendmentsfiled in
areexamination proceeding and other papersfiled in a
reexamination or supplemental examination proceeding, on

Rev. 07.2015, October 2015
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behalf of the patent owner must be signed by the patent owner,
or if there is more than one owner by al the owners, or by an
attorney or agent of record in the patent file, or by aregistered
attorney or agent not of record who actsin arepresentative
capacity under the provisionsof § 1.34. Double correspondence
with the patent owner or ownersand the patent owner’s attorney
or agent, or with more than one attorney or agent, will not be
undertaken.

*kkkk

Address of Patent Owner: The correspondence
address for the patent to be reexamined, or being
reexamined is the correct address for al notices,
official letters, and other communicationsfor patent
owners in reexamination proceedings. See 37 CFR

1.33(c).

Representative of Patent Owner: As a general rule,
the attorney-client relationship terminates when the
purpose for which the attorney was employed is
accomplished; e.g., the issuance of a patent to the
client. However, under 37 CFR 11.104, as under
former 37 CFR 10.23(c)(8), a practitioner should
not fail to timely and adequately inform a client or
former client of correspondence received from the
Officein aproceeding before the Office or from the
client's or former client’s opponent in an inter
partes proceeding before the Office when the
correspondence (i) could have a significant effect
on amatter pending beforethe Office, (ii) isreceived
by the practitioner on behalf of a client or former
client , and (iii) is correspondence of which a
reasonable practitioner would believe under the
circumstances the client or former client should be
notified. This responsibility of a practitioner to a
former client is not eliminated by withdrawing as
an attorney or agent of record. See also 37 CFR
1.116(d). The practitioner if he/she so desires, can
minimize the need for forwarding correspondence
concerning issued patents by having the
correspondence address changed after the patent
issues if the correspondence address is the
practitioner’s address, which frequently is the case
where the practitioner is the attorney or agent of
record.

If the patent owner desires that a different attorney
or agent receive correspondence, then a new power
of attorney must be filed. See MPEP § 324 for
establishing an assignee’s right to take action when
submitting a power of attorney in applications filed
before September 16, 2012.
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Submissions to the Office to change the
correspondence address or power of attorney in the
record of the patent should be addressed asfollows:

Where arequest for inter partes reexamination has
been filed and a reexamination proceeding is
accordingly pending asto a patent.

Mail Stop “ Inter Partes Reexam”
Attn; Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

Where no request for reexamination has been filed
and the patent isin storage:

Mail Stop Document Services

Director of the U.S. Patent and Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

It is strongly recommended that the Mail Stop
information be placed in aprominent position on the

2600-13
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first page of each paper being filed utilizing a
sufficiently large font size that will direct attention
toit.

Sampleformsfor changing correspondence address
or power of attorney for the patent owner, and for
the third party requester are set forth below.

Form PTO/AIA/81B Reexamination or Supplemental
Examination — Patent Owner Power of Attorney or
Revocation of Power of Attorney with aNew Power
of Attorney and Change of Correspondence Address
for Reexamination or Supplemental Examination
and Patent

Form PTO/SB/81C Reexamination — Third Party
Reguester Power of Attorney or Revocation of Power
of Attorney with a New Power of Attorney and
Change of Correspondence Address

Rev. 07.2015, October 2015
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PTO/ALASE1R (07-13)

Approved for uze through 01,/21/2018. OME D651-0035

U5 Pat=nt and Trademark Office; U5 DEFARTMENT OF COMMERCE

Under the rwort Reduction Actof 1395 no persons are required to respond to & collection of information unless it displays a vaid OMB control numbsr

REEXAMINATION OR SUPPLEMENTAL Control Numberis)

EXAMINATION — PATENT OWNER POWER OF Filing Date(s)

ATTORNEY OR REVOCATION OF POWER OF First Mamed Inventor

ATTORNEY WITH A NEW POWER OF ATTORNEY | Title

AND CHANGE OF CORRESPONDENCE ADDRESS Patent Number

FOR REEXAMINATION OR SUPPLEMENTAL Examiner Name

k EXAMINATION AND PATENT Attorney Docket Nols)

I. Power of Attorney. This form may be usad to change the Power of Attarney in 2 reexamination aor
supplemental examination proceeding (or multiple proceedings where merged). This form may also be used to
change the Power of Attormey in the patent file; in such a case, a copy of this form will be placed in both the patent
file and the reexamination or supplemental examination proceeding.

A. Revocauon of Previous Power of Attorney. | hereby revoke all previous patent owner powers of attorney, If
any, given:

D in the abowe-identified reexamination or supplemental examination proceading control number(s) (more than
one may be changed only if the proceedings are mergad).

D in the file of the above-identified patent.

(check BOTH hoxes if change in BOTH the patent file and the reexamination or supplemental sxamination
proceeding is requested).

B. Designatien of Power of Attorney.

|:| A Power of Attorney is submitted herewith.

OR
| hereby sppoint Practitioneris) associated with the Customer Number identifiad in the box at
right as my/our attorney|s) or agent(s) to prosecute the proceeding(s)/patent identified sbove
and selected in section I[A), and to transact all business in the United States Patent and
Trademark Office connected therewith:

OR
| hereby appoint Practitioneris) named below as my/our attorney(s| or agent(s) to prosecute the procesding(s)
identified above, and to transact all business in the United States Patent and Trademark Office connected
therewith:

Practitioner(s) Name Registration Number

Authorization for the Power of Attorney is provided by the signature on page 2 of this form.

This collection of mformation is required by 37 CFR 1.31, 1.32, and 1.33. The information is required to ebtain or retain a benefit by the public,
which is to update (and by the WSPTO to process) the file of a patent or reexamination proceeding. Confidentiality is governed by 35U 5.C. 122
and 37 CFR L.14. This collzction is estimated to take 3 minutes to complete, induding gathering, prepering, and submitting the completed
application form to the USPTO. Time will vary depending upon the individual case. Any comments on the amount of time you require to
complete this form and/or sL2pestions Tor reduding this burden, shiould be sent 1o the Chiel Information OMicer, U.S. Perent and Trademark
Office, U.S. Department of Commerce, P.O. Box 1450, Alexandria, VA 21313-1450. DO NOT SEND FEES OR COMPLETED FORMS TO THIS
ADDRESS. SEND TO: Commissioner for Patents, P.O. Box 1450, Alexandria, VA 22313-1450.

If you need assistance in completing the form, call I-800-PT0O-9193 and select aption 2.
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FTO/ALAfELE (07-13)

Approved for wse through 01,/31/2018 OMB D651-0035

U.S. Patent and Trademark Office; .S, DEPARTMENT OF COMMERCE

Under the Papsrwort Reduction Actof 19595 no persons are required to respond to @ coliectionof information unless it deplays a vaid OMB control numbsr

Il. Change of Correspondence Address

Please recognize or change the correspondence address for the above-identified reexamination or supplemental
examination procesding control number(s) (more than one may be changed only if they are merged
proceedings) and for the file of the above-identified patent to be:

D The addresz associated with the above-identified Customer Number.
OR

I:‘ The address asseciated with the Customer Number identified in the box at right:
(R

Firm or
Individua
Namea

Address

City | state | [zp |

Country

Teleghone | Email |

NOTE: THE CORRESPONDENCE ADDRESS FOR THE REEXAMINATION OR SUPPLEMENTAL EXAMINATION
PROCEEDING CONTROL NUMBER(S) MUST BE THE SAME AS THAT FOR THE PATENT. 5EE 37 CFR 1.33.

. Authorization for Power of Attorney and (if selected) Change of Correspondence Address

I am the:

|:| Inventor, having ownership of the patent being reexamined.
OR

Patent owner.
Statement under 37 CFR 3.73(c) (Form PTO/AIA/96) submitted herewith or filed on

Signature of Inventor or Date
Patent Owner

Name Telephone
Title and

Company

NOTE: Signatures of all the inventors or patent owners of the entire interest or their representative(s) are
required. If more than one signature is required, submit multiple forms, check the box below, and identify the total
number of forms submitted in the blank below.

|:| A total of forms are submitted. if you need assistance in completing the form, coll 1-800-
PTO-3155 and select option 2.

[Fage 2 of 2]
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PTOVSBE1C (12-08)

Approved for uso through 01212018, OB 065 1.0035

U.E. Palent and Trademark Office, U.2. DEFARTMENT OF COMMERCE

Under e Paperwork Fedudion Act of 1884, no persons are required %0 respond D 8 collecton of infor maiion uniess it displays a vald OME control number.

/_ Control Humb
REEXAMINATION - THIRD PARTY REQUESTER| conto Number(s)

POWER OF ATTORNEY OR E:LZQN[:EH:‘:S}IMM
REVOCATION OF POWER OF ATTORNEY WITH| —

A NEW POWER OF ATTORNEY

AND :

CHAMGE OF CORRESPOMDEMNCE ADDRESS Examiner Name
\L Altorney Dockel No(s). _/'

Patznt Number

| hereby revore all previous requester powsrs of altorney gwen in the above-ideniified reszamnation procesding control number{s).

|:| A Power of Attorney is submitted herewith.

Ihereby appoint Practiticners) associsted with the following Customer Number as myfour
attomey(s) or agent{s) to prosscute the proceeding(s) identfied above, and to transact all
husness in the United States Patent and Trademark Office connected therewith:

I hereby appaint Practiticner{s) named balow as mylour atorneyis) o agent{s) to prosecute the proceading(s)
idertified aoove, and to transact all business in the United Stetes Fatent and Trademark Office connectad therswith:

Practitioner(s) Marms Registration Number

188

Please recognize or chang e the comes pondence addness for the abowe.identfied rescamina fion procesding coninol numiber(s)
{more than one may bs changed only if they amre menyed proceesdings ) to ba:

U The address associated with the abovws-mantioned Customer Mumbar.
OR

|:| The address associated with Customer Number:
orR

Firm or
It wal Marms

Address

Ciy [ stae | | zip
Country
Telaphene | Emai |

I am the third party requester.

|:| Froof of authority 1 act on behalf of reguester submitted harewith or filed on

SIGNATURE of Third Party Reques er
Signature Caig
Name Telephone
Title ard Compary

This collection of informardion i mquired by 37 CFR 1.21, 132 and 1.33. The informafionis required bo obtsinor retain a benefitby the publc which o io file (and by the
USPTO 1o progess) an appication Confdentally is govemed by 35US.C. 122 and 37 CAR 1.11 and 1.14. This collection is estimaled 1o 1ake 3 mindies o complaie,
ncluding gethenna, prapanng, and submitting the competed applicaton fom fo the USPTO. Time will vary depending upon the indvidual cese. Aay comments on
the amount of tims you requie to complets this form andior sugoestions for reducing this burden, should be sent o the Chief information Officer, US. Pa®nt ard
Trademark Cffice, U.S. Dopartmeont of Commerss, P.O. Box 1450, Alxandda, VA 22313-1480. DO MOT SEMD FEES OR COMPLETED FORME TO THIS
ADDRESS. SEND TC: Commissioner for Patants, P.O. Box 1450, Alexandria, WA 22313-1450.

IF you need assistance i completing the form, cal 1-800-FTO-9199 and select oplon 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection
with your submission of the attached form related 10 a patent application or pakent. Accordingly,
purguant to the requirements of the Act, pleace be advised that: (1) the general authority for the
collection of this Information Is 35 U.S.C. 2(0)(2); (2) fumishing of the information solicited 1S voluntary;
and (3) the principal purpoess for which the information is used by the U.S. Patent and Trademark

Office is to process and'or examine your submission related o a patent application or patent. If yvou do
not fumish the requested information, the U.S. Patent and Trademark Cffice may not be able to
process andior examine your submission, which may result in terminafion of proceedings or
abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine usec:

1. The Information on this form will be treated confidentally o he exent allowesd under the
Frzedom of Infermation Act (5 U.S.C. 552) and the Privacy Act (5 U.5.C 552a). Rzcords from
this system of records may be disclosed to the Deparmtment of Justice to determine whether
disclosure of these records is required by the Freedom of Information Act.

2. Arecord fom this systemn of records may be disclosed, as a routine use, in the course of
presenting evidence 1o a court, magisirate, or administrative tiibunal, including disclosures 1o
opposing counsgel in the course of setliemant ne gotiations.

3. A record in this system of records may be disclosed, as a routing use, o a Member of
Congress submitting a reguest invelving an individual, to whom the recerd pertains, when the
individual has requested assistance from the Member with respect o the subject matter of the
record.

4. Arecordin this system of records may be disclosad, as a routing use, to a contractor of the
Agency having need for the niormation in order o perform a conract Recipients of
information shall be required to comply with the requirements of the Privacy Act of 1974, 2c
amended, pursuant 1o 5 U.S.C. 552a(m).

5. Arecord related to an Internatienal Application filed under the Patent Cooperation Treaty in
this system of records may be disclosed, as a routine use, o the Intemational Bureau of the
World Intellectual Property Crganization, pursuant to the Patent Cooperation Treaty.

A. A record in this system of records may lgbe disclosed, a5 a8 routing use. to another federal
agency for purposes of Mational Security review (35 U.S.C. 181) and for review pursuant to

the Atomic Energy Act (42 U.S.C. 218(c)).

7. A record from this system of records may be disclosed, as a routine use, to the Administrator,
General Services, or hizher designee, during an inspection of records conducted by GSA as
part of that agency's responsibility to recommend improvements in records management
practices and programs, under authority of 44 U.S.C. 2904 and 2006. Such disdosure shall
be made in accordance with the GSA regulations goveming inspaction of records for this
purpose, and any other relevant (ie., G3A or Commerce ) direciive. Such disclosure shall not
be vsed to maks determinations about individuals.

8. A record from this system of records may be disclosed, as a routine use, 10 the public ater
either publication of the application pursuart to 35 U.S.C. 122(b) or ssuance of a patent
pursuant to 35 U.S.C. 1591, Further, a record may be disciosed, subject 1o the limiadons of 37
CFR 1.14, a3 a routine use, to the public if the record was filed in an application which
became abandoned o In which the proceedings were temminated and which applicaton is
referenced by either & published application, an application open to public inspecticn or an
izsued patznt.

9. A record from this system of records may be disclosed, as a routine use, to & Fedemal, State,
or local law enforcement agency, if the USPTO becomes aware of a violation or potential
violation of law or regulation.
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2623 Withdrawal of Attorney or Agent
[R-07.2015]

For a practitioner to withdraw from a patent and/or
reexamination proceeding, the Office no longer
requires that there be at least 30 days remaining in
any running period for response between the
approva of a request to withdraw from
representation and the expiration date of any running
period for response. Instead, pursuant to 37 CFR
11.116, the Office requires the practitioner(s) to
certify that he, she or they have: (1) given reasonable
notice to the client, prior to the expiration of the
response period, that the practitioner(s) intends to

Rev. 07.2015, October 2015
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withdraw from employment; (2) delivered to the
client or aduly authorized representative of the client
al papers and property (including funds) to which
the client is entitled; and (3) notified the client of
any responses that may be due and the time frame
within which the client must respond. “ Reasonable
notice” would alow a reasonable amount of time
for the client to seek the services of another
practitioner prior to the expiration of any applicable
response period. See also MPEP § 402.06.

A sampleform for arequest by an attorney or agent
of record to withdraw from a patent is set forth
below.
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Doc Code: PET.POA.WORW

Document Description: Petition to withdraw atterney or agent (SEB3)

PTG ESES (2-13)
approwed for use through 01/31/2018. OMB3 0631-0033
us. patent and Trademark office, U5, DEPARTMENT OF COMMERCE
Under the Paperwork Raduction &ct of 1995, no persons are reguired to respond to a collection of information unless it displays & valid OMB control number.
g Application Number -\

REQUEST FOR WITHDRAWAL | riing pate
AS ATTORNMNEY OR AGENT AND First Named Inventor

CHANGE OF ArtUnit
CORRESPOMDENCE ADDRESS | Esaminer Mame
. Practiiorer Docket Number S

To:  Commissiener for Patents
P.0. Box 1450
Alexandria, va 22313-1450

Please withdraw me as attorney or agent for the above-identified patent application, and

|_] all the practitioners of record;

|:| the practitioners (with registration numbers) of record listed on the attached paper(s); or
|_| the practitioners of record assodated with Customer Number:

NOTE: Theimmediztely preceding box thould only be marked when the practitionsrs werz appointed uzing the listed
Customer Number.

The reasan(s) for this request are those described in 37 CFR:

[ J11.118(a)01) []11.116(a)(2) ~J11.118(a)3)
[ |11118(k)(1) | l11116(k)(2) |11a18(k)(3)
| J1111s(k)i4) | J11116(k)i5) _|11116(b)iE)

|_] 11. 116(b)(7] Please explain belowr:

Certifications
Check each bok below that is factually correct. WARNING: If a how is left unchecked, the request will likely not be approved.

1. :‘ |/We hawve given rezsonable notice to the client, prior to the expiration of the response period, that the practiticner(s)
intend to withdraw from employment.

2. J |/'We have delivered to the client or a duly authorized representative of the client all papers and property {including
funds) to which the client ic entitled

3. J l/"We have notfied the client of any responses that may be due and the time frame within which the client mus:
respond.

Pleaze provide an explanation, if nececzany:

[Pzge 10f 2]
This codection of information & required by 37 CFR 1.36 The information & required to obtain or retain a benefit by the publc which is to file {znd by the USFTO to
process) an application. Canfidentiality & governad by 35 U 5.C. 122 and 37 CFF 1.11 and 1.14. This colection is astimated to taka 11 minutes to complete, including
gathering, preparing, and submitting the completed application farm 1o the USPTO. Time will vary depending upon the individual case. Any comments on the
amount of time you regquire i complate this form and/or suggestions for reduding this burden, shoald be sent 10 the Chef informaton OTRcer, U S, Patentand

Traderark Office, 5. Department of Commerce, P.O. Boe 1450, Alexandria, Wa 72313-1450 DO MOT SEND FEES OR COMPLETED FOIRMS TO THIS ADDRESS. SEND
To: Commissionar for Patents, P.O. Box 1450, Alsardria, VA 22313-1450.

if you need assistance in compisting the form, call 1-200-PTC-F159 and select option 2.
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PTOUSE/E3 (D4-13)

Approved for uso through 01,/3172048. OWIE 0651-DO3S

U5, Patent and Trademark Office, U 5. DEPARTMENT OF COMBERCE

Unider the Papenvork Reduction ACT of 1995 nNo persons aneé required (o respond 1o a collection of Informathan unlkess it displays @ valid OM B control number.

REQUEST FOR WITHDRAWAL AS ATTORNEY OR AGENT
AND CHANGE OF CORRESPOMNDEMNCE ADDRESS

Complete the following section enly when the correspondence addrass will change. Chonges of address will only be accepted to the first
named inventor or on assignee [hat hos preperly made iseif of record pursuant to 37 CFR 3.7 1.

Change the comespondence address and direct all future correspendence to:

A [ J The addresz of the first namead inventor or assignee associated with Customer Mumber:

OR

B. :| First Named Irventar or
Assignee Mame

Address

City State Zip Country

Telephone Email

I am authorized 1o sign on behal T of mysell and all withdrawing pracitioners.

Signature

MName Registration Mo.
Address

City Stave ip Country
Date Telephane No.

NOTE: Withdrawal is effective when approved rather than when received.

[Page 2 of 2]
This callaction of information is required by 37 CFR 1.26. The information is required te obtain or retain a benefit by the public which is to fle {and by the LSFTO to
process) an application. Confidentiality is governed by 35 LSC. 122 and 37 CFR 111 and 114, This colection isestimated w0 tate 12 minuies to complete, including
gathenng, preparing, and submitting the completed apphcation form to the USFTO. Time will vary dzpending upon the individual case. Any comments on the
amicunt =f tima yeu requirz to complete this form andfor suggestions for redwdng this burden, should be sent to the Chiefinformation officer, VS, Patent and
Trademark office, w5, Department of Commearie, P.O. 0ex 1430, alexandria, va 22315-1450. DD NOT SEND FEES OR COMPLETED FORMS TO THIS ADDRESS, SEND
T Commissioner for Patents, P.0. Box 1450, Alexandra, WA 12313-14500

If wow nead gssstance in completing the forrn, call 1-800-PTO-3199 and s=lect aption 2.
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Privacy Act Statement

The Privacy Act of 1974 (P.L. 93-579) requires that you be given certain information in connection with your
submission of the attached form related to a patent application or patent. Accordingly, pursuant to the
requirements of the Act, please be advised that: (1) the general authority for the collection of this information is
35 U.8.C. 2(b)(2); (2) furnishing of the information solicited is voluntary; and (3) the principal purpose for which
the information is used by the U.S. Patent and Trademark Office is to process andfor examine your submission
related to a patent application or patent. If you do not furnish the requested information, the U.8. Patent and
Trademark Office may not be able to process and/or examine your submission, which may result in termination
of proceedings or abandonment of the application or expiration of the patent.

The information provided by you in this form will be subject to the following routine uses:

1.

The information on this form will be treated confidentially to the extent allowed under the Freedom of
Information Act (5 U.S.C. 552) and the Privacy Act (56 U.S.C 552a). Records from this system of
records may be disclosed to the Department of Justice to determine whether disclosure of these
records is required by the Freedom of Information Act.

A record from this system of records may be disclosed, as a routine use, in the course of presenting
evidence to a court, magistrate, or administrative tribunal, including disclosures to opposing counsel in
the course of settlement negotiations.

A record in this system of records may be disclosed, as a routine use, to a Member of Congress
submitting a request involving an individual, to whom the record pertains, when the individual has
requested assistance from the Member with respect to the subject matter of the record.

A record in this system of records may be disclosed, as a routine use, to a contractor of the Agency
having need for the information in order to perform a contract. Recipients of information shall be
required to comply with the requirements of the Privacy Act of 1974, as amended, pursuantto 5 U.S.C.
552a(m).

A record related to an International Application filed under the Patent Cooperation Treaty in this
system of records may be disclosed, as a routine use, to the International Bureau of the World
Intellectual Property Organization, pursuant to the Patent Cooperation Treaty.

A record in this system of records may be disclosed, as a routine use, to another federal agency for
purposes of National Security review (35 U.S.C. 181) and for review pursuant to the Atomic Energy Act
(42 U.S.C. 218(c)).

A record from this system of records may be disclosed, as a routine use, to the Administrator, General
Services, or his/her designee, during an inspection of records conducted by GSA as part of that
agency’s responsibility to recommend improvements in records management practices and programs,
under authority of 44 U.S.C. 2904 and 2906. Such disclosure shall be made in accordance with the
GS8A regulations governing inspection of records for this purpose, and any other relevant (i.e., GSA or
Commerce) directive. Such disclosure shall not be used to make determinations about individuals.

A record from this system of records may be disclosed, as a routine use, to the public after either
publication of the application pursuant to 35 U.8.C. 122(b) or issuance of a patent pursuant to 35
U.S.C. 151. Further, a record may be disclosed, subject to the limitations of 37 CFR 1.14, as a routine
use, to the public if the record was filed in an application which became abandoned or in which the
proceedings were terminated and which application is referenced by either a published application, an
application open to public inspection or an issued patent.

A record from this system of records may be disclosed, as a routine use, to a Federal, State, or local
law enforcement agency, if the USPTO becomes aware of a violation or potential violation of law or
regulation.
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2624 Correspondence [R-07.2015]

All requestsfor inter partes reexamination (original
request papers) and al subsequent inter partes

reexamination correspondence mailed to the U.S.
Patent and Trademark Office via the U.S. Posta
Service Mail, other than correspondence to the
Office of the General Counsel pursuant to 37 CFR
1.1(a)(3) and 1.302(e), should be addressed:

Mail Stop “ Inter Partes Reexam”
Attn; Central Reexamination Unit
Commissioner for Patents

P.O. Box 1450

Alexandria, VA 22313-1450

All such correspondence hand carried to the Office,
or submitted by delivery service (e.g., Federa
Express, DHL, etc., which are commercial mail or
delivery services) should be carried to:

Customer Service Window
Randolph Building

401 Dulany Street
Alexandria, VA 22314

Hand-carried correspondence and correspondence
submitted by delivery service should also be marked
“Mail Stop Inter Partes Reexam.” Whether the
correspondenceismailed viathe U.S. Postal Service
mail or is hand-carried to the Office, it is strongly
recommended that the Mail Stop information be
placed in a prominent position on the first page of
each paper being filed utilizing a sufficiently large
font size that will direct attention to it.

A request for inter partes reexamination may not
be sent by facsimile transmission (FAX). See 37
CFR _1.6(d)(5). This is adso true for a
corrected/completed request sent in response to a
notice that the original request was not filing date
compliant, since the corrected/completed request
standsin place of, or isacompletion of, the original
request papers. All subsequent inter partes
reexamination correspondence, however, may be
FAXed to:

Central Reexamination Unit
(571) 273-9900.

Effective July 9, 2007, the U.S. Patent and
Trademark Office began accepting requests for
reexamination, and “follow-on” papers (i.e,
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subsequent correspondence in reexamination
proceedings) submitted via the Office’'s Web-based
electronic filing system (EFS-Web). The Office has
updated the Legal Framework for EFS-Web
(available at www.uspto.gov/ebc/
portal/efs/legal.htm) to set forth that requests for
reexamination, and reexamination “follow-on”
papers are permitted to be submitted using EFS-Web.

After the filing of the request for inter partes
reexamination, any letters sent to the Officerelating
to the reexamination proceeding should identify the
proceeding by the number of the patent undergoing
reexamination, the reexamination request control
number assigned, the name of the examiner, and the
examiner’sArt Unit.

The certificate of mailing and transmission
procedures (37 CFR 1.8) may be used to file any
paper in aninter partes reexamination proceeding,
except for a request for reexamination and a
corrected/replacement request for reexamination.
See MPEP § 512 as to the use of the certificate of
mailing and transmission procedures. The Priority

Mail Expr&ss® mailing procedure (37 CFR 1.10)
may be used to file any paper in an inter partes
reexamination proceeding. See MPEP § 513 as to

the use of the Priority Mail Express® mailing

procedure.

Communi cations from the Officeto the patent owner
will be directed to the correspondence address for
the patent being reexamined. See 37 CFR 1.33(c).

Amendments and other papers filed on behalf of
patent owners must be signed by the patent owners,
or the registered attorney or agent of record in the
patent file, or any registered attorney or agent acting
in arepresentative capacity under 37 CFR 1.34.

Double correspondence with the patent owners and
the attorney or agent normally will not be undertaken
by the Office.

Where no correspondence address is otherwise
specified, correspondence will be with the most
recent attorney or agent made of record by the patent
owner.
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Note MPEP 8 2620 for certificate of service.

See MPEP § 2224 for correspondence in ex parte
reexamination proceedings.

2625 Untimely Paper Filed Prior to First
Office Action [R-07.2015]

37 CFR 1.939 Unauthorized papersin inter partes
reexamination

(a) If an unauthorized paper isfiled by any party at any
time during the inter partes reexamination proceeding it will
not be considered and may be returned.

(b) Unless otherwise authorized, no paper shall be filed
prior to theinitial Office action on the meritsof the inter partes
reexamination.

37 CFR 1.902 Processing of prior art citations during an
inter partes reexamination proceeding.

Citations by the patent owner in accordance with § 1.933 and
by an inter partes reexamination third party requester under §
1.915 or § 1.948 will be entered in the inter partes
reexamination file. The entry in the patent file of other citations
submitted after the date of an order for reexamination pursuant
to § 1.931 by persons other than the patent owner, or the third
party requester under either 8§ 1.913 or § 1.948, will be delayed
until the inter partes reexamination proceeding has been
concluded by the issuance and publication of a reexamination
certificate. See 8 1.502 for processing of prior art citations in
patent and reexamination filesduring an ex parte reexamination
proceeding filed under § 1.510.

Pursuant to 37 CFR 1.939, after filing of arequest
for inter partes reexamination, no papers directed
to the merits of the reexamination other than (A)
citations of patents or printed publications under 37
CFR 1.501 and 1.933, (B) another complete request
under 37 CFR 1.510, or (C) notifications pursuant
to MPEP & 2686, should be filed with the Office
prior to the date of the first Office action in the
reexamination proceeding. Any papers directed to
the merits of the reexamination, other than those
under 37 CFR 1.501, 1.933, or 1.510, or under M PEP
8 2686, filed prior to the date of the first Office
action will be returned to the sender without
consideration. If the papers are entered prior to
discovery of the impropriety, such papers will be
expunged from the record. A copy of the letter
providing notification of the returned papers or
expungement will be made of record in the patent
file. However, no copy of the returned/expunged
papers will be retained by the Office. If the
submission of the returned/expunged papers is
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appropriate later in the proceedings, they may be
filed, and accepted by the Office, at that time. See

Patlex Corp. v. Mossinghoff, 771 F.2d 480, 226
USPQ 985 (Fed. Cir. 1985); InreKnight, 217 USPQ
294 (Comm’r Pat.1982); and Inre Amp, 212 USPQ
826 (Comm’r Pat. 1981) which addressed the
situation analogous to the present situation for ex
parte reexamination proceedings.

2626 Initial Processing of Request for Inter
Partes Reexamination [R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the

8'[h Edition of the MPEP and in Revision of
Sandard for Granting an Inter Partes
Reexamination Reguest, 76 FR 59055 (September
23, 2011).

2627 Incomplete Request for Inter Partes
Reexamination [R-07.2015]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on

the former practiceisavailablein the 9'[h Edition of

the MPEP.

2628 [Reserved]

2629 Notice of Request for Inter Partes
Reexamination in Official Gazette
[R-11.2013]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on
the former practice is available in revision 7 of the

8t Edition of the MPEP and in
Sandard for Granting an

Revision of
Inter Partes
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Reexamination Request, 76 FR 59055 (September
23, 2011).

2630 Constructive Noticeto Patent Owner
[R-07.2015]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on

theformer practiceisavailablein the 9th Edition of
the MPEP.

2631 Processing of Request Corrections
[R-07.2015]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on

the former practiceis available in the 9th Edition of

the MPEP.
2632 Public Access [R-07.2015]

Reexamination files are open to inspection by the
general public by way of the Public PAIR via the
USPTO Internet site. In viewing the images of the
reexamination proceedings, members of the public
will be able to view the entire content of the
reexamination file with the exception of non-patent
literature. To access Public PAIR, a member of the
public would go to the USPTO website at

WWW.uspto.gov.

If a copy of the reexamination file is requested, it
may be ordered from the Document Services
Division of the Office of Public Records (OPR).
Orders for such copies must indicate the control
number of the reexamination proceeding. Orders
should be addressed as follows:

Mail Stop Document Services

Director of the U.S. Patent and Trademark Office
PO. Box 1450

Alexandria, VA 22313-1450

Requests for a copy of a request may aso be sent
via email to: dsd@uspto.gov, and the cost of the
copy may be charged to a credit card or deposit
account. Alternatively, acopy may be obtained from
IFW via PAIR.
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To obtain a*“ certified copy” of areexamination file,
a CD-ROM may be purchased from Document
Services Division of OPR.

2632.01 Determining If a Reexamination
Request Was Filed for a Patent [R-07.2015]

DETERMINING ON PALM IFA
REEXAMINATION REQUEST HASBEEN FILED
FOR A GIVEN PATENT NUMBER

Both the Internet and the USPTO intranet can be
accessed to determineif areexamination request has
been filed for a particular patent.

Using the USPTO Intranet

From the USPTO intranet site
http://ptoweb/ptointranet/index.htm, Office personnel
can click on “PALM” and then “Genera
Information” which opens the PALM INTRANET
Genera Information Display.

From here, enter the patent number in the box
labeled Patent #.

Click on “Search” and when the “Patent Number
Information” appears, click on “ Continuity Data” to
obtain the reexamination number.

Any reexamination for the patent number will be
listed.

Therewill be about aten (10) day lag betweenfiling
and data entry into the PALM database.

2633 [Reserved]

2634 Fee Processing and Procedure
[R-07.2015]

All feesinan inter partes reexamination proceeding
(including the fee for filing the request for inter
partes reexamination (see MPEP_§ 2615)) are
processed by the Central Reexamination Unit (CRU).
Thefeeswill be posted by the CRU viathe Revenue
Accounting and Managing (RAM) program.
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In an inter partes reexamination proceeding, fees
are due for the request (37 CFR 1.915(a)), for the
addition of claims by the patent owner during the
proceeding (excess claims fees under 37 _CFR
1.20(c)(3) and (c)(4)), for an extension of time under
37 CFR 1.956, and for any appeal, brief, and oral
hearing under 37 CFR 41.20(b). All petitions filed
relating to a reexamination proceeding require fees
(37 CFR 1.937(d)).

Nofeeisrequired for theissuance of areexamination
certificate.

Micro entity reductions are available to patent
owners only. Specificaly, micro entity and small
entity reductions under 35 U.S.C. 41(h)(1) are
available to the patent owner for extension of time
fees, appeal fees, brief fees, oral hearing fees, excess
claimsfees, and petition fees. Small entity reductions
are available to the third party requester for petition
fees, appeal fees, brief fees, and ora hearing fees;
however, micro entity reductions are not available
to third party requesters.

When afeeisrequired in amerged proceeding, only
asingle fee is needed, even though multiple copies
of the submissions (one for each file) are required.
See MPEP § 2686.01.

2635 Record Systems[R-07.2015]

The Patent Application Locating and Monitoring
(PALM) systemisused to support the reexamination
process. The sections below delineate PALM related
activities.

(A) Reexamination File Data on PALM - The
routine PALM retrieval transactions are used to
obtain data on reexamination files. From the USPTO
intranet site, Office staff can click on “PALM” and
then “ General Information” which opensthe PALM
INTRANET Genera Information Display. From
here, enter the patent number in the box labeled
Patent #. Then click on “ Search” and when the
“Patent Number Information” appears, click on
“Continuity Data’ to obtain the reexamination
number.

(B) Reexamination e-File—The papersof a
reexamination proceeding may be viewed on IFW.
PALM providesinformation for the reexamination
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proceeding as to the patent owner and requester,
contents, status, and related Office proceedings
(applications, patents and reexamination
proceedings). Some of the data entry for
reexamination in PALM is different from that of a
regular patent application. There are also differences
in the status codes — all reexamination proceedings
generally have status codes in the “400” or “800”
range.

(C) Patent File Location Control for Patents
Not Available on IFW, i.e., Available Only in Paper
File - The movement of paper patent files related to
requests for reexamination throughout the Officeis
monitored by the PALM system. If the patent fileis
in paper form, the paper file should be ordered and
scanned into the Image File Wrapper (IFW) for
access throughout the prosecution of the
reexamination proceeding.

(D) Reporting Eventsto PALM - The PALM
system is used to monitor major events that take
place in processing reexamination proceedings. All
major examination events are reported. The mailing
of examiner's actionsisreported, aswell asowner’s
responses and third party requester comments. The
CRU technical support staff is responsible for
reporting these events using the reexamination icon
and window initiated in the PALM EXPO program.
Examples of the events that will be reported (in the
PALM system or in the tracking system of the Office
of Petitions) are as follows:

(1) Determination Mailed-Denial of request
for reexamination;

(2) Determination Mailed-Grant of request
for reexamination;

(3) Petition for reconsideration of
determination received,

(4) Decision on petition mailed-Denied;

(5) Decision on petition mailed-Granted;
(6) Mailing of all examiner actions;

(7) Patent owner responsesto Office Actions

(8) Third party requester comments after a
patent owner response.

Each of these events, aswell as additional events

reported by the Central Reexamination Unit (CRU)
Technical Support Staff (TSS) will be permanently
recorded and displayed in the “ Contents” portion of
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PALM. In addition, status representative of these
events will also be displayed.

(E) Satus Reports- Variousweekly reports can
be generated for the event reporting discussed above.
The primary purpose of these computer outputsis
to assure that reexaminations are, in fact, processed
with “special dispatch”.

2636 Assignment of Reexamination
[R-07.2015]

I. EXAMINER ASSIGNMENT OF THE
REEXAMINATION PROCEEDING

Except for reexamination requestsfor design patents,
reexamination requests are assigned to the Central
Reexamination Unit (CRU) art unit which examines
the technology (Chemical, Electrical, Mechanical,
etc.) in which the patent to be reexamined is
currently classified as an origina. In that art unit,
the Supervisory Patent Reexamination Specialist
(SPRS) assigns the reexamination request to a
primary examiner, other than the examiner that
originally examined the patent (see “Examiner
Assignment Policy” below), who is most familiar
with the claimed subject matter of the patent. In an
extremely rare situation, where a proceeding is still
in a Technology Center (TC) rather than the CRU,
the reexamination may be assigned to an assistant
examiner if no knowledgeable primary examiner is
available. In such an instance a primary examiner
must sign all actions, conference all actions with a
SPRS or TC Quality Assurance Speciaist (QAS)
and another examiner, and take responsibility for all
actions taken.

A. Examiner Assignment Policy

Itisthe policy of the Officethat the CRU SPRS will
assign the reexamination request to an examiner
different from the examiner(s) who examined the
patent application. Thus, under normal
circumstances, the reexamination request will not
be assigned to a primary examiner or assistant
examiner who was involved in any part of the
examination of the patent for which reexamination
is requested (e.g., by preparing/signing an action),
or was so involved in the examination of the parent
of the patent. Thiswould preclude assignment of the
request to an examiner who was a conferee in an

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

appeal conference or panel review conferencein an
earlier concluded examination of the patent (e.g.,
the application for patent, a reissue, or a prior
concluded reexamination proceeding). The conferee
is considered to have participated in preparing the
Office action which is preceded by the conference.

Exceptions to this general policy include cases
where the original examiner is the only examiner
with adequate knowledge of the relevant technology
to examinethe case. In the unusual case wherethere
is a need to assign the request to the origina
examiner, the assignment must be approved by the
CRU Director, and the fact that such approval was
given by the CRU Director must be stated (by the
examiner) in the decision on the request for
reexamination.

It should be noted that while an examiner who
examined an earlier concluded reexamination
proceeding is generally excluded from assignment
of a newly filed reexamination, if the earlier
reexaminationisstill ongoing , the same examiner
generally will be assigned the new reexamination.

Copending reissue and reexamination proceeding:

(1) When areissue application is pending for a
patent, and a reexamination request isfiled for the
same patent, the reexamination request is generally
assigned to an examiner who did not examine the
original patent application. If the reexamination
reguest isgranted and the rei ssue and reexamination
proceedings are merged (see MPEP § 2686.03), the
merged proceeding will be handled by an examiner
other than the examiner who examined the original
patent application. In that instance, if the examiner
who examined the patent application is handling the
reissue application, the reissue application would be
transferred (reassigned) from that examiner.

(2) When areexamination proceeding ispending
for apatent, and areissue applicationisfiled for the
same patent:

(@) Where reexamination has already been
ordered (granted) in the reexamination proceeding,
the Office of Patent Legal Administration (OPLA)
should be notified, as promptly as possible, that the
proceedings are ready for consideration of merger.
If any of the reexamination file, the reissue
application, and the patent file are paper files, they

2600-26



OPTIONAL INTER PARTES REEXAMINATION

should be hand delivered to OPLA at thetime of the
notification to OPLA (see MPEP § 2686.03). If the
reissue and reexamination proceedings are merged,
thereissuewill generaly be assigned to the examiner
who would ordinarily handle the reissue application.
However, if that examiner was involved in any part
of the examination of the patent for which
reexamination is requested (e.g., by preparing or
signing an action), or was so involved in the
examination of the parent application of the patent,
adifferent examiner will be assigned. If the reissue
and reexamination proceedings are not merged by
OPLA, the decision will provide guidance asto
assignment of the reissue proceeding as necessary.

(b) If reexamination has not yet been ordered
(granted) in the reexamination proceeding, a SPRS
will ensure that the reissue application is not
assigned nor acted on, and the decision on the
reexamination request will be made. If reexamination
is denied, the reexamination proceeding will be
concluded pursuant to MPEP § 2694, and thereissue
application assigned in accordance with MPEP
8 1440. If reexamination is granted, afirst Office
action will not accompany the order granting
reexamination. The signed order should be (after
review by the CRU SPRS) promptly forwarded for
mailing. At the sametime, OPLA should be notified
that the proceedings are ready for consideration of
merger. If any of the reexamination file, the reissue
application, and the patent file are paper files, they
should be hand delivered to OPLA at the time of the
notification to OPLA (see MPEP § 2686.03). If the
reissue and reexamination proceedings are merged
by OPLA, the reissue application will generally be
assigned to the examiner who ordinarily handlesthe
reissue application. However, if that examiner was
involved in any part of the examination of the patent
for which reexamination is requested (e.g., by
preparing/signing the action), or was so involved in
examination of the parent application of the patent,
adifferent examiner will be assigned. If the reissue
and reexamination proceedings are not merged by
OPLA, the decision will provide guidance asto
assignment of the reissue proceeding as necessary.

B. Consequences of | nadvertent Assignment to an
“Original Examiner”

Should a reexamination be inadvertently assigned
to an “original examiner” (in a situation where the
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TC or CRU Director’s approval is not stated in the
decision on the regquest), the patent owner or thethird
party requester who objects must promptly file a
paper aerting (notifying) the Office of thisfact. Any
paper aerting (notifying) the Office to the
assignment to an “original examiner” must be filed
within two months of thefirst Office action or other
Office communication indicating the examiner
assignment, or reassignment will not be considered.
Reassignment of the reexamination to a different
examiner will be addressed on a case-by-case basis.
In no event will the assignment to the origina
examiner, by itself, be grounds for vacating any
Office decision(s) or action(s) and “restarting” the
reexamination.

A situation may arise where a party timely (i.e.,
within the two months noted above) files a paper
aerting (notifying) the Office to the assignment of
areexamination to the “ original examiner,” but that
paper does not have aright of entry under the rules
(e.g., where an order granting reexamination was
issued by the “original examiner” but afirst action
on the merits did not accompany the order, the patent
owner timely files a paper alerting the Office of the
fact that the “original examiner” has been assigned
the reexamination proceeding. Pursuant to 37 CFR
1.939(b), that paper does not have a right of entry
since afirst Office action on the merits has not yet
been issued.) In such situations, the Office may
waive the rules to the extent that the paper directed
to the examiner assignment will be entered and
considered.

2637 [Reserved]

2638 Time Reporting [R-11.2013]

It is essentiadl that al time expended on
reexamination activitiesbe reported accurately. Thus,
al USPTO personnel should report all time spent
on reexamination on their individual Time and
Attendance Reports. Even activities such as
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supervision, copying, typing, and docketing should
be included.

2639 [Reserved]

2640 Decision on Request [R-07.2015]

35 U.S.C. 312 Determination of issue by Director

[ Editor Note: Asin effect for a request filed prior to September
16, 2011]

(8 REEXAMINATION.— Not later than 3 months after
thefiling of arequest for inter partes reexamination under
section 311, the Director shall determine whether a substantial
new question of patentability affecting any claim of the patent
concerned israised by the request, with or without consideration
of other patents or printed publications. The existence of a
substantial new question of patentability isnot precluded by the
fact that a patent or printed publication was previously cited by
or to the Office or considered by the Office.

(b) RECORD.— A record of the Director’s determination
under subsection (a) shall be placed in the official file of the
patent, and a copy shall be promptly given or mailed to the
owner of record of the patent and to the third-party requester.

(c) FINAL DECISION.— A determination by the Director
under subsection (a) shall be final and non-appealable. Upon a
determination that no substantial new question of patentability
has been raised, the Director may refund a portion of the inter
partes reexamination fee required under section 311.

35 U.S.C. 312 Determination of issue by Director.

[Editor Note: As in effect for a request filed beginning
September 16, 2011 and ending September 15, 2012.]

(8) REEXAMINATION.— Not later than 3 months after
thefiling of arequest for inter partes reexamination under
section 311, the Director shall determinewhether theinformation
presented in the request shows that there is a reasonable
likelihood that the requester would prevail with respect to at
least 1 of the claims challenged in the request, with or without
consideration of other patents or printed publications. A showing
that there is areasonable likelihood that the requester would
prevail with respect to at least 1 of the claims challenged in the
reguest is not precluded by the fact that a patent or printed
publication was previously cited by or to the Office or
considered by the Office.

(b) RECORD.— A record of the Director’s determination
under subsection (a) shall be placed in the official file of the
patent, and a copy shall be promptly given or mailed to the
owner of record of the patent and to the third-party requester.

(c) FINAL DECISION.— A determination by the Director
under subsection (a) shall be final and non-appealable. Upon a
determination that the showing required by subsection (a) has
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not been made, the Director may refund a portion of the inter
partes reexamination fee required under section 311.

37 CFR 1.923 Examiner’s determination on therequest for
inter partes reexamination.

[ Editor Note: For arequest filed prior to September 16, 2011.]

Within three months following the filing date of a request for
inter partes reexamination under § 1.915, the examiner will
consider the request and determine whether or not a substantial
new question of patentability affecting any claim of the patent
israised by therequest and the prior art citation. The examiner’s
determination will be based on the claims in effect at the time
of the determination, will become a part of the officia file of
the patent, and will be mailed to the patent owner at the address
as provided for in § 1.33(c) and to the third party requester. If
the examiner determines that no substantial new question of
patentability is present, the examiner shall refuse the request
and shall not order inter partes reexamination.

37 CFR 1.923 Examiner’s determination on the request for
inter partes reexamination.

[Editor Note: For arequest filed beginning September 16, 2011
and ending September 15, 2012.]

Within three months following the filing date of a request for
inter partes reexamination under 8 1.915, the examiner will
consider the request and determine whether or not the request
and the prior art establish a reasonable likelihood that the
requester will prevail with respect to at least one of the claims
challenged in the request. The examiner’'s determination will
be based on the claimsin effect at the time of the determination,
will become a part of the official file of the patent, and will be
mailed to the patent owner at the address as provided for in §
1.33(c) and to the third party requester. If the examiner
determines that the request has not established a reasonable
likelihood that the requester will prevail with respect to at least
one of the challenged claims, the examiner shall refuse the
request and shall not order inter partes reexamination.

37 CFR 1.925 Partial refund if request for inter partes
reexamination is not ordered.

Where inter partes reexamination is not ordered, arefund of a
portion of the feefor requesting inter partes reexamination will
be made to the requester in accordance with § 1.26(c).

37 CFR 1.927 Petition to review refusal to order inter partes
reexamination.

[ Editor Note: For arequest filed prior to September 16, 2011.]

The third party requester may seek review by a petition to the
Director under § 1.181 within one month of the mailing date of
the examiner’s determination refusing to order inter partes
reexamination. Any such petition must comply with § 1.181(b).
If no petitionistimely filed or if the decision on petition affirms
that no substantial new question of patentability has been raised,
the determination shall be final and nonappeal able.
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37 CFR 1.927 Petition to review refusal to order inter partes
reexamination.

[ Editor Note: For arequest filed beginning September 16, 2011
and ending September 15, 2012.]

The third party requester may seek review by a petition to the
Director under § 1.181 within one month of the mailing date of
the examiner’s determination refusing to order inter partes
reexamination. Any such petition must comply withg 1.181(b).
If no petition istimely filed or if the decision on petition affirms
that areasonable likelihood that the requester will prevail with
respect to at least one of the claims challenged in the request
has not been established, the determination shall be final and
nonappealable.

Prior to making a determination on the request for
reexamination, alitigation search from the Technical
Support Staff (TSS) of the Central Reexamination
Unit (CRU) or the Scientific and Technical
Information Center (STIC) must be done to check
if the patent has been, or is, involved in litigation.
A copy of the litigation search is scanned into the
IFW reexamination file history. The “Litigation
Review” box on the reexamination IFW file jacket
form (RXFILJKT) is completed to indicate that the
review was conducted and the results thereof, and
the reexamination file jacket form is then scanned
into the IFW reexamination file history. In the rare
instance where the record of the reexamination
proceeding or the litigation search indicates that
additional information is desirable, guidance as to
making an additional litigation search may be
obtained from the library of the Office of the
Solicitor. If the patent isor wasinvolvedinlitigation,
and a paper referring to the court proceeding has
been filed, reference to the paper by number should
be madein the “Litigation Review” box of the IFW
filejacket form as, for example, “litigation; see paper
filed 7-14-2005." If a litigation records search is
already noted on the file, the examiner need not
repeat or update it.

If litigation has concluded or is taking place in the
patent on which arequest for reexamination has been
filed, the request must be promptly brought to the
attention of the examiner’'s CRU SPRS who should
review the decision on the request and any
examiner’s action to ensure conformance to the
current Office litigation policy and guidelines. See
MPEP § 2686.04.
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35U.S.C. 312 requiresthat the Director of the Office
determine whether or not a“ substantial new question
of patentability” affecting any claim of the patent of
which reexamination is desired is raised in the
request (for inter partesreexamination requestsfiled
prior to September 16, 2011) or there is a
“reasonablelikelihood that the requester will prevail”
with respect to at |east one of the claims challenged
in the request (for inter partes reexamination
requests filed on or after September 16, 2011) - not
later than three months after the filing date of a
request. See aso MPEP § 2641. Such a
determination may be made with or without
consideration of other patentsor printed publications
in addition to those cited in the request. No input
from the patent owner is considered prior to the
determination. See Patlex v. Mossinghoff, 771 F.2d
480, 226 USPQ 985 (Fed. Cir. 1985).

The patent claims in effect at the time of the
determination will bethe basisfor deciding whether
reexamination isto be ordered (37 CFR 1.923). See
MPEP § 2643. Amendments which (A) have been
filed in a copending reexamination proceeding in
which the reexamination certificate has not been
issued, or (B) have been submitted in a reissue
application on which no reissue patent has been
issued, will not be considered or commented upon
when deciding a request for reexamination.

The decision on the request for reexamination has
asitsmain object either the granting or denia of the
request for reexamination. Thisdecisionisbased on
whether or not “a substantial new question of
patentability” or a “reasonable likelihood that the
requester will prevail” isfound. A determination as
to ultimate patentability/unpatentability of the claims
isnot made in the decision on the request; rather, it
is made later, during the examination stage of the
reexamination proceeding if reexamination is
ordered. Accordingly, no prima facie case of
unpatentability need be found to grant an order for
reexamination. If a decision to deny an order for
reexamination is made, the requester may seek
review by a petition under 37 CFR 1.181. See 37
CFR 1.927. It should be noted that adecision to deny
therequest for reexamination isequivalent to afinal
holding (subject only to a petition pursuant to 37
CFR 1.927 for review of thedenia), that the request
faled to raise “a substantial new question of
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patentability” or provide a “reasonable likelihood
that the requester will prevail” based on the cited art
(patents and printed publications). See 35 U.S.C.

312(c).

Where there have been prior decisions relating to
the patent, see MPEP § 2642.

It is only necessary to establish that a substantial
new question of patentability or reasonable
likelihood that requester will prevail existsasto one
of the patent claimsin order to grant reexamination.
The Office’'s determination in both the order for
reexamination and the examination stage of the
reexamination will generally be limited solely to a
review of the claim(s) for which reexamination was
regquested. If the requester was interested in having
al of the claims reexamined, requester had the
opportunity to include them in its request for
reexamination. However, if the requester chose not
to do s, those claim(s) for which reexamination was
not requested will generally not be reexamined by
the Office. It is further noted that 35 U.S.C.
311(b)(2) requires that a requester “set forth the
pertinency and manner of applying cited prior art to
every claim for which reexamination is requested.”
If the requester failsto apply the art to certain claims,
then the requester is not statutorily entitled to
reexamination of such claims. If a request fails to
set forth the pertinency and manner of applying the
cited art to any claim for which reexamination is
requested asrequired by 37 CFR 1.915(b), that claim
will generally not be reexamined. The decision to
reexamine any claim for which reexamination has
not been requested lies within the sole discretion of
the Office, to be exercised based on the individual
facts and situation of each individual case. If the
Office chooses to reexamine any claim for which
reexamination has not been requested, it is permitted
to do so. In addition, the Office may always initiate
a reexamination on its own initiative of the
non-requested claim (35 U.S.C. 303(a)). See Sony
Computer Entertainment Americalnc. v. Dudas, 85
USPQ2d 1594 (E.D. Va 2006). If a request fails to
set forth the pertinency and manner of applying the
cited art to any claim for which reexamination is
regquested asrequired by 37 CFR 1.915, afiling date
will not be awarded to the request. See MPEP § 2617
and § 2627.
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One instance where reexamination was carried out
only for the claims requested occurred in
reexamination control numbers 95/000,093 and
95/000,094, where reexamination was requested for
patent claimswhich were being litigated, but not for
clams which were not being litigated. In that
instance, the entirety of the reexamination was
limited to the claims for which reexamination was
requested, and which were being litigated. The
Office's authority to carry out reexamination only
for the claimsfor which reexamination was requested
in reexamination control numbers 95/000,093 and
95/000,094 was confirmed by the court in
Sony, supra. See MPEP § 2642 for the situation
where there was a prior final federal court decision
as to the invalidity/unenforceability of some of the
claims, as another example of non-examination of
some of the patent claims in a reexamination
proceeding.

Thedecision on the request for reexamination should
discuss al of the patent claims reguested for
reexamination. The examiner should limit the
discussion of those clams in the order for
reexamination as to whether a substantial new
question of patentability has been raised or thereis
a reasonable likelihood that the requester will
prevail. The examiner SHOULD NOT reject claims
in the order for reexamination. Rather, any rejection
of the claimswill be made in the first Office action
that normally will accompany the order for
reexamination. See MPEP § 2660.

The Director of the Office hasthe authority to order
reexamination only for a request which (prior to
September 16, 2011) raises a substantial new
question of patentability or request (on or after
September 16, 2011) provides a “reasonable
likelihood that the requester will prevail”. This
protects patentees from having to respond to, or
participatein, unjustified reexaminations. See Patlex
v. Mossinghoff, 771 F.2d 480, 226 USPQ 985, 989
(Fed. Cir. 1985).

I. REQUEST FOR REEXAMINATION OF THE
PATENT AFTER REISSUE OF THE PATENT

Where a request for reexamination is filed on a
patent after a reissue patent for that patent has
already issued, reexamination will be denied,
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because the patent on which the request for
reexamination is based has been surrendered. Should
reexamination of the reissued patent be desired, a
new request for reexamination, including and based
on the specification and claims of the reissue patent,
must be filed. Where the reissue patent issues after
thefiling of arequest for reexamination, see M PEP
8§ 2686.03.

1. SECOND OR SUBSEQUENT REQUEST FILED
DURING REEXAMINATION

MPEP 8§ 2686.01 provides for a comprehensive
discussion of the situation where a first
reexamination is pending at the time a second or
subsequent request for reexamination is to be
decided, and one of the two is an inter partes
reexamination. The present subsection merely
provides guidance on the standard for the substantial
new question of patentability to be applied in the
decision on the second or subsequent request.

Where an ordered inter partes reexamination is
pending, and aninter partes reexamination request
is subsequently filed, the prohibition provision of
37 CFR 1.907(a) must be considered. Once an order
for inter partes reexamination has been issued,
neither the third party requester of the inter partes
reexamination, nor itsprivies, may file asubsequent
regquest for inter partes reexamination of the same
patent until an inter partes reexamination certificate
has been issued, unless expressly authorized by the
Director of the Office. Note that 37 CFR 1.907(a)
tracks the statutory provision of 35 U.S.C. 317(a).
A petition for such express authorization isarequest
for extraordinary relief and will not be granted where
there is a more conventional avenue to accomplish
the same purpose and provide relief analogous to
that requested. Seealso Cantello v. Rasmussen, 220
USPQ 664 (Comm'r Pat. 1982) for the principle that
extraordinary relief will not normally be considered
if therules provide an avenuefor obtaining the relief
sought.

For additional treatment of casesin which either the
first or subsequent request for examination, or both,
isarean inter partesreexamination proceeding, see
M PEP 8§ 2640 and 2686.01.
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For additional treatment of casesin which afirst ex
parte reexamination is pending at the time a second
or subsequent request for ex parte reexaminationis
to be decided, see MPEP § 2283.

For inter partes reexamination requests filed prior
to September 16, 2011:

If asecond or subsequent request for reexamination
isfiled (by any party permitted to do so) while afirst
reexamination is pending, the presence of a
substantial new question of patentability dependson
the art (patents and printed publications) cited by
the second or subsequent request. The cited art will
be reviewed for a substantia new question of
patentability based on the following guidelines:

If one of the two reexaminationsis an inter partes
reexamination, the following possibilities exist:

(1) Anordered inter partes reexamination is
pending, and an ex parte reexamination request is
subsequently filed.

(2) Anordered inter partes reexaminationis
pending, and an inter partes reexamination request
is subsequently filed.

(3) Anordered ex parte reexamination is
pending, and an inter partes reexamination request
is subsequently filed.

In all three instances, if the subsequent request
includes the art which raised a substantial new
guestion in the earlier pending reexamination, then
reexamination should be ordered only if the art cited
raises a substantial new question of patentability
which is different from that raised in the earlier
pending reexamination. If the art cited in the
subsequent request raises the same substantial new
question of patentability asthat raised in the earlier
pending reexaminationitisnot "new," and therefore,
the subsequent request should be denied. Where the
request raises a different substantial new question
of patentability asto some patent claims, but not as
to others, the request would be granted in part; see
the orders issued in reexamination control number
90/007,843 and 90/007,844. |f the subsequent request
does not include the art which raised the substantial
new guestion of patentability in the earlier pending
reexamination, reexamination may or may not be
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ordered, depending on whether the different art cited
raises a substantial new question of patentability.

The second or subsequent request for reexamination
may provide information raising a substantial new
guestion of patentability with respect to any new or
amended claim which has been proposed in the first
(or prior) pending reexamination proceeding.
However, in order for the second or subseguent
reguest for reexamination to be granted, the second
or subsequent requester must independently provide
asubstantial new question of patentability whichis
different from that raised in the pending
reexamination for the claims in effect at the time
of the determination. The decision on the second
or subsequent request is thus based on the claimsin
effect at the time of the determination (37 CFR
1.923). Thus, the second or subsequent request must
be directed to the claims of the patent, as modified
by any disclaimer, or by any reexamination
certificate that has issued as of the time of the
determination. If a “different” substantial new
guestion of patentability is not provided by the
second or subsequent request for the claimsin effect
a the time of the determination, the second or
subsequent request for reexamination must be denied
sincethe Officeisonly authorized by statuteto grant
a reexamination proceeding based on a substantial
new guestion of patentability “affecting any claim
of the patent.” See 35 U.S.C. 312(a). Accordingly,
there must be at least one substantial new question
of patentability established for the existing claims
in the patent in order to grant reexamination.

Oncethe second or subsequent request has provided
a“different” substantial new question of patentability
based on the claims in effect at the time of the
determination, the second or subsequent request for
reexamination may & so provide information directed
to any proposed new or amended claim in the
pending reexamination, to permit examination of
the entire patent package. The information directed
to aproposed new or amended claim in the pending
reexamination is addressed during the later filed
reexamination (where a substantial new question of
patentability is raised in the later filed request for
reexamination for the existing claimsin the patent),
in order to permit examination of the entire patent
package. When a proper basis for the second or
subsequent request for reexamination is established,
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it would be a waste of resources to prevent
addressing the proposed new or amended claims, by
requiring parties to wait until the certificate issues
for the proposed new or amended claims, and only
then tofile anew reexamination request challenging
the claims as revised via the certificate. This also
prevents a patent owner from simply amending all
the claims in some nominal fashion to preclude a
subsequent reexamination request during the
pendency of the reexamination proceeding.

2641 Timefor Deciding Request [R-07.2015]

No requests for inter partes reexamination may be
filed on or after September 16, 2012. Guidance on

the former practice is available in the 9th Edition of
the MPEP.

2642 Criteriafor Deciding Request
[R-07.2015]

I. SUBSTANTIAL NEW QUESTION OF
PATENTABILITY/REASONABLE LIKELIHOOD
THAT REQUESTER WILL PREVAIL

A. For reexaminationsfiled prior to September 16,
2011:

The presence or absence of “a substantial new
question of patentability” determineswhether or not
reexamination is ordered. The meaning and scope
of the term “a substantial new question of
patentability” is not defined in the statute and must
be devel oped to some extent on a case-by-case basis,
using the legidative history and case law to provide
guidance as will be discussed in this section.

If the prior art patents and printed publicationsraise
asubstantial question of patentability of at least one
claim of the patent, then a substantial hew question
of patentability asto the claim is present, unlessthe
same guestion of patentability has aready been: (A)
decided in afinal holding of invalidity by afedera
court in adecision on the meritsinvolving the claim,
after all appeals; (B) decided in an earlier concluded
examination or review of the patent by the Office;
or (C) raised to or by the Office in a pending
reexamination or supplemental examination of the
patent.
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An “earlier concluded examination or review” of
the patent is: (A) the original examination of the
application which matured into the patent; (B) the
examination of the patent in a reissue application
that has resulted in a reissue of the patent; (C) the
examination of the patent in an earlier concluded
reexamination or supplemental examination; (D) the
review of the patent in an earlier concluded trial by
the Patent Trial and Appeal Board, such as a
post-grant review, inter partes review, or covered
business method review of the patent; or (E) any
other contested proceeding which has been
concluded and which involved the patent.

The answer to the question of whether a* substantial
new question of patentability” exists, and therefore
whether reexamination may be had, is decided by
the examiner, and if reexamination is denied,
reguester may obtain reconsideration only pursuant
to MPEP § 2648. If reexamination is granted, the
decision that a reference raises a SNQ is final and
non-appeal able by the patent owner. See 35 U.S.C.

312(c).

A prior art patent or printed publication raises a
substantial question of patentability where there is
a substantial likelihood that a reasonable examiner
would consider the prior art patent or printed
publication important in deciding whether or not
the claimispatentable. If the prior art patentsand/or
publications would be considered important, then
the examiner should find “ asubstantial new question
of patentability” unless the same question of
patentability has aready been decided asto theclaim
in afinal holding of invalidity by afederal court or
by the Office in an earlier concluded examination
or review or was raised to or by the Office in a
pending reexamination or supplemental examination
of the patent. For example, the same question of
patentability may have already been decided by the
Office where the examiner finds the additional
(newly provided) prior art patents or printed
publicationsto be merely cumulative to similar prior
art aready fully considered by the Office in an
earlier concluded examination or review of theclaim
or a pending reexamination or supplemental
examination of the claim.

Accordingly, for “a substantial new question of
patentability” to be present, it isonly necessary that:
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(A) The prior art patents and/or printed
publications raise a substantial question of
patentability regarding at least one claim, i.e., the
teaching of the prior art patents and printed
publications is such that a reasonable examiner
would consider the teaching to be important in
deciding whether or not the claim is patentabl e; and

(B) The same question of patentability asto the
claim has not been decided by the Officeinan earlier
concluded examination or review of the patent,
raised to or by the Officein apending reexamination
or supplemental examination of the patent or decided
in afinal holding of invalidity (after all appeals) by
afederal court in adecision on the meritsinvolving
the claim. If areexamination proceeding was
terminated/vacated without resolving the substantial
question of patentability question, it can be
re-presented in a new reexamination request.

It is not necessary that a “prima facie’ case of
unpatentability exist as to the claim in order for “a
substantial new question of patentability” to be
present as to the claim. Thus, “a substantia new
question of patentability” asto a patent claim could
be present even if the examiner would not
necessarily reject the claim as either anticipated by,
or obviousinview of, the prior art patentsor printed
publications. The difference between “a substantial
new question of patentability” and a “ prima facie”

case of unpatentability is important. See generally
In re Etter, 756 F.2d 852, 857 n.5, 225 USPQ 1, 4
n.5 (Fed. Cir. 1985).

Note that the clarification of the legal standard for
determining obviousness under 35 U.S.C. 103 in
KSR International Co. v. Teleflex Inc. (KSR), 550
U.S. 398, 82 USPQ2d 1385 (2007) does not alter
the legal standard for determining whether a
substantial new question of patentability exists. See
the discussion in MPEP § 2616. It should be aso
noted that the “substantial new question of
patentability” standard for granting reexamination
onarequest for an inter partesreexaminationisthe
same as the “substantial new question of
patentability” standard for granting reexamination
on arequest for an ex parte reexamination.
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B. For reexaminationsfiled on or after September 16,
2011, and prior to September 16, 2012:

Whether or not the request and the prior art establish
areasonablelikelihood that the requester will prevail
with respect to at least one of the claims challenged
in the request determines whether or not
reexamination is ordered. The meaning and scope
of the term “a reasonable likelihood that the
requester will prevail” is not defined in the statute
and must be developed to some extent on a
case-by-case basis. With respect to the reasonable
likelihood standard, House Rep. 112-98 (Part 1),
112th Cong., 1st Sess., provides, in connection with
inter partes review, the following:

“The threshold for initiating an inter partes review
is elevated from ‘significant new question of
patentability’ --a standard that currently allows 95%
of all requeststo be granted--to a standard requiring
petitionersto present information showing that their
challenge has a reasonable likelihood of success”
H.R. Rep. No. 112-98 (Part 1), at 47.

Thus, the reasonable likelihood standard requires a
showing that is “elevated” from that of the
substantial question of patentability question
standard.

If a  reexamination proceeding was
terminated/vacated without resolving the“reasonable
likelihood” question, it can be re-presented in anew
reexamination request (but note that for an ex parte
reexamination request, a substantial new question
of patentability must be raised).

1. POLICY ASTO SUBSTANTIAL NEW
QUESTION OF PATENTABILITY IN SPECIFIC
SITUATIONS

In order to further clarify the meaning of “a
substantial new question of patentability,” certain
situations are outlined below which, if present,
should be considered when making adecision asto
whether or not “a substantial new question of
patentability” is present.
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A. Prior Favorable Decisions by the U.S. Patent and
Trademark Office on the Sameor Substantially | dentical
Prior Art in Relation to the Same Patent

A “substantial new question of patentability” is not
raised by the prior art if the Office has previously
considered (in an earlier concluded examination or
review of the patent or in a pending reexamination
or supplemental examination of the patent) the same
question of patentability as to a patent clam
favorable to the patent owner based on the same
prior art patents or printed publications. In re
Recreative Technologies, 83 F.3d 1394, 38 USPQ2d
1776 (Fed. Cir. 1996).

In deciding whether to grant a request for
reexamination of apatent, the examiner should check
the patent’s file history to ascertain whether any of
the prior art now advanced by requester was
previoudly cited/considered in an earlier concluded
examination or review of the patent or in a pending
reexamination or supplemental examination of the
patent. For the sake of expediency, such art is
referred to as “old art” throughout, since the term
“old art” was coined by the Federal Circuit in its
decision of In re Hiniker Co., 150 F.3d 1362,
1365-66, 47 USPQ2d 1523, 1526 (Fed. Cir. 1998).

In adecision to order reexamination made on or after
November 2, 2002, reliance on old art does not
necessarily preclude the existence of a substantial
new question of patentability that is based
exclusively on that old art. See Public Law 107-273,
116 Stat. 1758, 1899-1906 (2002), which expanded
the scope of what qualifies for a substantial new
question of patentability upon which areexamination
may be based. Determinations on whether a
substantial new question of patentability exists in
such an instance shall be based upon a fact-specific
inquiry done on a case-by-case basis. For example,
a substantial new question of patentability may be
based solely on old art where the old art is being
presented/viewed in a new light, or in a different
way, as compared with its use in the earlier
examination(s), in view of amaterial new argument
or interpretation presented in the request.

When it isdetermined that asubstantial new question
of patentability based solely onold art israised, form
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paragraph 22.01.01 should be included in the order
for reexamination.

9 22.01.01 Criteriafor Applying Old Art as Sole Basis for
Reexamination

The above [1] is based solely on patents and/or printed
publications already cited/considered in an earlier concluded
examination or review of the patent being reexamined, or has
been raised to or by the Office in a pending reexamination or
supplemental examination of the patent. On November 2, 2002,
Public Law 107-273 was enacted. Title 111, Subtitle A, Section
13105, part (a) of the Act revised the reexamination statute by
adding the following new last sentenceto 35 U.S.C. 303(a) and

312(a):

"The existence of a substantial new question of
patentability is not precluded by the fact that a patent or
printed publication was previously cited by or to the
Office or considered by the Office."

For any reexamination ordered on or after November 2, 2002,
the effective date of the statutory revision, reliance on previously
cited/considered art, i.e., “old art,” does not necessarily preclude
the existence of a substantial new question of patentability
(SNQ) that is based exclusively on that old art. Rather,
determinations on whether a SNQ exists in such an instance
shall be based upon a fact-specific inquiry done on a
case-by-case basis.

In the present instance, there exists a SNQ based solely on [2].
A discussion of the specifics now follows:

(3]

Examiner Note:

1. Inbracket 1, insert “substantial new question of
patentability” if the present form paragraph is used in an order
granting reexamination (or aTC or CRU Director’s decision on
petition of the denial of reexamination). If this form paragraph
isused in an Office action, insert “ground of rejection.”

2. Inbracket 2, insert the old art that is being applied as the
sole basis of the SNQ. For example, “the patent to J. Dog” or
“the patent to J. Doe when taken with the Jones publication” or
“the combination of the patent to J. Doe and the Smith
publication” could be inserted. Where more than one SNQ is
presented based solely on old art, the examiner would insert all
such bases for SNQ.

3. Inbracket 3, for each basisidentified in bracket 2, explain
how and why that fact situation appliesin the proceeding being
acted on. The explanation could be for example that the old art
is being presented/viewed in anew light, or in adifferent way,
as compared with its use in the earlier examination(s), in view
of amaterial new argument or interpretation presented in the
request. See Ex parte Chicago Rawhide Mfg. Co., 223 USPQ
351 (Bd. Pat. App. & Inter. 1984).
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4. Thisform paragraphisonly used thefirst time the “already
cited/considered” artisapplied, and isnot repeated for the same
art in subsequent Office actions.

MPEP § 2258.01 provides a discussion of the use
of “old art” in the examination stage of an ordered
reexamination (asabasisfor rejecting patent claims).

B. Prior Adverse Decisions by the Office on the Same
or Substantially Identical Prior Art in the Same Patent

A prior decision adverse to the patentability of a
claim of a patent by the Office based upon prior art
patents or printed publications would usually mean
that “a substantially new question of patentability”
is present. Such an adverse decision by the Office
could arise from a reissue application which was
abandoned after rejection of the claim and without
disclaiming the patent claim.

C. Prior Adverse Reissue Application Final Decision
by the Director of the Office or the Board Based Upon
Grounds Other Than Patents or Printed Publications

Any prior adverse final decision by the Director of
the Office, or the Patent Trial and Appeal Board or
Board of Patent Appeals and Interferences (Board),
on an application seeking to reissue the same patent
on which reexamination is requested will be
considered by the examiner when determining
whether or not a “substantial new question of
patentability” is present. To the extent that such a
prior adverse final decision was based upon grounds
other than patents or printed publications, the prior
adverse final decision will not be considered in
determining whether or not a “substantial new
question of patentability” is present.

D. Prior Favorable or Adverse Decisions on the Same
or Substantially I dentical Prior Art Patents or Printed
Publicationsin Other Cases not I nvolving the Patent

Whilethe Office would consider decisionsinvolving
substantially identical patents or printed publications
in determining whether a* substantial new question
of patentability” israised, the weight given to such
decisions will depend upon the circumstances.
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1. POLICY WHERE A FEDERAL COURT
DECISION HASBEEN ISSUED ON THE PATENT

Asto A - C which follow, see Ethicon v. Quigg,
849 F.2d 1422, 7 USPQ2d 1152 (Fed. Cir. 1988).

A. Final Holding of a Failure to Prove I nvalidity by
the Courts

When theinitial question as to whether the prior art
raises a substantial new question of patentability
(SNQ) or there is a reasonable likelihood that the
requester will prevail (RLP) asto a patent claim is
under consideration, the existence of a final court
decision that a patent claim is not invalid in view
of the same or different prior art does not necessarily
mean that no SNQ/RLP is present, because of the
different standards of proof and different standards
of claim construction applied by the federal district
courts and the Office. While the Office may accord
deference to factual findings made by the court, the
determination of whether a SNQ/RLP existswill be
made independently of the court’s decision on
validity, becauseit isnot binding on the Office. See,
e.g., InreSwvanson et al., 540 F.3d 1368, 1378 (Fed.
Cir. 2008) (Federal Circuit approved of the Office’s
interpretation in MPEP § 2242). Note, where the
reguester was aparty to the prior litigation resulting
in the final court decision that a patent claimis not
invalid, see MPEP § 2686.04, subsection 11(B) for
a discussion of the application of the estoppel
provisions of the inter partes reexamination statute.

B. Non-final Holding of I nvalidity or Unenforceability
by the Courts

A non-final holding of claim invalidity or
unenforceability will not be controlling on the
question of whether a substantial new question of
patentability/a reasonable likelihood that the
requester will prevail is present.

C. Final Holding of Invalidity or Unenforceability by
the Courts

However, a final holding of claim invalidity or
unenforceability, after all appeals, binds the Office.
In such cases, a substantial new question of
patentability/a reasonable likelihood that the
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requester will prevail would not be present asto any
claims finally held invalid or unenforceable.

Note: Any situations requiring clarification should
be brought to the attention of the Office of Patent
Lega Administration.

2643 ClaimsConsidered in Deciding Request
[R-07.2015]

The claims of the patent in effect at the time of the
determination will bethe basisfor deciding whether
“a substantial new question of patentability” or “a
reasonable likelihood that the requester will prevail”
ispresent. 37 CFR 1.923. The Office'sdetermination
in both the order for reexamination and the
examination stage of the reexamination will
generaly belimited solely to areview of the claim(s)
for which reexamination was requested. If a
requester seeks to have all of the clamsin a patent
reexamined, the requester has the opportunity to
include them in its request for reexamination.
However, if the requester chooses not to include al
claims, the claim(s) for which reexamination was
not regquested will generally not be reexamined by
the Office. Further, 35 U.S.C. 311(b)(2) requires
that arequester “ set forth the pertinency and manner
of applying cited prior art to every claim for which
reexamination is requested.” If requester fails to
apply the art to certain claims, requester is not
statutorily entitled to reexamination of such claims.
If a request fails to set forth the pertinency and
manner of applying the cited art to any claim for
which reexamination is requested as required by 37
CFR _1.915(b), that claim will generally not be
reexamined. The decision to reexamine any claim
for which reexamination has not been requested lies
within the sole discretion of the Office, to be
exercised based on theindividual facts and situation
of each individual case. If the Office chooses to
reexamine any claim for which reexamination has
not been requested, it is permitted to do so, sincethe
Office may always initiate a reexamination on its
owninitiative of the non-requested claim (35 U.S.C.
303(a)). Thus, while the examiner ordinarily
concentrates on the claimsfor which reexamination
is requested, the finding of “a substantial new
question of patentability” or “areasonable likelihood
that the requester will prevail” can be based upon a
claim of the patent other than the ones for which
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reexamination isrequested. For example, the request
might seek reexamination of particular claims only
(i.e., claims 1-4), but the examiner is not limited to
those clams. The examiner can make a
determination that “a substantial new question of
patentability” or “a reasonable likelihood that the
regquester will prevail” is present as to other claims
in the patent (i.e., claims 5-7), without necessarily
finding “asubstantial new question” or “areasonable
likelihood that the requester will prevail” with regard
to the claims requested (i.e., claims 1-4).

Thedecision on the request for reexamination should
discuss al of the patent claims requested for
reexamination. The examiner should limit the
discussion of those claims in the order for
reexamination as to whether a substantia new
guestion of patentability has been raised or “a
reasonable likelihood that the requester will prevail”
iS present.

MPEP § 2642 discusses patent claims which have
been the subject of aprior decision.

Amendments and/or new claims present in any
copending reexamination or reissue proceeding for
the patent to be reexamined will not (see MPEP §
2640, subsection 11.(A)) be considered nor
commented upon when deciding a reguest for
reexamination.

2644 Prior Art on Which the Deter mination
|sBased [R-11.2013]

The determination of whether or not “a substantial
new question of patentability” or “a reasonable
likelihood that the requester will prevail” is present
can be based upon any prior art patents or printed
publications. 35 U.S.C. 312(a) provides that the
determination on a request will be made “with or
without consideration of other patents or printed
publications,” i.e., other than those relied upon in
the request. The examiner is not limited in making
the determination based on the patents and printed
publicationsrelied upon in the request. The examiner
can find “asubstantial new question of patentability”
or “a reasonable likelihood that the requester will
prevail” based upon the prior art patents or printed
publications relied upon in the request, a
combination of the prior art relied upon in the request
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and other prior art found elsewhere, or based entirely
on different patents or printed publications. The
primary source of patents and printed publications
used in making the determination are those relied
on in the request. For reexamination ordered on or
after November 2, 2002, see MPEP_§ 2642,
subsection I1.A. for a discussion of “old art.” The
examiner can also consider any patents and printed
publications of record in the patent file from
submissions under 37 CFR 1.501 which are in
compliance with 37 CFR 1.98 in making the
determination. If the examiner believes that
additional prior art patents and publications can be
readily obtained by searching to supply any
deficienciesin the prior art cited in the request, the
examiner can perform such an additional search.
Such a search should be limited to that area most
likely to contain the deficiency of the prior art
previously considered and should be made only
where there is a reasonable likelihood that prior art
can be found to supply any deficiency necessary to
“a substantial new question of patentability” or "a
reasonable likelihood that the requester will prevail ”

The determination should be made on the claimsin
effect at thetimethe determination ismade. 37 CFR
1.923.

2645 [Reserved]

2646 Decision Ordering Reexamination
[R-07.2015]

35U.S.C. 313 Inter partesreexamination order by Director.
[Editor Note: Asin effect prior to September 16, 2011.]

If, in a determination made under section 312(a), the Director
finds that a substantial new question of patentability affecting
aclaim of apatent is raised, the determination shall include an
order for inter partes reexamination of the patent for resolution
of the question. The order may be accompanied by the initial
action of the Patent and Trademark Office on the merits of the
inter partes reexamination conducted in accordance with section
314.

35U.S.C. 313 Inter partesreexamination order by Director.

[Editor Note: As in effect beginning September 16, 2011 and
ending September 15, 2012.]
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If, in a determination made under section 312(a), the Director
findsthat it has been shown that there isareasonable likelihood
that the requester would prevail with respect to at least 1 of the
claims challenged in the request, the determination shall include
an order for inter partes reexamination of the patent for
resolution of the question. The order may be accompanied by
the initial action of the Patent and Trademark Office on the
merits of theinter partes reexamination conducted in accordance
with section 314.

37 CFR 1.931 Order for inter partes reexamination.

[Editor Note: Asin effect for arequest filed prior to September
16, 2011]

(a) If asubstantial new question of patentability is found,
the determination will include an order for inter partes
reexamination of the patent for resolution of the question.

(b) If the order for inter partes reexamination resulted from
apetition pursuant to § 1.927, the inter partes reexamination
will ordinarily be conducted by an examiner other than the
examiner responsiblefor theinitial determination under § 1.923.

37 CFR 1.931 Order for inter partes reexamination.

[Editor Note: As in effect for a request filed beginning
September 16, 2011 and ending September 15, 2012.]

(@) If itisfound that thereis areasonable likelihood that
the requester will prevail with respect to at least one of the
claims challenged in the request, the determination will include
an order for inter partes reexamination of the patent for
resolution of the question of whether the requester will prevail.

(b) If the order for inter partes reexamination resulted from
apetition pursuant to § 1.927, the inter partes reexamination
will ordinarily be conducted by an examiner other than the
examiner responsiblefor theinitial determination under § 1.923.

If a request for reexamination is granted, the
examiner's decision granting the request will
conclude by stating:

-For a request filed prior to September 16, 2011 -
that a substantial new question of patentability
(SNQ) has been raised affecting a claim of a patent.

-For a request filed beginning September 16, 2011
and ending September 15, 2012 - that there is a
reasonable likelihood that the requester will prevail
(RLP) with respect to at least one of the claims
challenged in the request.

These conclusons (depending on  when
reexamination was filed) will be referred to
collectively as a conclusion that “there is a
SNQ/RLP".
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The decision will (A) identify all claims and issues,
(B) identify the patents and/or printed publications
relied upon, and (C) provide abrief statement of the
rational e supporting each SNQ/RLP.

In the examiner's decision, the examiner must
identify at least one SNQ/RLP and explain how the
prior art patents and/or printed publications establish
that SNQ/RLP. In a simple case, this may entail
adoption of the reasons provided by the third party
requester. The references relied on by the examiner
should be cited on a PTO-892 form, unless already
listed on aform PTO/SB/08A or 08B, or PTO/SB/42
(or on aform having a format equivalent to one of
these forms) submitted by the third party requester.
A copy of the reference should be supplied only
where it has not been previously supplied to the
patent owner and third party requester.

Where it is not clear that a patent or printed
publication pre-datesthe patent claims, adiscussion
should be provided as to why the patent or printed
publication is deemed to be available against the
patent claims.

If arguments are raised by the third party requester
as to grounds not based on patents or printed
publications, such as those based on public use or
on sale under 35 U.S.C. 102(b), or abandonment
under 35 U.S.C. 102(c), the examiner should note
that such grounds are improper for reexamination
and are not considered or commented upon. See 37

CER 1.906(c).

In the decision on the request, the examiner does not
decide the ultimate question of patentability of the
claims. Rather, the examiner only decides whether
there is a SNQ/RLP established sufficient to grant
the request and order reexamination.

Thedecision granting the request ismade using form
PTOL-2063 as a cover sheet. See MPEP § 2647.01

for an example of a decision granting a request for
inter partes reexamination.

Form Paragraph 26.01 is used at the beginning of
each decision letter granting reexamination.

For arequest filed prior to September 16, 2011, the
following version was to be used:

2600-38



OPTIONAL INTER PARTES REEXAMINATION

Former § 26.01 New Question of Patentability

A substantial new question of patentability affecting
claim [1] of United States Patent Number [2] is
raised by the present request for inter partes
reexamination.

Extensions of time under 37 CFR 1.136(a) will not
be permitted in inter partes reexamination
proceedings because the provisions of 37 CFR 1.136
apply only to “an applicant” and not to the patent
owner in areexamination proceeding. Additionally,
35 U.S.C. 314(c) requires that inter partes
reexamination proceedings “will be conducted with
specia dispatch” (37 CFR 1.937). Patent owner
extensions of time in inter partes reexamination
proceedings are provided for in 37 CFR 1.956.
Extensions of time are not available for third party
reguester comments, because a comment period of
30 days from service of patent owner’s response is
set by statute. 35 U.S.C. 314(b)(2).

For a request filed beginning September 16, 2011
and ending September 15, 2012, the following
version is used:

1 26.01 Reasonable likelihood established

The present request for inter partes reexamination establishes
areasonable likelihood that requester will prevail with respect
to claim [1] of United States Patent Number [2].

Extensionsof timeunder 37 CFR 1.136(a) will not be permitted
in inter partes reexamination proceedings because the
provisions of 37 CFR 1.136 apply only to “an applicant” and
not to the patent owner in a reexamination proceeding.
Additionally, 35 U.S.C. 314(c) requires that inter partes
reexamination proceedings “will be conducted with special
dispatch” (37 CFR 1.937). Patent owner extensions of timein
inter partes reexamination proceedings are provided for in 37
CFR 1.956. Extensions of time are not available for third party
requester comments, because acomment period of 30 daysfrom
service of patent owner’'s response is set by statute. 35 U.S.C.
314(b)(2).

Form paragraph 26.73 is used at the end of each
decision letter granting reexamination that is not
being mailed concurrently with thefirst Office action
on patentability (see MPEP § 2660).

9 26.73 Correspondence and Inquiry asto Office Actions

All correspondence relating to this inter partes reexamination
proceeding should be directed:
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By EFS: Registered users may submit via the electronic filing
system EFS-Web, a https://efs.uspto.gov/efile/
myportal/efs-registered.

By Mail to: Mail Stop Inter Partes Reexam
Attn: Central Reexamination Unit
Commissioner for Patents

United States Patent & Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

By FAX to: (571) 273-9900

Central Reexamination Unit

By hand: Customer Service Window
Randolph Building

401 Dulany Street

Alexandria, VA 22314

For EFS-Web transmissions, 37 CFR 1.8(a)(1)(i)(C) and (ii)
states that correspondence (except for a request for
reexamination and a corrected or replacement request for
reexamination) will be considered timely filed if (a) it is
transmitted viathe Office'selectronic filing system in accordance
with 37 CFR 1.6(a)(4), and (b) includes a certificate of
transmission for each piece of correspondence stating the date
of transmission, which is prior to the expiration of the set period
of time in the Office action.

Any inquiry concerning this communication or earlier
communications from the examiner, or as to the status of this
proceeding, should be directed to the Central Reexamination
Unit at telephone number (571) 272-7705.

Examiner Note:

1. Thisform paragraphis used at the end of inter partes
reexamination communications.

2. Theexaminer having charge of the proceeding is not to be
contacted by the parties to the proceeding.
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I. PROCESS OF PREPARING THE DECISION ON
THE REQUEST, AND ANY ACCOMPANYING
OFFICEACTION

After the reexamination file has been reviewed in
the Central Reexamination Unit (CRU) to ensure
that it is ready for examination, the reexamination
proceeding is assigned to an examiner.

In the event the CRU Supervisory Patent
Reexamination Specidist (SPRS) believes that
another Art Unit within the CRU should examine
the reexamination file, see MPEP 8§ 2637 for
procedures for transferring the reexamination file.

After the examiner receives the new inter partes
reexamination file, the examiner prepares for and
sets up a panel review conference as per MPEP §
2671.03, to discusstheissuance of adecision onthe
reguest for reexamination, and, where applicable, a
first Office action to accompany the decision. The
examiner may prepare the decision on the request
for reexamination, and, where applicable, the first
Office action to accompany the decision after the
conference, or may prepare the decision on the
request for reexamination, and, where applicable,
the first Office action prior to the conference and
reviseit as needed after the conference.

The conference is conducted. If the conference
confirms the examiner’s preliminary decision to
grant reexamination, the decision on the request for
reexamination, and any first Office action to
accompany the decison (also confirmed), is
compl eted and signed by the examiner, with the two,
or more, other conferees initialing the action (as
“conferee”) to indicate their presence in the
conference. A transmittal form PTOL-2070 with the
third party requester’s address are completed, if a
copy for mailing is not already available. The
transmittal form PTOL-2070 is used to forward
copies of Office actions (and any referencescitedin
the actions) to the third party requester. Whenever
an Office action is issued, a copy of this form is
made and attached to a copy of the Office action.
The use of thisform removes the need to retype the
third party requester’s address each time a mailing
is required. In conjunction with the mailing, any
appropriate processing (e.g., PALM work, update
scanning) is carried out by the staff of the CRU.
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Il. PETITION TO VACATE THE ORDER
GRANTING REEXAMINATION

A substantive determination by the Director of the
Office to ingtitute reexamination pursuant to a
finding that the prior art patents or printed
publications raise a substantial new question of
patentability is not subject to review by petition or
otherwise. See Joy Mfg. Co. v. Nat’'| Mine Serv. Co.,
Inc.,, 810 F.2d 1127, 1 USPQ2d 1627 (Fed. Cir.
1987); Heinl v. Godici, 143 F.Supp. 2d 593 (E.D.
Va. 2001); see also Patlex Corp. v. Quigg, 680
F.Supp. 33, 6 USPQ2d 1296, 1298 (D.D.C. 1988)
(the legislative scheme leaves the Director’'s 35
U.S.C. 303 determination entirely to his discretion
and not subject to judicial review). These decisions
wererendered for ex parte reexamination; however,
the holdings of these decisions apply equally for a
SNQ finding in inter partes reexamination
proceedings, since the language of 35 U.S.C. 303(c)
(i.e, the ex parte reexamination statute) is also
found in 35 U.S.C. 312(c) (i.e, the inter partes
reexamination statute). In like manner, these
decisions apply equally for aRLP finding in inter
partes reexamination proceedings. Because the
substantive determination is not subject to review
by petition or otherwise, neither the patent owner
nor the third party requester has a right to petition,
or request reconsideration of, afinding that the prior
art patents or printed publicationsraisea SNQ/RLP.
There is no right to petition, as an “ ultra vires’
action by the Office, if thefinding of aSNQ/RLPis
based on reasons other than those urged by the third
party requester (or based on lessthan all the grounds
urged by the third party requester). Where the
examiner determines that a date of a reference is
early enough such that the reference constitutes prior
art, that determination is not petitionable (with
respect to vacating the examiner's finding of a
SNQ/RLP). Where the examiner determines that a
reference is a printed publication (i.e., that the
criteria for publication has been satisfied), that
determination isalso not petitionable. These matters
cannot be questioned with respect to vacating the
order granting reexamination.

A petition under 37 CFR 1.181 may, however, be
filed to vacate a reexamination order where no
discretion to grant arequest for reexamination exists.
“Appropriate circumstances” under 37 CFR
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1.181(a)(3) exist to vacate the order granting
reexamination where, for example:

(A) thereexamination order isfacially not based
on prior art patents or printed publications;

(B) reexamination is prohibited under 37 CFR
1.907;

(C) al claims of the patent were held to be
invalid by afinal decision of afederal court after all

appeals,

(D) reexamination was ordered for the wrong
patent; or

(E) reexamination was ordered based on a
duplicate copy of the request.

While a patent owner may file a petition under 37
CFR 1.181(a)(3) to vacate a reexamination order as
“ ultra vires,” such a petition should be rare, and
will be granted only in a situation where the Office
acted in “brazen defiance” of its statutory authority
in granting the reexamination order. See Heinl, 143
F. Supp. 2d at 601-02. This occurs only where the
Office applied the wrong standard in ordering
reexamination; a petition is not to be filed to
challenge the Office's application of the correct
standard, since such is barred by statute. See 35
U.S.C. 312(c). Petitions to vacate a reexamination
order are delegated to the Director of Central
Reexamination Unit (CRU).

When a petition under 37 CFR 1.181 is filed to
vacate a reexamination order, the third party
regquester may file asingle submission in opposition
to the petition. Because reexamination proceedings
are conducted with special dispatch, 35 U.S.C.
314(c), any such opposition by the third party
regquester must be filed within two weeks of the date
upon which a copy of the original 37 CFR 1.181
petition was served on the third party requester to
ensure consideration. It is advisable that, upon
receipt and review of the served copy of such a 37
CFR 1.181 petition which the third party requester
intendsto oppose, the requester should immediately
place a courtesy telephone call to the CRU SPRSto
notify the Office that an opposition to the 37 CFR
1.181 petition will befiled. Whenever possible, filing
of the opposition should be submitted electronically.
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The filing of a 37 CFR 1.181 petition to vacate an
ultraviresreexamination order islimited toasingle
submission, even if an opposition thereto isfiled by
athird party requester.

I1l. PRIORART SUBMITTEDAFTERTHE ORDER

Any prior art citationsunder 37 CFR 1.501 submitted
after the date of the decision ordering inter partes
reexamination are stored until the reexamination is
concluded. Note 37 CFR 1.902. After the
reexamination proceeding is concluded, the
submissionisentered in the patent file. Submissions
filed after the date of an order for reexamination will
not be considered by the examiner during the
reexamination. See MPEP § 2206. Notethat 37 CFR
1.902 governs submissions of prior art that can be
made by patent owners and third party requesters
after reexamination has been ordered. Also note that
written statements under 37 CFR 1.501 are not
permitted to be filed in an inter partes
reexamination. See MPEP § 2602.

2647 Decision Denying Reexamination
[R-07.2015]

The request for reexamination will be denied if a
SNQ/RLP is not found based on patents or printed
publications.

If the examiner concludes that no SNQ/RLP has
been raised, the examiner should prepare adecision
denying the reexamination request. Form paragraph
26.02 should be used as the introductory paragraph
in a decision denying reexamination.

For arequest filed prior to September 16, 2011, the
following version was to be used:

Former T 26.02 No New Question of Patentability

No substantial new question of patentability israised
by the present request for inter partesreexamination
and the prior art cited therein for the reasons set forth
below.

For a request filed beginning September 16, 2011
and ending September 15, 2012, the following
version is used:
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1 26.02 No reasonable likelihood established

For the reasons set forth below, the present request for inter
partes reexamination fails to establish a reasonable likelihood
that requester will prevail with respect to at least one of the
challenged claims of United States Patent Number [1].

The decision denying the request will then indicate,
for each patent or publication cited in the request,
why a SNQ/RLP has not been established by the
request, for that citation.

The examiner should aso, in the decision, respond
to the substance of each argument raised by thethird
party requester which is based on patents or printed
publications.

If arguments are presented as to grounds not based
on prior art patents or printed publications, such as
those based on public use or on saleunder 35 U.S.C.
102(b), or abandonment under 35 U.S.C. 102(c), the
examiner should notethat such grounds areimproper
for reexamination and are not considered or
commented upon. See 37 CFR 1.906(c).

See MPEP § 2647.01 for an example of a decision
denying a request for inter partes reexamination
which was filed prior to September 16, 2011 (when
the SNQ standard was applied).

The decision denying the request is processed for
mailing by the Central Reexamination Unit (CRU),
and the CRU will allow time for petition seeking
review of the examiner's determination refusing
reexamination. If such a petition is not filed within
one (1) month of the examiner's determination
denying reexamination, the CRU then processesthe
reexamination file to provide the partia refund set
forth in 37 CFR 1.26(c) (the Office of Finance no
longer processes reexamination proceedings for a
refund).

The reexamination proceeding is then given a 420
status in the Office's PALM system. A copy of the
PALM “Application Number Information” screen
and the“ Contents’ screenis printed, the printed copy
is annotated by adding the comment
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“PROCEEDING CONCLUDED,” and the annotated
copy is scanned into IFW using the miscellaneous
letter document code.

The concluded reexamination file (electronic or
paper) containing the request and the decision
denying the regquest becomes part of the patent’s
record.

PROCESS OF PREPARING THE DECISION
DENYING THE REQUEST

If the examiner’s position isto deny reexamination,
the examiner preparesfor and setsup apanel review
conference as per MPEP § 2671.03, to discuss the
issuance of a decision denying reexamination. The
examiner may prepare the decision after the
conference, or may prepare the decision prior to the
conference and revise it, as needed.

If the conference confirms the examiner's
preliminary decision not to grant reexamination, the
decision denying reexamination is completed and
signed by the examiner, with the two or more other
conferees initialing the action (as “conferee’) to
indicate their presence in the conference. A
transmittal form PTOL-2070 with the third party
requester’s address is completed, if a copy for
mailing isnot already available. The transmittal form
PTOL-2070 is used to forward the decision to the
third party requester. The use of this form removes
the need to retype the third party requester’s address
each time amailing isrequired.

2647.01 Examplesof Decisions on Requests
[R-11.2013]

Examples of decisions on requests for inter partes
reexamination for requestsfiled prior to September
16, 2011 (when the SNQ standard was applied), are
provided below. The first exampleisagrant of an
inter partes reexamination. The second exampleis
a denial of an inter partes reexamination. The
examiner should |eave the paper number blank, since
IFW files do not have a paper number.
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Control No. Patent Under Reexamination
ORDER GRANTING/DENYING | 421000 09 6.999.909
REQUEST FOR INTER PARTES Examiner Art Unit
REEXAMINATION ot Doe 3908

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address. --

The request for infer partes reexamination has been considered. Identification of the claims, the
references relied on, and the rationale supporting the determination are attached.

Attachment(s): []PTO-892 [X] PTO/SB/08 [Jother:

1. B The request for inter partes reexamination is GRANTED.
[ An Office action is attached with this order.

] An Office action will follow in due course.

2. ] The request for inter partes reexamination is DENIED.

This decision is not appealable. 35 U.S.C. 312(c). Requester may seek review of a denial by petition
to the Director of the USPTO within ONE MONTH from the mailing date hereof. 37 CFR 1.927.
EXTENSIONS OF TIME ONLY UNDER 37 CFR 1.183. In due course, a refund under 37 CFR 1.26(c)
will be made to requester.

All correspondence relating to this infer parfes reexamination proceeding should be directed to the
Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end of this
Order.

U.S. Patent and Trademark Office Paper No.
PTOL-2063 (08/06)
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DECISION GRANTING INTER PARTESREEXAMINATION

A substantial new question of patentability affecting claims 1-3 of United States Patent Number 9,999,999
to Key israised by the present request for inter partes reexamination.
Extensions of time under 37 CFR 1.136(a) will not be permitted in inter partesreexamination proceedings
because the provisions of 37 CFR 1.136 apply only to “an applicant” and not to partiesin a reexamination
proceeding. Additionally, 35 U.S.C. 314(c) requiresthat inter partes reexamination proceedings “will be
conducted with special dispatch” (37 CFR 1.937). Patent owner extensions of timein inter partes
reexamination proceedings are provided for in 37 CFR 1.956. Extensions of time are not available for third
party requester comments, because a comment period of 30 days from service of patent owner’s response
is set by statute. 35 U.S.C. 314(b)(3).
The patent owner isreminded of the continuing responsibility under 37 CFR 1.985(a), to apprise the Office
of any litigation activity, or other prior or concurrent proceeding, involving Patent 9,999,999 throughout
the course of this reexamination proceeding. The third party requester is also reminded of the ability to
similarly apprise the Office of any such activity or proceeding throughout the course of this reexamination
proceeding. See MPEP § 2686 and 2686.04.
Therequest setsforth that the third party requester considers claims 1-3 of the Key patent to be unpatentable
over Smith taken with Jones.
The request further sets forth that the requester considers claim 4 of the Key patent to be unpatentable over
the Horn publication.
It is agreed that the consideration of Smith raises a substantial new question of patentability asto claims
1-3 of the Key patent. As pointed out on pages 2-3 of the request, Smith teaches using an extruder supported
on springs at a 30 degree angleto the horizontal but does not teach the specific polymer of claims 1-3 which
isextruded. Theteaching asto spring-supporting the extruder at 30 degrees was not present in the prosecution
of the application which became the Key patent. Further, thereis a substantial likelihood that a reasonable
examiner would consider thisteaching important in deciding whether or not the claim is patentable.
Accordingly, Smith raises a substantial new question of patentability asto claims 1-3, which question has
not been raised in a previous examination of the Key patent.
The Horn publication does not raise a new question of patentability asto claim 4 because its teaching asto
the extrusion dieisasubstantial equivalent of the teaching of the die by the Dorn patent which was considered
in the prasecution of the application which became the Key patent. Further, the request does not present
any other new question of patentability asto claim 4, and none has been found. Accordingly, claim 4 will
not be reexamined.
Finally, reexamination has not been requested for claims 5 — 20 of the Key patent. Accordingly, claims 5
— 20 will not be reexamined.
Claims 1 — 3 of the Key patent will be reexamined.
All correspondence relating to this inter partes reexamination proceeding should be directed:
By EFS: Registered users may submit via the electronic filing system EFS-Web, at

https://efs.uspto.gov/efile/myportal /ef s-registered
By Mall to: Mail Stop Inter Partes Reexam

Attn: Central Reexamination Unit

Commissioner for Patents

United States Patent & Trademark Office

P.O. Box 1450

Alexandria, VA 22313-1450
By FAX to: (571) 273-9900

Central Reexamination Unit
By hand: Customer Service Window

Randolph Building
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401 Dulany Street

Alexandria, VA 22314
For EFS-Web transmissions, 37 CFR 1.8(a)(1)(i) (C) and (ii) statesthat correspondence (except for arequest
for reexamination and a corrected or replacement request for reexamination) will be considered timely filed
if (@) itistransmitted viathe Office’s electronic filing system in accordance with 37 CFR 1.6(a)(4), and (b)
includes a certificate of transmission for each piece of correspondence stating the date of transmission,
which is prior to the expiration of the set period of timein the Office action.
Any inquiry concerning this communication or earlier communications from the examiner, or asto the
status of this proceeding, should be directed to the Central Reexamination Unit at telephone number (571)
272-7705.

/John Doe/

John Doe

Primary Examiner

CRU Art Unit 3998

IARI/

Conferee

BZ/

Conferee
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Control No. Patent Under Reexamination
ORDER GRANTING/DENYING | g 000 50 6,999,999
REQUEST FOR INTER PARTES Examiner Art Unit
REEXAMINATION o Doe 2508

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address. --

The request for inter partes reexamination has been considered. Identification of the claims, the
references relied on, and the rationale supporting the determination are attached.

Attachment(s): [ ]PTO-892 > PTO/SB/0S [ ]other;

1. [] The request for inter partes reexamination is GRANTED.
[ ] An Office action is attached with this order.

[] An Office action will follow in due course.

2. [X] The request for inter partes reexamination is DENIED.

This decision is not appealable. 35 U.S.C. 312(c). Requester may seek review of a denial by petition
to the Director of the USPTO within ONE MONTH from the mailing date hereof. 37 CFR 1.927.
EXTENSIONS OF TIME ONLY UNDER 37 CFR 1.183. In due course, a refund under 37 CFR 1.26(c)
will be made to requester.

All correspondence relating to this inter partes reexamination proceeding should be directed to the
Central Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end of this
Order.

U.S. Patent and Trademark Office Paper No.
PTOL-2063 (08/06)
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DECISION DENYING INTER PARTESREEXAMINATION

No substantial new question of patentability israised by the present request for inter partes reexamination
for the reasons set forth below

The request indicates that Requester considers that a substantial new question of patentability israised as
to claims 1-2 of the Key patent (Patent # 9,999,999) based on Smith taken with Jones.

The request further indicates that Requester considers that a substantial new question of patentability is
raised as to claim 3 of the Key patent based on Smith taken with Jones and when further taken with the
Horn publication.

The claims of the Key patent, for which reexamination is requested, require that an extruder be supported
on springs at an angle of 30 degrees to the horizontal, while a specific chlorinated polymer is extruded
through a specific extrusion die.

The Smith patent does not raise a substantial new question of patentability asto the Key claims. Smith’'s
teaching as to the extruder being spring-supported at 30 degrees is a substantial equivalent of the teaching
of same by the Dorn patent which was considered in the prosecution of the application which became the
Key patent.

In the request for reexamination, it is argued that Jones teaches the extrusion die. However, Jones was
previously used, in the prosecution of the Key application, to teach the extrusion die. Further, thereis no
argument in the reexamination request that Jones is being applied in a manner different than it was applied
in the prosecution of the Key application.

TheHorn publication has been argued to show the connection of the support meansto the extruder viabolts,
asrecited in claim 3 of the Key patent. Although this teaching was not provided in the prosecution of the
Key application, the teaching would not be considered to be important to a reasonabl e examiner in deciding
whether or not the Key claims are patentable.

The references set forth in the request have been considered both alone and in combination. They fail to
raise a substantial new question of patentability as to any one of the Key patent claims.

In view of the above, the request for reexamination is DENIED.
All correspondence relating to this inter partes reexamination proceeding should be directed:
By EFS: Registered users may submit via the electronic filing system EFS-Web, at
https://efs.uspto.gov/efile/myportal /ef s-registered.
By Mall to: Mail Stop Inter Partes Reexam
Attn: Central Reexamination Unit
United States Patent & Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450

By FAX to: (571) 273-9900 Central Reexamination Unit

By hand (or ~ Customer Service Window
delivery Randolph Building
service): 401 Dulany Street

Alexandria, VA 22314
For EFS-Web transmissions, 37 CFR 1.8(a)(1)(i) (C) and (ii) statesthat correspondence (except for arequest
for reexamination and a corrected or replacement request for reexamination) will be considered timely filed
if (@) itistransmitted viathe Office’s electronic filing system in accordance with 37 CFR 1.6(a)(4), and (b)
includes a certificate of transmission for each piece of correspondence stating the date of transmission,
which is prior to the expiration of the set period of timein the Office action.
Any inquiry concerning this communication or earlier communications from the examiner, or asto the
status of this proceeding, should be directed to the Central Reexamination Unit at telephone number (571)
272-7705.

/John Doe/
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John Doe

Primary Examiner
CRU Art Unit 3998
[ARI/

Conferee

/BZ/
Conferee

2647.02 Processing of Decision [R-07.2015]

After the examiner has prepared the decision (and
any Office action to accompany the decision) the
heading is added to the cover page (PTOL-2063) of
the decison. Where the first Office action
accompaniesthe decision, the heading isalso printed
on the cover page (PTOL-2064) of the first Office
action, and thefirst Office action is mailed with the
decision.

A transmittal form PTOL-2070 with the third party
requester’s address will be completed (if a copy for
mailing is not aready in the case file). The
transmittal form PTOL-2070 is used to forward
copies of Office actions and other communications
to the third party requester. Whenever an Office
action is issued, a copy of this form will be made
and attached to a copy of the Office action. Use of
this form removes the need to retype the third party
requester’s address each time amailing is made.

Where the decision is a grant of reexamination, the
first Office action on the merits will ordinarily be
prepared and mailed with the order granting
reexamination. See MPEP § 2660.

The file will be appropriately annotated, update
scanning will be effected, and appropriate PALM
entrieswill be made at thistime.

2648 Petition From Denial of Request
[R-07.2015]

37 CFR 1.927 Petition to review refusal to order inter partes
reexamination.

[ Editor Note: For areguest filed prior to September 16, 2011.]
The third party requester may seek review by a petition to the
Director under § 1.181 within one month of the mailing date of

the examiner’s determination refusing to order inter partes
reexamination. Any such petition must comply with § 1.181(b).
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If no petitionistimely filed or if the decision on petition affirms
that no substantial new question of patentability has been raised,
the determination shall be final and nonappeal able.

37 CFR 1.927 Petition to review refusal to order inter partes
reexamination.

[Editor Note: For arequest filed beginning September 16, 2011
and ending September 15, 2012.]

The third party requester may seek review by a petition to the
Director under § 1.181 within one month of the mailing date of
the examiner’s determination refusing to order inter partes
reexamination. Any such petition must comply with § 1.181(b).
If no petitionistimely filed or if the decision on petition affirms
that a reasonable likelihood that the requester will prevail with
respect to at least one of the claims challenged in the request
has not been established, the determination shall be final and
nonappealable.

PROCESSING OF PETITION UNDER 37 CFR 1.927

Once arequest for inter partes reexamination has
been denied, the Central Reexamination Unit (CRU)
will allow timefor seeking review of the examiner’s
determination refusing reexamination. If no petition
isfiled within one (1) month, the CRU will process
the reexamination as a concluded reexamination file.
See MPEP § 2647 and § 2694. If apetitionistimely
filed, the petition (together with the reexamination
file) is forwarded to the office of the CRU Director
for decision. The CRU Director then reviews the
examiner's determination that a substantial new
question of patentability has not been raised or that
there is no reasonable likelihood that the requester
will prevail. The CRU Director’'sreview is de hovo.
Each decision by the CRU Director concludes with
the following paragraph:

This decision is final and nonappeal able. See
35U.S.C. 312(c) and 37 CFR 1.927. No further
communication on this matter will be
acknowledged or considered.
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If the petition is granted, the decision of the CRU
Director should include a sentence stating that an
Office action will be mailed in due course.

The CRU Director signs the decision granting the
petition, and then forwards the reexamination file,
together with the decision, to the CRU support staff
for mailing of the decision, update scanning and
PALM processing. The CRU Supervisory Patent
Reexamination Specialist (SPRS) may reassign the
reexamination to another examiner pursuant to 37
CFR 1.931(b), notifies the CRU technical support
staff of the assignment so that the new assignment
can be entered in the PALM records, and forwards
the file to the new examiner to prepare afirst Office
action.

In the situation in which the examiner's
determination failed to find any SNQ or RLP,
reassignment to another examiner isthe general rule.
Only in exceptional circumstances where no other
examiner is available and capable to give a proper
examination, will the case remain with the examiner
who denied the request.

Under normal circumstances, the reexamination
proceeding is not reassigned to a primary examiner
or assistant examiner who was involved in any part
of the examination of the patent for which
reexamination is requested, or was so-involved in
the examination of the parent of the patent. The CRU
Director can make an exception to this practice and
reassign the reexamination proceeding to an
examiner involved with the original examination (of
the patent) only where unusual circumstances are
found to exist. For example, where there are no
examiners other than an original examiner of the
patent and the examiner who issued the denial with
adequate knowledge of the relevant technology, the
CRU Director may permit reassignment of the
reexamination proceeding to an examiner that
originally examined the patent.

The requester may seek review of a denial of a
reguest for reexamination only by petitioning the
Director of the USPTO under 37 CFR 1.927 and
1.181 within one (1) month of the mailing date of
the decision denying the request for reexamination.
Additionally, any request for an extension of the
time to file such a petition from the examiner's
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denial of a request for reexamination can only be
entertained by filing a petition under 37 CFR 1.183
with the appropriate fee to waive the time provisions
of 37 CFR 1.927.

After the time for petition has expired (without a
petition being filed), or a petition has been filed and
the decision affirms the denia of the request, a
partial refund of the filing fee for the request for
reexamination is made to the third party requester.
35 U.S.C. 312(c) and 37 CFR 1.26(c). A decision
on a petition seeking review of an Office denia to
reexamine a patent under 37 CFR 1.927 and 1.181
isfinal and is not appealable.

37 CFR 1.927 applies only to challenging a basis
for denying of reexamination; it does not apply to
challenging a basis for granting of reexamination.

If an order granting reexamination includes a
determination that one or more alleged SNQs or
RLPsdid not raise a SNQ or RLP, respectively, the
third party requester may (within one month of the
mailing date of the order) file a petition under 37
CFR 1.927 for reconsideration of the determination.

2649
-2653 [Reserved]

2654 Conduct of |nter Partes Reexamination
Proceedings [R-07.2015]

35U.S.C. 314 Conduct of inter partesreexamination
proceedings

[Editor Note: Applicable only to a request for inter partes
reexamination filed prior to September 16, 2012]

(& IN GENERAL.— Except as otherwise provided in this
section, reexamination shall be conducted according to the
procedures established for initial examination under the
provisions of sections 132 and 133. In any inter partes
reexamination proceeding under this chapter, the patent owner
shall be permitted to propose any amendment to the patent and
anew claim or claims, except that no proposed amended or new
claim enlarging the scope of the claims of the patent shall be
permitted.

(b) RESPONSE.—
(1) Withthe exception of theinter partes reexamination

request, any document filed by either the patent owner or the
third-party requester shall be served on the other party. In
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addition, the Office shall send to the third-party requester acopy
of any communication sent by the Office to the patent owner
concerning the patent subject to the inter partes reexamination
proceeding.

(2) Eachtimethat the patent owner files aresponse to
an action on the merits from the Patent and Trademark Office,
thethird-party requester shall have one opportunity to file written
comments addressing issues raised by the action of the Office
or the patent owner’s response thereto, if those written comments
arereceived by the Office within 30 days after the date of service
of the patent owner’s response.

(c) SPECIAL DISPATCH.— Unless otherwise provided
by the Director for good cause, al inter partes reexamination
proceedings under this section, including any appeal to the Board
of Patent Appeals and Interferences, shall be conducted with
specia dispatch within the Office.

37 CFR 1.937 Conduct of inter partes reexamination.

(8 All inter partes reexamination proceedings, including
any appealsto the Patent Trial and Appea Board, will be
conducted with special dispatch within the Office, unlessthe
Director makes a determination that there is good cause for
suspending the reexamination proceeding.

(b) Theinter partes reexamination proceeding will be
conducted in accordance with §8 1.104 through 1.116, the
sections governing the application examination process, and
will result in the issuance of an inter partes reexamination
certificate under § 1.997, except as otherwise provided.

(c) All communications between the Office and the parties
tothe inter partesreexamination which are directed to the merits
of the proceeding must be in writing and filed with the Office
for entry into the record of the proceeding.

(d) A petitioninaninter partes reexamination proceeding
must be accompanied by thefee set forth in § 1.20(c)(6), except
for petitions under § 1.956 to extend the period for response by
apatent owner, petitions under § 1.958 to accept a delayed
response by a patent owner, petitions under § 1.78 to accept an
unintentionally delayed benefit claim, and petitions under
8 1.530(1) for correction of inventorship in areexamination
proceeding.

Once inter partes reexamination is ordered, afirst
Office action on the merits will be issued (the first
Office action will ordinarily be mailed with the
order; see MPEP 8§ 2660), and prosecution will
proceed. Each time the patent owner respondsto an
Officeaction, thethird party requester may comment
on the Office action and the patent owner response,
and thereby participate in the proceeding.

Reexamination will proceed even if the order is
returned undelivered. As pointed out in MPEP §
2630, the notice under 37 CFR 1.11(c) is
constructive notice to the patent owner, and lack of
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response from the patent owner will not delay
reexamination.

Examination will be conducted in accordance with
37CFR1.104,1.105,1.110-1.113,1.115,and 1.116
(35_U.S.C.132 and 133) and will result in the
issuance of areexamination certificate under 37 CFR
1.997. The proceeding shall be conducted with
“special dispatch” pursuantto 35 U.S.C. 314(c). The
patent owner and the third party requester are sent
copies of al Office actions. Also, the patent owner
and the third party requester must serve copies of
al their submissions to the Office on each other.
Citations of art submitted in the patent file prior to
issuance of an order for reexamination will be
considered by the examiner during the
reexamination.

2655 Who Reexamines [R-07.2015]

Theexamination isordinarily conducted by the same
patent examiner who made the decision that the
reexamination request should be granted. See M PEP
8 2636.

However, if apetition under 37 CFR 1.927 isgranted
overturning a refusal to order reexamination of all
of the claims requested to be reexamined, the
reexamination proceeding will normally be
conducted by another examiner. See MPEP § 2648.

2656 Prior Art Patentsand Printed
Publications Reviewed by Examiner in
Reexamination [R-07.2015]

Typically, the primary source of prior art will bethe
patents and printed publications cited in the request
for inter partes reexamination.

Subject to the discussion provided below in this
section, the examiner must also consider patents and
printed publications:

(A) cited by another reexamination requester
under 37 CFR 1.510 or 37 CFR 1.915;

(B) cited by the patent owner under a duty of
disclosure (37 CFR 1.933) in compliance with 37
CFR 1.98;

(C) discovered by the examiner in searching;
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(D) of record in the patent file from earlier
examination;

(E) of record in the patent file from any 37 CFR
1.501 submission prior to date of an order if it
complieswith 37 CFR 1.98; and

(F) cited by the third party requester under
appropriate circumstances pursuant to 37 CFR 1.948.

Where patents, publications, and other such
documents are submitted by a party (patent owner
or reguester) in compliance with the requirements
of the rules, the requisite degree of consideration to
be givento such information will normally belimited
by the degree to which the party filing the document
has explained its content and relevance. Theinitials
of the examiner placed adjacent to the citations on
the form PTO/SB/08A and 08B or its equivalent,
without an indication to the contrary, do not signify
that the document has been considered any further
than noted above.

As to (D) above, the degree of consideration of
information from the patent file and its parent files
is dependent on the availability of the information.
For example, as to a reference other than a U.S.
patent and U.S. patent publication that is not scanned
into the Image File Wrapper (IFW) what was said
about that reference in the patent’s record is the full
extent of consideration, unless otherwise indicated,
or unless parties appropriately supply a copy.

Asto (B) and (E) above, 37 CFR 1.98(a)(2) requires
alegible copy of:

(1) eachforeign patent;

(2) each publication or that portion which caused
it to belisted, other than U.S. patentsand U.S. patent
application publications unless required by the
Office;

(3) for each cited pending unpublished U.S.
application, the application specification including
the claims, and any drawing of the application, or
that portion of the application which caused it to be
listed including any claims directed to that portion;

(4) all other information or that portion which
caused it to be listed.

It is not required nor is it permitted that parties
submit copies of copending reexamination
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proceedings and applications (which copies can be
mistaken for anew request/filing); rather, submitters
may provide the application/proceeding serial/control
number and its status. A submission that is not
permitted entry will be returned, expunged, or
discarded at the sole discretion of the Office.

The exception to the requirement for reference copies
noted in 37 CFR 1.98(d)(1) does not apply to
reexamination proceedings since a reexamination
proceeding does not receive 35 U.S.C. 120 benefit
from the patent.

AFTER THE NOTICE OF INTENT TO ISSUE
INTERPARTESREEXAMINATION CERTIFICATE
(NIRC):

Once the NIRC has been mailed, the reexamination
proceeding is forwarded for publication of the
reexamination certificate. Thus, when the patent
owner provides a submission of patents and printed
publications or other information described in 37
CFR 1.98(a) after the NIRC has been mailed the
proceeding has entered the publication process for
printing the reexamination certificate. To
automatically delay prosecution by pulling the
proceeding from that process when such a
submission has been filed, without more, would be
contrary to the Office’s statutory mandate for
“gpecial dispatch,” as set forthin 35 U.S.C. 314.

For thisreason, the submission must be accompanied
by (A) afactual accounting providing a sufficient
explanation of why the information submitted could
not have been submitted earlier, (B) an unequivocal
statement that one or more claims are unpatentable,
and (C) an amendment to such claim or claims, and
an explanation asto how the amendment causes such
claim or claims to be patentable. This must be
provided via a petition under 37 CFR 1.182 (with
petition fee) for entry and consideration of the
information  submitted after NIRC. These
requirements are necessary to provide a basis for
interrupting the proceeding after NIRC, in order for
the Office to comply with its the statutory mandate
for “specia dispatch.”

These requirements are similar to the requirements
to withdraw an application from issue as set forth in
37 CFR 1.313(c)(1). The printing cycle for an
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application occurs after the payment of theissue fee
(thereis no issue fee in reexamination), and thus, in
order to withdraw an application from issue after
payment of theissuefee, therequirementsof 37 CFR
1.313(c) must be met. Based on the statutory
requirement for “special dispatch,” the requirements
for withdrawal of areexamination proceeding from
issue, i.e., its printing cycle, after NIRC are at |east
asburdensome asthose set forthin 37 CFR 1.313(b)
and (c). Accordingly, where a submission of patents
and printed publications or other information
described in 37 CFR 1.98(a) is made after NIRC,
the patent owner must provide an uneguivocal
statement as to why the art submitted makes at |east
one claim unpatentable, an amendment to such claim
or clams, and an explanation as to how the
amendment causes such claim or clams to be
patentable. Thisisin addition to the above-discussed
factual accounting providing asufficient explanation
of why the information submitted could not have
been submitted earlier (seeitem (A) in the paragraph
above).

2657 Listing of Prior Art [R-07.2015]

The reexamination request must provide alisting of
the patents and printed publications (discussed in
the request) as provided for in 37 CFR 1.98. See
MPEP § 2614. The examiner must list on a form
PTO-892, if not dready listed on a form
PTO/SB/08A or 08B, or PTO/SB/42 (or on aform
having a format equivalent to one of these forms),
al prior art patents or printed publications which
have been cited in the decision on the request,
applied in making rejections or cited as being
pertinent during the reexamination proceedings. Such
prior art patents or printed publications may have
cometo the examiner’s attention because they were:

(A) of record in the patent file due to aprior art
submission under 37 CFR 1.501 which wasreceived
prior to the date of the order;

(B) of recordinthe patent file asresult of earlier
examination proceedings as to the patent;

(C) discovered by the examiner during a prior
art search; or

(D) submitted pursuant to 37 CFR 1.948.
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All citations listed on form PTO-892, and all
citations not lined-through on any form PTO/SB/08A
or 08B, or PTO/SB/42 (or on aform having aformat
equivalent to one of these forms), will be the list of
prior art documents considered in the reexamination
proceeding. A notice will be printed on the
reexamination certificate to state that thelist of cited
prior art documents will be available via PAIR by
the reexamination control number.

2658 Scope of Inter Partes Reexamination
[R-07.2015]

37 CFR 1.906 Scope of reexamination in inter partes
reexamination proceeding.

(@) Clamsinan inter partes reexamination proceeding
will be examined on the basis of patents or printed publications
and, with respect to subject matter added or deleted in the
reexamination proceeding, on the basis of the requirements of

(b) Claimsinan inter partes reexamination proceeding
will not be permitted to enlarge the scope of the claims of the
patent.

(c) Issues other than those indicated in paragraphs (a) and
(b) of this section will not be resolved in an inter partes
reexamination proceeding. If such issuesareraised by the patent
owner or the third party requester during a reexamination
proceeding, the existence of such issues will be noted by the
examiner in the next Office action, in which case the patent
owner may desireto consider the advisability of filing areissue
application to have such issues considered and resolved.

Inter partes reexamination differs from ex parte
reexamination in matters of procedure, such aswhen
thethird party requester can participate, the types of
Office actions and the timing of issuance of the
Office actions, and the requirement for identification
of the real party in interest. Inter partes
reexamination aso differs from ex parte
reexamination in the estoppel effect it provides as
to the third party requesters and when the initiation
of areexamination is prohibited.

Inter partes reexamination does not, however, differ
from ex parte reexamination ordered under 35
U.S.C. 304 as to the substance to be considered in
the proceeding.
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I. PRIORART PATENTSOR PRINTED
PUBLICATIONS, AND DOUBLE PATENTING

Rejections on art in inter partes reexamination
proceedings may only be made on the basis of prior
art patents or printed publications under the
first-to-invent prior art regime, or double patenting.
See MPEP 8§ 2258 and 2258.01 for adiscussion of
art rejections in reexamination proceedings based
on prior art patents or printed publications. The
discussion there includes making double patenting
rejections and the use of admissions.

It is to be noted that the decisions cited in MPEP
8§ 2258 and 2258.01 for applying theartin ex parte
reexamination proceedings apply analogoudy in
inter partes reexamination proceedings, since the
statutory language relied upon in those decisions,
which is taken from the ex parte reexamination
statute, is aso found in the inter partes
reexamination statute.

[1. COMPLIANCEWITH 35U.S.C. 112

Where new or amended claims are presented or
where any part of the disclosure is amended, the
claims of the reexamination proceeding are to be
examined for compliance with 35 U.S.C. 112. See
MPEP § 2258 for a discussion of the examination
based upon 35 U.SC. 112 in an ex parte
reexamination proceeding ordered under 35 U.S.C.
304 , which discussion applies to inter partes
reexamination inthe sameway it appliesto ex parte
reexamination ordered under 35 U.S.C. 304 . See
aso Inre NTP Inc., 654 F.3d 1268, 99 USPQ2d
1500 (Fed. Cir. 2011)(holding that the Officeis not
prohibited from performing a35 U.S.C. 112 written
description priority analysis during reexamination).

1. CLAIMSIN PROCEEDING MUST NOT
ENLARGE SCOPE OF THE CLAIMSOF THE
PATENT

Where new claims are presented, or where any part
of the disclosureis amended, the claims of the inter
partes reexamination proceeding should be examined
under 35 U.S.C. 314, to determine whether they
enlarge the scope of the original claims. 35 U.S.C.
314(a) states that “no proposed amended or new
claim enlarging the scope of the claims of the patent
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shall be permitted” inan inter partesreexamination
proceeding.

A. Criteriafor Enlargement of the Scope of the Claims

A claim presented in a reexamination proceeding
enlargesthe scope of the claims of the patent being
reexamined where the claim is broader than each
and every claim of the patent. See MPEP § 1412.03
for guidance as to when the presented claim is
considered to be a broadening claim as compared
with the claims of the patent, i.e., what isbroadening
and what is not. If a claim is considered to be a
broadening claim for purposes of reissue, it is
likewise considered to be a broadening claim in
reexamination.

B. Amendment of the Specification

Where the specification is amended in a
reexamination proceeding, the examiner should make
certain that the amendment to the specification does
not enlarge the scope of the claims of the patent. An
amendment to the specification can enlarge the scope
of the claims by redefining the scope of thetermsin
aclaim, even where the claims are not amended in
any respect.

C. Rgection of ClaimsWhere There |'s Enlargement

Any claim which enlarges the scope of the claims
of the patent should be rejected under 35 U.S.C.
314(a). Form paragraph 26.03.01 isto be employed
in making the rejection.

1 26.03.01 Rgection, 35 U.S.C. 314(a), Claim Enlar ges Scope
of Patent

Claim [1] rejected under _35 U.S.C. 314(a) as enlarging the
scope of the claims of the patent being reexamined. 35 U.S.C.
314(a) statesthat “ no proposed amended or new claim enlarging
the scope of the claims of the patent shall be permitted” in an
inter partes reexamination proceeding. A claim presentedin a
reexamination “enlarges the scope” of the patent claims where
the claim is broader than the claims of the patent. A claim is
broadened if it isbroader in any onerespect, even though it may
be narrower in other respects. [2].

Examiner Note:

The claim limitations which are considered to broaden the scope
should be identified and explained in bracket 2. See MPEP §
2658.
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IV. OTHER MATTERS

A. Patent Under Reexamination Subject of a Prior
Office or Court Decision

Where some of the patent claims in a patent being
reexamined have been the subject of a prior Office
or court decision, see MPEP § 2642. Where other
proceedingsinvolving the patent are copending with
the reexamination proceeding, see MPEP § 2686 -
8§ 2686.04.

Patent claims not subject to reexamination because
of their prior adjudication by a court should be
identified. See MPEP § 2642. For handling a“live”
claim dependent on a patent claim not subject to
reexamination, see MPEP_§ 2660.03. All added
claims will be examined.

Where grounds set forth in aprior Office or federa
court decision, are not based on patents or printed
publications, yet clearly raise questions as to the
claims, the examiner’s Office action should clearly
state that the claims have not been examined as to
those grounds not based on patents or printed
publications nor applicable portions of 35 U.S.C.
112 stated in the prior decision. See 37 CFR
1.906(c); see dso In re Knight, 217 USPQ 294
(Comm’r Pat. 1982).

B. “Live’ Claims That Are Reexamined During
Reexamination

The Office’'s determination in both the order for
reexamination and the examination stage of the
reexamination will generally be limited solely to a
review of the“live” claims (i.e., existing claims not
held invalid by afinal decision, after all appeals) for
which reexamination has been requested. If the
requester was interested in having all of the claims
reexamined, requester had the opportunity to include
them in its request for reexamination. However, if
the requester chose not to do so, those claim(s) for
which reexamination was not requested will
generaly not be reexamined by the Office. It is
further noted that 35 U.S.C. 311(b)(2) requires that
arequester “set forth the pertinency and manner of
applying cited prior art to every claim for which
reexamination isrequested.” If the requester failsto
apply the art to certain claims, then the requester is
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not statutorily entitled to reexamination of such
claims. If arequest fails to set forth the pertinency
and manner of applying the cited art to any claim
for which reexamination is requested as required by
37 CFR 1.915(b), that claim will generally not be
reexamined.

The decision to reexamine any claim for which
reexamination has not been requested lieswithin the
sole discretion of the Office, to be exercised based
on the individual facts and situation of each
individual case. If the Office chooses to reexamine
any claim for which reexamination has not been
requested, it is permitted to do so. In addition, the
Office may always initiate a reexamination on its
own initiative of the non-regquested claim (35 U.S.C.
303(a)). Similarly, if prior art patents or printed
publications are discovered during reexamination
which raise a substantidl new question of
patentability (for a reexamination filed under that
standard) or areasonablelikelihood that the requester
will prevail (for a reexamination filed under that
standard) asto one or more patent claims for which
reexamination has not been ordered (while
reexamination has been ordered for other claimsin
the patent), and these documents in turn raise a
compelling rgjection of such claims, then such claims
may be added, within the sole discretion of the
Office, during the examination phase of the
proceeding.

C. Restriction Not Proper in Reexamination

Restriction requirements cannot be made in a
reexamination proceeding since no statutory basis
existsfor restriction in areexamination proceeding.
Note also that the addition of claimsto a“separate
and digtinct” invention to the patent would be
considered as being an enlargement of the scope of
the patent claims and therefore are prohibited during
reexamination. See Ex parte Wikdahl, 10 USPQ2d
1546 (Bd. Pat. App. & Inter. 1989). See MPEP §
1412.03.

D. Ancillary Matters

There are matters ancillary to reexamination which
are necessary and incident to patentability which
will be considered. Amendments may be made to
the specification to correct, for example, an
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inadvertent failure to claim foreign priority or the
continuing status of the patent relative to a parent
application if such correction is necessary to
overcome areference applied against a claim of the
patent.

E. Claiming Foreign and Domestic Priority in
Reexamination

See MPEP § 2258.02 for guidance on claiming
foreign priority or domestic benefit in a
reexamination proceeding.

F. Correction of Inventorship

Correction of inventorship may a so be made during
reexamination. See 37 CFR 1.324 and MPEP § 1481
for petition for correction of inventorship in a patent.
If apetition filed under 37 CFR 1.324 is granted, a
Certificate of Correction indicating the change of
inventorship will not be issued, because the
reexamination certificate that will ultimately issue
will contain the appropriate change-of -inventorship
information (i.e., the Certificate of Correctionisin
effect merged with the reexamination certificate).

G. Affidavitsin Reexamination

Affidavits under 37 CFR 1.131(a) and 1.132 may
be utilized in a reexamination proceeding. Note,
however, that an affidavit under 37 CFR 1.131(a)
may not be used to “ swear behind” areference patent
if thereference patent is claiming the sameinvention
as the patent undergoing reexamination. In such a
situation, the patent owner may, if appropriate, seek
to raise this issue via an affidavit under 37 CFR
1.131(c) (see MPEP 8§ 718) or in an interference
proceeding via an appropriate reissue application if
such a reissue application may be filed (see MPEP
§ 1449.02).

H. Issues Not Considered in Reexamination

If questions other than those indicated above (for
example, questions of patentability based on public
use or on sale, conduct issues, abandonment under
pre-AlA 35 U.S.C. 102(c), etc.) are raised by the
third party requester or the patent owner during a
reexamination proceeding, the existence of such
guestions may be noted by the examiner in the next
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Office action. Such questions could arise in a
reexamination requester’s 37 CFR 1.915 request or
in 37 CFR 1.947 comments by the third party
requester. For written comments by the requester
during a reexamination proceeding which are not
limited to addressing issues raised by the action of
the Office or the patent owner’sresponse, see M PEP
8§ 2666.05.

Note form paragraph 26.03.

1 26.03 I ssue Not Within Scope of Inter Partes
Reexamination

Anissue hasbeen raised in the present reexamination proceeding
that is not within the scope of inter partes reexamination
proceedings. [1]. Thisissuewill not be considered in the present

proceeding. 37 CFR 1.906(c).

Examiner Note:
1. Inbracket 1, identify the issues.

2. Thisparagraph may be used either when the patent owner
or thethird party requester raisesissues such as (but not limited
to) public use or on sale, conduct, or abandonment of the
invention. Such issues should not be raised independently by
the patent examiner.

If questions of patentability based on public use or
on sae, conduct issues, abandonment under 35
U.S.C. 102(c), etc. areindependently discovered by
the examiner during areexamination proceeding but
were not raised by the third party requester or the
patent owner, the existence of such questions will
not be noted by the examiner in an Office action,
because 37 CFR 1.906(c) is only directed to such
questions “raised by the patent owner or the third
party requester.”

I. Request for Reexamination Filed on Patent after it
Has Been Reissued

Where a request for reexamination is filed on a
patent after it has been reissued, reexamination will
be denied because the patent on which the request
for reexamination is based has been surrendered.
Should reexamination of the reissued patent be
desired, anew reguest for reexamination including,
and based on, the specification and claims of the
reissue patent must be filed.

Any amendment made by the patent owner in the
prosecution of the reexamination proceeding, should
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treat the changes made by the granted reissue patent
as the text of the patent, and all bracketing and
underlining made with respect to the patent as
changed by the reissue.

Where the reissue patent issues after the filing of a
reguest for reexamination, see MPEP § 2686.03.

2659 ResJudicata and Collateral Estoppel
in Reexamination Proceedings [R-07.2015]

MPEP § 2642 and § 2686.04 relate to the Office
policy controlling the determination on arequest for
reexamination and the subsequent examination phase
of the reexamination, where there hasbeen afederal
court decision on the merits as to the patent for
which reexamination is requested.

Claimsfinally held invalid by a federal court, after
all appeals, will be withdrawn from consideration
and not reexamined during a reexamination
proceeding. A rejection on the grounds of res
judicata for such withdrawn claims will not be
appropriate during reexamination. One of the
essential elementsof claim preclusion ( resjudicata)
is the involvement of the same parties, or partiesin
privity with the original parties. The doctrine of res
judicata based on a court holding in aninfringement
proceeding is not applicable in reexamination
proceedings, because the Office was not a party to
the litigation.

In InreTrans TexasHoldings Corp., 498 F.3d 1290,
83 USPQ2d 1835 (Fed. Cir. 2007), the court held
that issue preclusion (collateral estoppel) could not
be applied against the Office based on a district
court holding in an infringement proceeding, because
the Office was not aparty to the earlier infringement
proceeding and did not have “a full and fair
opportunity” to litigate the issue; See dso Inre
Construction Equipment Company, 665 F.3d 1254,
100 USPQ2d 1922 (Fed. Cir. 2011), in which the
majority did not adopt the dissent view that
reexamination was barred by claim preclusion ( res
judicata) or issue preclusion (collateral estoppel).

2660 First Office Action [R-07.2015]

37CFR1.935 Initial Officeaction usually accompaniesorder
for inter partes reexamination.
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The order for inter partes reexamination will usualy be
accompanied by the initial Office action on the merits of the
reexamination.

37 CFR 1.104 Nature of examination.

[Editor's Note: Asin effect prior to March 16, 2013. For the
current rule, see 37 CFR 1.104]

(@) Examiner’saction.

(1) Ontaking up an application for examination or a
patent in a reexamination proceeding, the examiner shall make
athorough study thereof and shall make athorough investigation
of the available prior art relating to the subject matter of the
claimed invention. The examination shall be complete with
respect both to compliance of the application or patent under
reexamination with the applicable statutes and rules and to the
patentability of theinvention asclaimed, aswell aswith respect
to matters of form, unless otherwise indicated.

(2) The applicant, or in the case of areexamination
proceeding, both the patent owner and the requester, will be
notified of the examiner’'s action. The reasons for any adverse
action or any objection or requirement will be stated in an Office
action and such information or references will be given as may
be useful in aiding the applicant, or in the case of a
reexamination proceeding the patent owner, to judge the
propriety of continuing the prosecution.

(3) Aninternational-type search will be madein all
national applications filed on and after June 1, 1978.

(4) Any national application may also have an
international -type search report prepared thereon at the time of
the national examination on the merits, upon specific written
request therefor and payment of the international-type search
report fee set forthin § 1.21(€). The Patent and Trademark Office
does not require that aformal report of an international-type
search be prepared in order to obtain asearch fee refund in a
later filed international application.

(b) Completeness of examiner’s action. The examiner's
action will be complete asto all matters, except that in
appropriate circumstances, such as misjoinder of invention,
fundamental defectsin the application, and the like, the action
of the examiner may be limited to such matters before further
action ismade. However, matters of form need not be raised by
the examiner until aclaimisfound allowable.

(c) Rejection of claims.

(1) If theinventionisnot considered patentable, or not
considered patentable as claimed, the claims, or those considered
unpatentable will be rejected.

(2) Inrejecting claims for want of novelty or for
obviousness, the examiner must cite the best references at his
or her command. When areference is complex or shows or
describes inventions other than that claimed by the applicant,
the particular part relied on must be designated as nearly as
practicable. The pertinence of each reference, if not apparent,
must be clearly explained and each rejected claim specified.

(3) Inrejecting claims the examiner may rely upon
admissions by the applicant, or the patent owner in a

2600-56



OPTIONAL INTER PARTES REEXAMINATION

reexamination proceeding, as to any matter affecting
patentability and, insofar as rgjectionsin applications are
concerned, may also rely upon factswithin hisor her knowledge
pursuant to paragraph (d)(2) of this section.

(4) Subject matter which is developed by another
person which qualifiesas prior art only under 35 U.S.C. 102(e),
(f) or (g) may be used as prior art under 35 U.S.C. 103 against
aclaimed invention unlessthe entire rights to the subject matter
and the claimed invention were commonly owned by the same
person or subject to an obligation of assignment to the same
person at the time the claimed invention was made.

(i) Subject matter developed by another person and
aclaimed invention shall be deemed to have been commonly
owned by the same person or subject to an obligation of
assignment to the same person in any application and in any
patent granted on or after December 10, 2004, if:

(A) The claimed invention and the subject
matter was made by or on behalf of partiesto ajoint research
agreement that was in effect on or before the date the claimed
invention was made;

(B) The claimed invention was made as a
result of activities undertaken within the scope of the joint
research agreement; and

(C) The application for patent for the claimed
invention discloses or is amended to disclose the names of the
parties to the joint research agreement.

(i) For purposes of paragraph (c)(4)(i) of this
section, the term “joint research agreement” means a written
contract, grant, or cooperative agreement entered into by two
or more persons or entitiesfor the performance of experimental,
developmental, or research work in the field of the claimed
invention.

(iii) To overcome arejection under 35 U.S.C.

103(a) based upon subject matter which qualifies as prior art
under only one or more of 35 U.S.C. 102(e), (f) or (g) via35
U.S.C. 103(c)(2), the applicant must provide a statement to the
effect that the prior art and the claimed invention were made by
or on the behalf of partiesto ajoint research agreement, within
the meaning of 35 U.S.C. 103(c)(3) and paragraph (c)(4)(ii) of
this section, that was in effect on or before the date the claimed
invention was made, and that the claimed invention was made
as aresult of activities undertaken within the scope of the joint
research agreement.

(5) Theclaimsin any origina application naming an
inventor will be rejected as being precluded by awaiver in a
published statutory invention registration naming that inventor
if the same subject matter is claimed in the application and the
statutory invention registration. The claimsin any reissue
application naming an inventor will be rejected as being
precluded by awaiver in a published statutory invention
registration naming that inventor if the rei ssue application seeks
to claim subject matter:

(i) Which was not covered by claimsissued in the
patent prior to the date of publication of the statutory invention
registration; and
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(ii) Which was the same subject matter waived in
the statutory invention registration.

(d) Citation of references.

(1) If domestic patents are cited by the examiner, their
numbers and dates, and the names of the patenteeswill be stated.
If domestic patent application publications are cited by the
examiner, their publication number, publication date, and the
names of the applicants will be stated. If foreign published
applications or patents are cited, their nationality or country,
numbers and dates, and the names of the patenteeswill be stated,
and such other data will be furnished as may be necessary to
enable the applicant, or in the case of areexamination
proceeding, the patent owner, to identify the published
applications or patents cited. In citing foreign published
applications or patents, in case only a part of the document is
involved, the particular pages and sheets containing the parts
relied upon will be identified. If printed publications are cited,
the author (if any), title, date, pages or plates, and place of
publication, or place where a copy can be found, will be given.

(2) When argjectionin an application isbased on facts
within the personal knowledge of an employee of the Office,
the data shall be as specific as possible, and the reference must
be supported, when called for by the applicant, by the affidavit
of such employee, and such affidavit shall be subject to
contradiction or explanation by the affidavits of the applicant
and other persons.

(e) Reasonsfor allowance. If the examiner believes that
the record of the prosecution as a whole does not make clear
his or her reasons for alowing aclaim or claims, the examiner
may set forth such reasoning. The reasons shall be incorporated
into an Office action regjecting other claims of the application
or patent under reexamination or be the subject of a separate
communication to the applicant or patent owner. The applicant
or patent owner may file astatement commenting on the reasons
for allowance within such time as may be specified by the
examiner. Failure by the examiner to respond to any statement
commenting on reasons for allowance does not give rise to any
implication.

I. PREPARATION AND MAILING OF FIRST
OFFICEACTION

The first Office action on the merits will ordinarily
be mailed together with the order granting
reexamination. In some instances, however, it may
not be practical or possible to mail the first Office
action together with the order. For example, the
reexamination file may have been provided to the
examiner too late to include an Office action together
with the order and still meet the deadlinefor mailing
the order granting the request. Another example is
where certain information or copies of prior art may
not be available until after the deadline. In these
situations, the order would be prepared and mailed,
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and the Office action would be mailed at alater date.
In addition, a first Office action is not mailed with
the order where the files will be forwarded for
decision on merger of a reexamination proceeding
with another reexamination proceeding and/or a
reissue application. Rather, an Office action would
beissued after the merger decision, asasingleaction
for the merged proceeding. See MPEP § 2686.01
and MPEP § 2686.02.

Where the order will be mailed without the first
Office action, the order must indicate that an Office
action will issue in due course. Form paragraph
26.04 should be used to inform patent owner and
requester that the action was not inadvertently left
out or separated from the order.

1 26.04 First Action Not Mailed With Order

An Office action on the merits does not accompany this order
for inter partes reexamination. An Office action on the merits
will be provided in due course.

Where the Office action cannot be mailed with the
order, the Office action should, in any event, be
issued within two months from the mailing of the
order, unless the case is awaiting merger, in which
case the Office action should be issued within one
month from the mailing of the merger decision.

[I. TYPESOF FIRST ACTION ON THE MERITS

Where all of the patent claims are found patentable
in thefirst action, the examiner will issue an Action
Closing Prosecution (ACP). The ACP is discussed
in MPEP § 2671.02.

Where the examiner determines that one or more of
the patent claims are to be rejected, the first Office
action on the merits will be similar to afirst action
on the merits in an application (or ex parte
reexamination) where a rejection is made. In this
situation, even though the action will follow the
format of an action in an application, inter partes
reexamination practice must be followed.
Accordingly, inter partes reexamination formswill
be used, specia inter partes reexamination time
periodswill be set, inter partes reexamination form
paragraphs will be used, and the patent owner and
the third party requester must be sent a copy of the
action.
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I11. FORM AND CONTENT OF FIRST OFFICE
ACTION ON THE MERITSTHAT ISNOT AN ACP

The examiner’sfirst Office action will be astatement
of the examiner's position, and it should be
sufficiently compl ete so that the second Office action
can be an Action Closing Prosecution (ACP). See
MPEP § 2671.02. Accordingly, it is intended that
the first Office action be the primary action to
establish the issues which exist, such that the patent
owner response and any third party comments can
place the proceeding in condition for the issuance
of an ACP.

The examiner’sfirst action should be comprehensive
and address all issues as to the prior art patents
and/or printed publications. The action will clearly
set forth each ground of rejection and/or ground of
objection, and the reasons supporting the ground.
The action will aso clearly set forth each
determination favorable to the patentability of
clams, i.e, each rejection proposed by the third
party requester that the examiner refuses to adopt.
Reasons why the rejection proposed by the third
party requester isnot appropriate (i.e., why theclaim
cannot be rejected under the ground proposed by the
third party requester) must be clearly stated for each
rejection proposed by the third party requester that
the examiner refuses to adopt. Comprehensive
reasons for patentability must be given for each
determination favorable to patentability of claims.
See MPEP_§ 1302.14 for examples of suitable
statements of reasons. The examiner should not
refuse to adopt arejection properly proposed by the
requester as being cumulative to other rejections
applied. Rather, any such proposed rejection must
be adopted to preserve parties’ appeal rights as to
such proposed rejections.

In addition to the grounds and determinations set
forth in the action, the first action should respond to
the substance of each argument raised in the request
by the third party requester pursuant to 37 CFR
1.915. In addition, the action should address any
issues proper for reexamination that the examiner
becomes aware of independent of the request.

Where the request for reexamination includes
material such asaclaim chart to explain a proposed
rejection in order to establish the existence of a

2600-58



OPTIONAL INTER PARTES REEXAMINATION

substantial new question of patentability (for a
reexamination filed under that standard), or a
reasonable likelihood that the requester will prevail
(for areexamination filed under that standard), the
examiner may bodily incorporate the claim chart (or
other matter) within the Office action. The examiner
must, however, carefully review the claim chart (or
other materia) to ensure that any itemsincorporated
in astatement of therejection clearly and completely
address the patentability of the claims. For actions
subsequent to the first Office action, the examiner
must be careful to additionally address all patent
owner responses to previous actions and third party
requester comments.

Ordinarily, therewill be no patent owner amendment
to address in the first Office action of the inter

partes reexamination, because 37 CFR 1.939(b)
prohibits a patent owner amendment prior to first
Office action. Thus, the first Office action will

ordinarily contain no rejection based on 35 U.S.C.
112; arejection based on 35 U.S.C. 112 isproper in
reexamination only when it is raised by an
amendment. The only exception is where the newly
requested and granted reexamination ismerged with
an existing reexamination proceeding which already
contains an amendment. In such a case, the first
Office action for the new reexamination would be a
subsequent action for the existing reexamination,
and the amendment in the merged proceeding would
be examined for any 35 U.S.C. 112 issuesraised by
the amendment and any improper broadening of the
claimsunder 35 U.S.C. 314.

In view of the requirement for “special dispatch” in
inter partes reexamination proceedings (35 U.S.C.
314(c)), it is intended that the examiner will issue
an ACP at the earliest possible time. Accordingly,
thefirst action should include a statement cautioning
the patent owner that a complete response should be
made to the action. The first action should further
caution the patent owner that the requirements of 37
CFR 1.116(b) will be strictly enforced after an ACP
and that any amendment after the ACP must include
“ashowing of good and sufficient reasons why they
are necessary and were not earlier presented” in
order to be considered. Form paragraph 26.05 should
be inserted at the end of the first Office action
followed by form paragraph 26.73.
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1 26.05 PapersTo Be Submitted in Responseto Action

In order to ensure full consideration of any amendments,
affidavits or declarations, or other documents as evidence of
patentability, such documents must be submitted in response to
this Office action. Submissions after the next Office action,
which is intended to be an Action Closing Prosecution (ACP),
will be governed by 37 CFR 1.116(b) and (d), which will be
strictly enforced.

9 26.73 Correspondence and Inquiry asto Office Actions

All correspondence relating to this inter partes reexamination
proceeding should be directed:

By EFS: Registered users may submit via the electronic filing
system EFS-Web, a https://efs.uspto.gov/efile/
mypor tal/efs-registered.

By Mail to: Mail Stop Inter Partes Reexam
Attn: Central Reexamination Unit
Commissioner for Patents

United States Patent & Trademark Office
P.O. Box 1450

Alexandria, VA 22313-1450

By FAX to: (571) 273-9900

Central Reexamination Unit

By hand: Customer Service Window
Randolph Building

401 Dulany Street

Alexandria, VA 22314

For EFS-Web transmissions, 37 CFR 1.8(a)(1)(i)(C) and (ii)
states that correspondence (except for a request for
reexamination and a corrected or replacement request for
reexamination) will be considered timely filed if (@) it is
transmitted viathe Office's electronic filing system in accordance
with 37 CFR 1.6(a)(4), and (b) includes a certificate of
transmission for each piece of correspondence stating the date
of transmission, which is prior to the expiration of the set period
of time in the Office action.

Any inquiry concerning this communication or earlier
communications from the examiner, or as to the status of this

Rev. 07.2015, October 2015


https://efs.uspto.gov/efile/myportal/efs-registered
https://efs.uspto.gov/efile/myportal/efs-registered

§ 2660

proceeding, should be directed to the Central Reexamination
Unit at telephone number (571) 272-7705.

Examiner Note:

1. Thisform paragraphisused at the end of inter partes
reexamination communications.

2. Theexaminer having charge of the proceeding is not to be
contacted by the partiesto the proceeding.

The Office action cover sheet isPTOL-2064. Where
the Office action is a first Office action, the space
on the PTOL-2064 for the date of the communication
to which the Office action is responsive to should
not befilledin, sinceit isthe order for reexamination
that responds to the request for reexamination, not
the first Office action.

As with al other Office correspondence on the
meritsin areexamination proceeding, thefirst Office
action must be signed by a primary examiner.

IV. PROCESS OF PREPARING THE ACTION

Upon receipt of apatent owner responseto the action
(and third party requester comments where
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permitted) by the CRU, or upon the expiration of
the time to submit same, the examiner will be
internally notified. The examiner will prepare for
and set up a panel review conference pursuant to
MPEP § 2671.03, to discuss the issuance of the
Office action. The examiner may prepare the Office
action after the conference, or may preparethe Office
action prior to the conference and revise it, as
needed.

If the conference confirms the examiner's
preliminary decision to reject and/or allow the
claims, the Office action shall be issued and signed
by the examiner, with the two or more other
conferees initialing the action (as “conferee’) to
indicate their presence in the conference.

V. SAMPLE FIRST OFFICEACTION

A sample of afirst Office actionin an inter partes
reexamination proceeding for areexamination filed
under the substantial new question of patentability
standard is set forth below. The examiner should
leave the paper number blank, since IFW files do
not have a paper number.
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Control No. Patent Under Reexamination
OFFICE ACTION IN INTER PARTES | o000 cog p—
REEXAMINATION Examiner Art Unit
John Doe 3998

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address. -

Responsive to the communication(s) filed by:
Patent Owner on
Third Party(ies) en

RESPONSE TIMES ARE SET TO EXPIRE AS FOLLOWS:

For Patent Owner's Response:

2 MONTH(S) from the mailing date of this action. 37 CFR 1.945. EXTENSIONS OF TIME ARE
GOVERNED BY 37 CFR 1.956.
For Third Parly Requester's Comments on the Patent Qwner Response:;

30 DAYS from the date of service of any patent owner's response. 37 CFR 1.847. NO EXTENSIONS
OF TIME ARE PERMITTED. 35 U.S.C. 314(b)(2).

All correspondence relating to this inter partes reexamination proceeding should be directed to the Central
Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end of this Office action.

This action is not an Action Closing Prosecution under 37 CFR 1.949, nor is it a Right of Appeal Notice under
37 CFR 1.953.

PART |. THE FOLLOWING ATTACHMENT(S) ARE PART OF THIS ACTION:

1.[X] Notice of References Cited by Examiner, PTO-892
2.4 Information Disclosure Citation, PTQ/SB/08

sl

PART Il. SUMMARY OF ACTION:

1a.[X] Claims 4-6 are subject to reexamination.
1b. [ Claims 1-3 are not subject to reexamination.

2. [ Claims have been canceled.
3. [X Claims 5 are confirmed. [Unamended patent claims)
4, []Claims are patentable. [Amended or new claims]
5. [ Claims 4 and 6 are rejected.
6. [ Claims are objected to.
7. [ The drawings filed on [ are acceptable [ are not acceptable.
8. [ The drawing correction request filed on is: [ approved. [ disapproved.
9. [ Acknowledgment is made of the claim for priority under 35 U.S.C. 118 (a)-(d). The certified copy has:
[ been received.  [] not been received. [ been filed in Application/Control Mo .
10.[] Other
U.S. Patent and Trademark Office Paper Mo

PTOL-2064 (0&06)
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Thisfirst Office action on the merits is being mailed together with the order granting reexamination. 37 CFR
1.935.

Claims 1-3:

Claims 1-3 of the Smith patent are not being reexamined in view of the final decision inthe ABC Corp. v. Smith,
999 USPQ2d 99 (Fed. Cir. 2008). Claims 1-3 were held invalid by the U.S. Court of Appeals for the Federal
Circuit.

Claims 4 and 6:

Thefollowing is aquotation of pre-AlA 35 U.S.C. 103 which forms the basis for all obviousness rejections set
forth in this Office action:

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in
section 102 of thistitle, if the differences between the subject matter sought to be patented and the prior art are
such that the subject matter as a whole would have been obvious at the time the invention was made to a person
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the
manner in which the invention was made.

Claims 4 and 6 are rejected under pre-AlA 35 U.S.C. 103(a) as being unpatentable over Berridge in view of
McGee.

Berridge teaches extruding a chlorinated polymer using the same extrusion structure recited in Claims 4 and 6 of
the Smith patent. However, Berridge does not show supporting the extrusion barrel at an angle of 25-35 degrees
to the horizontal, using spring supports. McGee teaches spring supporting an extrusion barrel at an angle of 30
degrees, in order to decrease imperfections in extruded chlorinated polymers. It would have been obvious to one
of ordinary skill in the polymer extrusion art to support the extrusion barrel of Berridge on springs and at an angle
of 30 degrees because M cGee teaches this to be known in the polymer extrusion art for decreasing imperfections
in extruded chlorinated polymers.

This rejection was proposed by the third party requester in the request for reexamination, and it is being adopted
essentially as proposed in the request.
Clam5:

Claim 5 is patentable over the prior art patents and printed publications because of the recitation of the specific
octagonal extrusion die used with the Claim 4 spring-supported barrel. This servesto reduce imperfectionsin the
extruded chlorinated polymers and is not taught by the art of record, alone or in combination.

Proposed third party requester rejection:

In the request, at pages 10-14, the third party requester proposes the claim 5 be rejected based upon Berridge in
view of McGee, and further taken with Bupkes or Gornisht. The third party requester points out that both Bupkes
and Gornisht teach the use of an octagonal extrusion die to provide a smooth unified extrusion product.

This rgjection of claim 5 proposed by the third party requester is not adopted.

While Bupkes and Gornisht do in fact teach the use of an octagonal extrusion die to provide smooth unified
extrusion product, Bupkes teaches such for glass making and Gornisht teaches such for afood product. Despite
the argument presented at pages 12-13 of the request and the demonstration of exhibit A, the skilled artisan would
not equate the advantages obtained by Bupkes and Gornisht for glass and food, respectively, to the removal of
imperfectionsin a polymer melt being extruded to a solid plastic product. Thus, Bupkes and Gornisht are not
deemed to be combinable with Berridge and McGee for purposes of rejecting claim 5.

I ssue not within the scope of reexamination proceedings:

An issue has been raised in the present reexamination proceeding that is not within the scope of inter partes
reexamination. In the above-cited final court decision, a question is raised as to the possible public use of the
invention of Claim 4. Thiswas pointed out by the third party requester in the request for reexamination. Theissue
will not be considered in the present reexamination proceeding. 37 CFR 1.906(c).

Other art made of record:
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Swiss Patent 80555 and the American Machinist article are cited to show cutting and forming extruder apparatus
somewhat similar to that claimed in the Smith patent.
Conclusion:
In order to ensurefull consideration of any amendments, affidavits or declarations, or other documents as evidence
of patentability, such documents must be submitted in response to this Office action. Submissions after the next
Office action, which isintended to be an action closing prosecution (ACP), will be governed by 37 CFR 1.116,
which will be strictly enforced.
All correspondence relating to this inter partes reexamination proceeding should be directed:
By EFS: Registered users may submit viathe electronic filing
system EFS-Web, at
https:.//ef s.uspto.gov/efile/myportal/ef s-registered.
By Mail to: Mail Stop Inter Partes Reexam
Attn: Central Reexamination Unit
Commissioner for Patents
United States Patent & Trademark Office
P.O. Box 1450
Alexandria, VA 22313-1450
By FAX to: (571) 273-9900
Central Reexamination Unit
By hand: Customer Service Window
Randolph Building
401 Dulany Street
Alexandria, VA 22314

For EFS-Web transmissions, 37 CFR 1.8(a)(1)(i) (C) and (ii) states that correspondence (except for arequest for
reexamination and a corrected or replacement request for reexamination) will be considered timely filed if (@) it
is transmitted via the Office’s electronic filing system in accordance with 37 CFR 1.6(a)(4), and (b) includes a
certificate of transmission for each piece of correspondence stating the date of transmission, which is prior to the
expiration of the set period of time in the Office action.

Any inquiry concerning this communication or earlier communications from the examiner, or as to the status of
this proceeding, should be directed to the Central Reexamination Unit at telephone number (571) 272-7705.

/John Doe/

John Doe

Primary Examiner
CRU Art Unit 3998
IARI/

Conferee

/BZ/
Conferee

2660.01 [Reserved] for the change as early aspossiblein the prosecution,
asapart of an Office action. Thiswill give the patent
owner an opportunity to comment on the change

2660.02 The Title [R-08.2012] prior to the examiner’sformal changein thetitlevia

an examiner’s amendment accompanying the Notice
of Intent to Issue Inter Partes Reexamination

Certificate (NIRC) at the time that the prosecution

of the reexamination proceeding isto be terminated.

A changeinthetitlein areexamination can only be

effected via a forma examiner's amendment

Normally, the title of the patent will not need to be
changed during reexamination. In those very rare
instances where a change of the title does become
necessary, the examiner should point out the need
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accompanying the NIRC. Changing the title and
merely initialing the change is not permitted in
reexamination.

While a change in the title may be commented on
by the patent owner, the final decision as to the
change is that of the examiner, and the examiner’s
decision isnot subject to review. Accordingly, where
the examiner notes the need for a change at thetime
of issuing the NIRC, the examiner may make the
change at that point, even though the patent owner
will not have an opportunity to comment on the
change.

An example of a situation where it would be
appropriateto changethetitleiswhereal the claims
directed to one of the categories of invention (in the
patent) are canceled via the reexamination
proceeding, it would be appropriate to change the
title to delete reference to that category.

2660.03 Dependent Claims[R-07.2015]

If an unamended base patent claim (i.e., a claim
appearing in the patent) has been regected or
canceled, any claim undergoing reexamination which
isdirectly or indirectly dependent thereon should be
indicated as patentable if it is otherwise patentable.
The dependent claim should not be objected to nor
rejected merely because it depends upon arejected
or canceled original patent claim. No requirement
should be made for rewriting the dependent claim
in independent form. As the original patent claim
numbers are not changed in a reexamination
proceeding, the content of the canceled base claim
would remain in the printed patent and would be
availableto beread asapart of the dependent claim.

If a new base clam has been canceled in a
reexamination proceeding, a claim which depends
thereon should be rejected as indefinite. If an
amended base patent claim or a new base claim is
rejected, a claim dependent thereon should be
objected to if it is otherwise patentable, and a
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requirement should be made for rewriting the
dependent claim in independent form.

2661 Special Statusfor Action [R-07.2015]

35U.S.C. 314 Special Status For Action

[Editor Note: Applicable only to a request for inter partes
reexamination filed prior to September 16, 2012]

*kkk*k

(c) SPECIAL DISPATCH.— Unless otherwise provided
by the Director for good cause, al inter partes reexamination
proceedings under this section, including any appeal to the Board
of Patent Appeals and Interferences, shall be conducted with
specia dispatch within the Office.

In view of the requirement for “special dispatch,”
all reexamination proceedings will be “special”
throughout their pendency in the Office. In order to
further the requirement for specia dispatch, the
examiner’s first Office action on the merits in an

inter partes reexamination should ordinarily be
mailed together with the order for reexamination.
See MPEP § 2660.

Any cases involved in litigation, whether they are
reexamination proceedings or reissue applications,
will have priority over al other cases. Reexamination
proceedings not involved in litigation will have
priority over all other cases except for
reexaminations or reissues involved in litigation.

2662 Timefor Response and Comments
[R-07.2015]

Thetime periodsfor response and commentsfor the
various stages of an inter partes reexamination
proceeding are as follows:

(A) After an Office action that is not an Action
Closing Prosecution (non-ACP Office action).

(1) Patent owner may file a patent owner’s
response within the time for response set in the
non-ACP Office action. The time period set for
response will normally be two (2) months from the
mailing date of the action.

(2) Where patent owner files atimely
response to the non-ACP Office action, the third
party requester may once file written comments
addressing issues raised by the Office action or by
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the patent owner response to the action. The third
party requester’s written comments must be
submitted within thirty daysfrom the date of service

§ 2662

patentability of any claim) within fourteen days of
service of athird party requester’s notice of appeal.
37 CFR 41.61(b)(1).

of the patent owner’s response on the third party
requester. The date of service can be found on the
Certificate of Service that accompanies the patent
owner’s response.

(B) After an Office letter indicating that a
response by the patent owner is not proper.

After an Office letter indicates that a
response filed by the patent owner is not completely
responsive to a prior Office action (i.e., an
incomplete response), the patent owner is required
to compl ete the response within the time period set
in the Office letter. 37 CFR 1.957(d). A time period
of 30 days or one month (whichever islonger) is
normally set. Any third party requester comments
on asupplemental patent owner response that
completestheinitial response must be filed within
30 days from the date of service of the patent
owner’s supplemental response on the third party
reguester, except as provided in MPEP 88 2666.40
and 2666.60 .

(C) After anAction Closing Prosecution (ACP).

The patent owner may once file written
comments and/or present a proposed amendment to
the claims within the time period set in the ACP. 37
CFR 1.951(a). Normally, the ACP will set a period
of 30 days or one month (whichever islonger) from
the mailing date of the ACP. Where the patent owner
files comments and/or a proposed amendment, the
third party requester may once file comments
responsive to the patent owner’s submission within
30 days from the date of service of the patent
owner’s submission on the third party requester. 37

CFR 1.951(b).

(D) Appeal to the Board after the examiner
issues Right of Appeal Notice.

(1) After the examiner issues a Right of
Appeal Notice (RAN), the patent owner and thethird
party requester may each file a notice of appeal
within 30 days or one month (whichever is longer)
from the mailing date of the RAN. 37 CFR 1.953(c).
Thetimefor filing a notice of appeal cannot be
extended. 37 CFR 41.61(€).

(2) A patent owner who hasnot filed atimely
notice of appeal may file a notice of cross appeal
(with respect to any decision adverse to the

2600-65

A third party requester who has not filed a timely
notice of appeal may file a notice of cross appeal
(with respect to any final decision favorable to the
patentability of any claim) within fourteen days of
service of apatent owner’snotice of appeal. 37 CFR

41.61(b)(2).

The time for filing a notice of cross-appeal cannot
be extended. 37 CFR 41.61(€).

(E) After an Office notification of defective
notice of appeal or notice of cross appeal (to the
Board).

A party who is hotified of adefective notice
of appeal, or defective notice of cross appeal, must
cure the defect within one month from the mail date
of the Office letter notifying the party. (Form
PTOL-2067 should be used to notify the parties.)

Thetime for curing a defective notice of
appeal or cross-appeal cannot be extended, sincethe
paper curing the defect isin-effect asubstitute notice
of appeal or cross-appeal.

(F) Filing of briefs after notice of appeal or
notice of cross appea (to the Board).

(1) Each party that filed anotice of appeal
or notice of cross appeal may file an appellant brief
and fee within two months after the |ast-filed notice
of appeal or cross appeal. Additionally, if any party
to the reexamination is entitled to file an appeal or
cross appeal but fails to timely do so, the appellant
brief and fee may be filed within two months after
the expiration of time for filing (by the last party
entitled to do so) of the notice of appeal or cross
appeal. 37 CFR 41.66(a). See d'so MPEP § 2674 et

Seq.

(2) Oncean appellant brief has been properly
filed, an opposing party may file arespondent brief
and fee within one month from the date of service
of the appellant brief. 37 CFR 41.66(b).

(3) Thetimesfor filing appellant and
respondent briefs may not be extended. 37 CFR

41.66(a) and (b).
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(G) After an Office notification of
non-compliance of appellant brief or respondent
brief.

A party who is natified of non-compliance
of an appellant brief or respondent brief must filean
amended brief within a non-extendable time period
of one month from the date of the Office letter
notifying the party of the non-compliance of the
brief.

(H) Rebuttal brief after the examiner issues an
examiner's answer.

A third-party requester appellant and/or a
patent owner appellant may each file arebuttal brief
within one month of the date of the examiner’s
answer. Thetime for filing arebuttal brief may not
be extended. 37 CFR 41.66(d).

(1) Oral Hearing.

If an appellant or arespondent (who has
filed a respondent brief) desires an oral hearing by
the Board, he or she must file awritten request for
an oral hearing accompanied by the fee set forth in
37 CFR 41.20(b)(3) within two months after the date
of the examiner’s answer. Thetimefor filing a
reguest for oral hearing may not be extended. 37

CFR 41.73(b).
(J) Appea to Court.

The time for the patent owner and/or the
third party requester to file a notice of appeal to the
U.S. Court of Appealsfor the Federal Circuit istwo
months from the date of the Board decision. If a
timely request for rehearing (37 CFR 41.79) isfiled,
the time for the patent owner and/or the third party
requester to file a notice of appeal to the Federal
Circuit istwo monthsfrom final Board action on the
request for rehearing. 37 CFR 1.304(a)(1).

(K) Extensions of Time.

See MPEP 8§ 2665 as to extensions of time
in inter partes reexamination.

(L) Litigation.

Where litigation is stayed for purposes of
reexamination, the shortened statutory period will
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generaly be set at one month or thirty days,
whichever islonger. See MPEP § 2686.04.

2663 [Reserved]

2664 Mailing of Office Action [R-07.2015]

After an Office action is completed and processed
and has been approved by the Central Reexamination
Unit (CRU) Supervisory Patent Reexamination
Speciaist (SPRS) or Technology Center (TC)
Quality Assurance Specidlist (QAS), the action is
mailed. In conjunction with mailing, any appropriate
processing (e.g., PALM work, update scanning) is
carried out.

Inter partes reexamination forms are structured so
that theidentifying information for the reexamination
file and the correspondence address for the patent
owner, which isthe official correspondence address
of record in the file of the patent requested to be
reexamined, can be printed on the forms. Usually,
the official correspondence address of the patent
owner, whichis of record in the file of the patent, is
the mailing address of patent owner's lega
representative. If thereisno official correspondence
address of record in the patent file, the Office may
treat the mailing address of the patent owner as the
correspondence address. Where there are multiple
patent owners, the Office may treat the mailing
address of the first named patent owner of record
with the Office asthe correspondence address of the
patent owner. The Office will not engage in double
correspondence with more than one patent owner.
See, e.g., 37 CFR 1.33(a). Copies of Office actions
may be obtained by accessing Public PAIR at the
Office's website www.uspto.gov.

All actions in an inter partes reexamination
proceeding will have acopy mailed to thethird party
requester. A transmittal form PTOL-2070 must be
used in providing the third party requester with a
copy of each Office action. If thereismorethan one
third party requester, and if the third party requester
has not designated the mailing address of aregistered
patent practitioner as the correspondence address
for the requester, the Office may treat the mailing
address of the first named third party requester as
the correspondence address for the requester.
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A completed transmittal form will be provided for
each requester (there can be multiple requestersin
a merged reexamination proceeding; see MPEP §
2686.01), and the appropriate addresswill be entered
on thetransmittal form(s). The number of transmittal
forms provides aready reference for the number of
copies of each Office action to be made, and the
transmittal form permits use of the window
envelopes in mailing the copies of the action to
parties other than the patent owner.

2665 Extension of Time for Patent Owner
Response [R-07.2015]

37CFR1.956 Patent owner extensionsof timein inter partes
reexamination.

The time for taking any action by a patent owner in an inter
partes reexamination proceeding will be extended only for
sufficient cause and for areasonabl e time specified. Any request
for such extension must be filed on or before the day on which
action by the patent owner is due, but in no case will the mere
filing of a request effect any extension. Any request for such
extension must be accompanied by the petition set forth in 8§
1.17(qg). See § 1.304(a) for extensions of timefor filing anotice
of appeal to the U.S. Court of Appealsfor the Federa Circuit.

The provisionsof 37 CFR 1.136(a) and 1.136(b) are
NOT applicable to inter partes reexamination
proceedings under any circumstances. Public Law
97-247 amended 35 U.S.C. 41 to authorize the
Director of the USPTO to provide for extensions of
time to take action which do not require areason for
the extension of time in an “application.” An inter
partes reexamination proceeding does not involve
an “application.” The provisions of 37 CFR 1.136
authorize extensions of the time period only in an
application in which an applicant must respond or
take action. There is neither an “application,” nor
an “applicant” involved in an inter partes
reexamination proceeding.

The times for filing a notice of appeal or
cross-appeal, an appellant brief, arespondent brief,
submissions curing a defective appeal or brief, a
rebuttal brief, and arequest for oral hearing cannot
be extended.

A request for an extension of time for filing an
appeal to the U.S. Court of Appeals for the Federal
Circuit is governed by 37 CFR 1.304(a). A request
for an extension of time to petition from the denial
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of arequest for reexamination can be obtained only
by filing a grantable petition under 37 CFR 1.183
(with fee) to waive the time provisions of 37 CFR
1.927.

Extensionsof timein aninter partes reexamination
proceeding are otherwise governed by 37 CFR 1.956.
It should be noted that extensions of time under
37 CFER 1.956 are not availableto thethird party
requester.

An extension of time in an inter partes

reexamination proceeding is requested, where
applicable, pursuant to 37 CFR 1.956. Any request
for extension of time pursuant to 37 CFR 1.956 will
be decided by the Central Reexamination Unit
(CRU) Director or SPRS. The request (A) must be
filed on or before the day on which action by the
patent owner is due, (B) must set forth sufficient
cause for the extension, and (C) must be
accompanied by the petition fee set forthin 37 CFR

1.17/(q).

Requestsfor an extension of timein an inter partes
reexamination proceeding will be considered only
after the first Office action on the merits in the
reexamination is mailed. Any request for an
extension of time filed prior to the first action will
be denied.

The certificate of mailing and the certificate of
transmission procedures (37_CFR 1.8), and the
Priority Mail Express® mailing procedure (37 CFR
1.10), may be used to file arequest for extension of
time, aswell as any other paper in an existing inter
partes reexamination proceeding (see M PEP § 2666).

Asnoted above, arequest for extension of time under
37 CFR 1.956 will be granted only for sufficient
cause, and the request must be filed on or before
the day on which action by the patent owner is due.
In no case, will the mere filing of a request for
extension of time automatically effect any extension,
because the showing of cause may be insufficient
or incomplete. In the prosecution of an ex parte
reexamination, an automatic two-month extension
of time to take further action is granted upon filing
afirst timely response to a final Office action (see
MPEP § 2272). The automatic extension given in
ex parte reexamination does not apply to the first
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response to an Action Closing Prosecution (ACP)
inan inter partesreexamination. The reason is that
in inter partes reexamination, parties do not file an
appeal in response to an ACP, and a further Office
action (Right of Appeal Notice) will issue even if
the parties make no response at all. Thus, thereisno
time period to appeal running against the parties
after the ACP is issued, unlike ex parte
reexamination where an appeal is due after final
rejection and the timeisthus automatically extended
two months to provide time for the patent owner to
review the Office's response to the amendment
before deciding whether to appeal.

Evaluation of whether “sufficient cause” has been
shown for an extension must be made by balancing
the desire to provide the patent owner with a fair
opportunity to respond, against the requirement of
the statute, 35 U.S.C. 314(c), that the proceedings
be conducted with special dispatch.

Any request for an extension of time in a
reexamination proceeding must fully state the
reasons therefor. The reasons must include (A) a
statement of what action the patent owner has taken
to provide a response, to date as of the date the
request for extension is submitted, and (B) why, in
spite of the action taken thus far, the requested
additional timeis needed. The statement of (A) must
provide a factual accounting of reasonably diligent
behavior by al those responsible for preparing a
response to the outstanding Office action within the
statutory time period.

Prosecution will be conducted by initially setting a
time period of at least 30 days or one month
(whichever is longer), see MPEP_§ 2662. First
reguestsfor extensions of these time periodswill be
granted for sufficient cause, and for a reasonable
time specified-usually one month. The reasons stated
intherequest will be evaluated, and the request will
be favorably considered where there is a factual
accounting of reasonably diligent behavior by all
those responsible for preparing a response or
comments within the statutory time period. Second
or subsequent requests for extensions of time, or
requests for more than one month, will be granted
only in extraordinary situations.

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

EXTENSIONSOFTIMETO SUBMITAFFIDAVITS
AFTERACTION CLOSING PROSECUTION

Frequently, a request for an extension of time is
made, stating as areason therefor, that moretimeis
needed in which to submit an affidavit. When such
arequest is filed after an ACP, the granting of the
request for extension of timeiswithout prejudice to
the right of the examiner to question why the
affidavit isnow necessary and why it was not earlier
presented. If the showing by the patent owner is
insufficient, the examiner may deny entry of the
affidavit, notwithstanding the previous grant of an
extension of time to submit it. The grant of an
extension of time in these circumstances serves
merely to give the patent owner an extended
opportunity to present the affidavit or to take other
appropriate action.

Affidavits submitted after an ACP are subject to the
same treatment as amendments submitted after an
ACP Thisisanal ogousto the treatment of affidavits
submitted after a final rejection in an application.
See Inre Affidavit Filed After Final Rejection, 152
USPQ 292, 1966 C.D. 53 (Comm’r Pat. 1966).

2666 Patent Owner Response to Office
Action [R-07.2015]

37 CFR 1.111 Reply by applicant or patent owner to a
non-final Office action.

(8)(1) If the Office action after the first examination
(81.104) isadversein any respect, the applicant or patent owner,
if he or she persistsin his or her application for a patent or
reexamination proceeding, must reply and request
reconsideration or further examination, with or without
amendment. See §8 1.135 and 1.136 for timefor reply to avoid
abandonment.

(&)(2) Supplemental replies.

(i) A reply that is supplemental to areply that is
in compliance with § 1.111(b) will not be entered as a matter
of right except as provided in paragraph (a)(2)(ii) of thissection.
The Office may enter a supplementa reply if the supplemental
reply isclearly limited to:

(A) Cancellation of aclam(s);

(B) Adoption of the examiner suggestion(s);

(C) Placement of the application in condition
for allowance;
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(D) Reply to an Office requirement made after
thefirst reply wasfiled;

(E) Correction of informalities (e.g.,
typographical errors); or

(F) Simplification of issues for appeal.

(if) A supplemental reply will be entered if the
supplemental reply isfiled within the period during which action
by the Office is suspended under § 1.103(a) or ().

(b) In order to be entitled to reconsideration or further
examination, the applicant or patent owner must reply to the
Office action. The reply by the applicant or patent owner must
be reduced to awriting which distinctly and specifically points
out the supposed errorsin the examiner’s action and must reply
to every ground of objection and rejection in the prior Office
action. The reply must present arguments pointing out the
specific distinctions believed to render the claims, including
any newly presented claims, patentable over any applied
references. If thereply iswith respect to an application, arequest
may be made that objections or requirements as to form not
necessary to further consideration of the claims be held in
abeyance until allowable subject matter isindicated. The
applicant’s or patent owner’s reply must appear throughout to
be a bona fide attempt to advance the application or the
reexamination proceeding to final action. A general allegation
that the claims define a patentabl e invention without specifically
pointing out how the language of the claims patentably
distinguishes them from the references does not comply with
the requirements of this section.

(c) Inamending in reply to arejection of claimsin an
application or patent under reexamination, the applicant or patent
owner must clearly point out the patentable novelty which he
or she thinks the claims present in view of the state of the art
disclosed by the references cited or the objections made. The
applicant or patent owner must also show how the amendments
avoid such references or objections.

37 CFR 1.945 Response to Office action by patent owner in
inter partes reexamination.

(a) The patent owner will be given at least thirty daysto
file aresponse to any Office action on the merits of the inter
partes reexamination.

(b) Any supplemental response to the Office action will be
entered only where the supplemental response is accompanied
by ashowing of sufficient cause why the supplemental response
should be entered. The showing of sufficient cause must include:

(1) An explanation of how the requirements of §

1.111(a)(2)(i) are satisfied;

(2) An explanation of why the supplemental response
was not presented together with the original response to the
Office action; and

(3) A compelling reason to enter the supplemental
response.
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I. SUBSTANCE OF THE RESPONSE

Pursuant to 37 CFR 1.937(b):

“The inter partes reexamination proceeding
will be conducted in accordance with 88 1.104
through 1.116, the sections governing the
application examination process...”

Accordingly, the provisionsof 37 CFR 1.111 , other
than the provisionin 37 CFR 1.111(a)(1) to “see. .
. [37 CFR] 1.136 for time for reply to avoid
abandonment”, apply to the response by a patent
owner in areexamination proceeding.

The patent owner may request reconsideration of
the position stated in the Office action, with or
without amendment to the claims and/or
specification. As to amendments in reexamination
proceedings, see MPEP § 2666.01.

Any reguest for reconsideration must be in writing
and must distinctly and specifically point out each
supposed error in the examiner’s action. A general
dlegation that the claims define a patentable
invention, without specifically pointing out how the
language of the claims patentably distinguishesthem
over the references, is inadequate and is not in

compliance with 37 CFR 1.111(b).

Reasons must be given asto how and why the claims
define over the references, and why any rejections
made under 35 U.S.C. 112 are incorrect or
inapplicable.

Affidavits under 37 CFR 1.131(a) and 1.132 may
be utilized in a reexamination proceeding. Note,
however, that an affidavit under 37 CFR 1.131(a)
may not be used to “ swear behind” areference patent
if thereference patent is claiming the sameinvention
as the patent undergoing reexamination. In such a
situation, the patent owner may, if appropriate, seek
to raise this issue via an affidavit under 37 CFR
1.131(c) (see MPEP 8§ 718) or in an interference
proceeding via an appropriate reissue application if
such areissue application may be filed (see MPEP
§ 1449.02).
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The patent owner cannot file papers on behalf of a
third party. If athird party paper accompanies or is
submitted as part of a timely filed response, the
response and third party paper are considered to be
an improper (i.e., informa) submission, and the
entire submission shall be returned to the patent
owner since the Office will not determine which
portion of the submission is the third party paper.
The third party paper filed as part of the patent
owner’'s response will not be considered. The
improper response with the third party paper in it
should be returned to patent owner as a defective
(informal) response, using form PTOL-2069 as the
cover |etter. See MPEP § 2666.50. The appropriate
box on the form should be checked and an
explanation for the return of the paper given. The
patent owner should be provided an appropriate
period of time to refile the patent owner response
without the third party paper.

[I. PROCEDURAL CONSIDERATIONSOF THE
RESPONSE

The certificate of mailing and the certificate of
transmission procedures (37_CFR 1.8), and the
Priority Mail Express® mailing procedure (37 CFR
1.10), may be used to file apatent owner’s response,
aswell asany other paper inan existing inter partes
reexamination proceeding.

A copy of the response must be served on the third
party requester in accordance with 37 CFR 1.248, -
see also MPEP § 2666.06. Lack of service poses a
problem, since a third party requester must file
written comments within a period of 30 days from
the date of service of the patent owner’s response,
in order to be timely. Where the record does not
show the response to have been served on the third
party requester, see MPEP § 2666.06.

The patent owner will normally be given a period
of two months to respond to an Office action. An
extension of time can be obtained only in accordance
with 37 CFR 1.956. Note that 37 CFR 1.136 does
not apply in reexamination proceedings.

See MPEP § 2666.10 for the consequences of the
failure by the patent owner to respond to the Office
action.
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I11. SUPPLEMENTAL RESPONSE TO OFFICE
ACTION

Pursuant to 37 CFR 1.945(b), any supplemental
response to the Office action in an inter partes
reexamination proceeding must be accompanied by
ashowing of sufficient cause why the supplemental
response should be entered. If such ashowing isnot
provided, the supplemental response will not be
entered, and may be sealed (i.e., closed) from public
view in the Image File Wrapper (IFW), if it has
adready been scanned into the IFW for the
proceeding.

The showing of sufficient cause why the
supplemental response should be entered must
include:

(A) an explanation of how the requirements of
37 CFR 1.111(8)(2)(i) are satisfied;

(B) an explanation of why the supplemental
response was not presented together with the original
response to the Office action; and

(C) acompelling reason to enter the
supplemental response.

Pursuant to 37 CFR 1.111(a)(2)(i), the Office may
enter a supplemental response if the supplemental

response is clearly limited to: (1) cancellation of a
claim(s); (2) adoption of the examiner suggestion(s);
(3) placement of the proceeding in condition for
Notice of Intent to |ssue Reexamination Certificate
(NIRC); (4) a response to an Office requirement
made after thefirst response wasfiled; (5) correction
of informalities (e.g., typographical errors); or (6)
simplification of issues for appeal.

In some instances, where there is a clear basis for
the supplemental response, the three-prong showing
may be easily satisfied. Thus, for example, the patent
claim text may have been incorrectly reproduced,
where a patent claim is amended in the original
response. |n such aninstance, the patent owner need
only point to the provision of 37 CFR
1.111(a)(2)(i)(E) for the correction of the
informalities (e.g., typographical errors), and state
that the incorrect reproduction of the claim was not
noted in the preparation of the original response.
The compelling reason to enter the supplemental
responseisimplicit in such astatement, astherecord
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for the proceeding certainly must be corrected asto
the incorrect reproduction of the claim.

Any requester comments filed after a patent owner
response to an Office action must be filed “within
30 days after the date of service of the patent owner’s
response,” to satisfy 35 U.S.C. 314(b)(2). Thus,
wherethe patent owner filesasupplemental response
to an Office action, the requester would be well
advised to file any comments deemed appropriate
within 30 days after the date of service of the patent
owner's supplemental response to preserve
regquester’s comment right, in the event the Office
exercises its discretion to enter the supplemental
response. The requester’'s comments may address
whether the patent owner showing is adeguate, in
addition to addressing the merits of the supplemental
response. If the patent owner’'s supplemental
response is not entered by the Office, then both the
supplemental response, and any commentsfollowing
that supplemental response, will either be returned
to the parties or discarded at the sole discretion of
the Office. If the supplemental response and/or
comments were scanned into the IFW for the
reexamination proceeding, and thus, the papers
cannot be physically returned or discarded, then the
supplementa response and/or comments entrieswill
be marked “closed” and “non-public,” and they will
not constitute part of the record of the reexamination
proceeding. Such paperswill not be displayed inthe
Office's image file wrapper that is made available
to the public, patent owners, and representatives of
patent owners, i.e., they will not be displayed in the
Patent Application Information Retrieval (PAIR) at
the Office’'s website.

A supplemental response, which has not been
approved for entry, will not be entered when a
response to a subsequent Office actionisfiled, even
if a specific request for its entry is made in the
subsequent response. If a patent owner wishes to
have the unentered supplemental response considered
by the examiner, the patent owner must include the
contents of the unentered supplemental responsein
a proper response to a subsequent Office action. If
the next Office action is an Action Closing
Prosecution under 37 CFR 1.949, or an action that
otherwise closes prosecution, the entry of the
responseisgoverned by 37 CFR 1.116 (see 37 CFR

1.951(a)).
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Patent owner cannot submit an application data sheet
(ADS) in a reexamination proceeding except as
provided in MPEP § 2258.02.

2666.01 Amendment by Patent Owner
[R-07.2015]

37 CFR 1.941 Amendments by patent owner in inter partes
reexamination.

Amendments by patent owner in inter partes reexamination
proceedings are made by filing a paper in compliance with 88
1.530(d)-(k) and 1.943.

37 CFR 1.121 Manner of making amendmentsin
applications.

*kkkk

(i) Amendments in reexamination proceedings. Any
proposed amendment to the description and claims in patents
involved in reexamination proceedings must be madein
accordance with § 1.530.

*kkk*k

37 CFR 1.530 Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex parte or
inter partes reexamination; inventorship changein ex parte

or inter partes reexamination.
*kkkk

(d) Making amendments in a reexamination proceeding .
A proposed amendment in an ex parte or an inter partes
reexamination proceeding is made by filing a paper directing
that proposed specified changes be made to the patent
specification, including the claims, or to the drawings. An
amendment paper directing that proposed specified changes be
made in a reexamination proceeding may be submitted as an
accompaniment to a request filed by the patent owner in
accordance with § 1.510(e), as part of a patent owner statement
in accordance with paragraph (b) of this section, or, where
permitted, during the prosecution of the reexamination
proceeding pursuant to § 1.550(a) or § 1.937.

(1) Specification other than the claims . Changes to
the specification, other than to the claims, must be made by
submission of the entiretext of an added or rewritten paragraph
including markings pursuant to paragraph (f) of this section,
except that an entire paragraph may be deleted by a statement
deleting the paragraph, without presentation of the text of the
paragraph. The precise point in the specification must be
identified where any added or rewritten paragraph is located.
This paragraph applies whether the amendment is submitted on
paper or compact disc (see 88 1.96 and 1.825).

(2) Claims. An amendment paper must include the
entire text of each patent claim which is being proposed to be
changed by such amendment paper and of each new claim being
proposed to be added by such amendment paper. For any claim
changed by the amendment paper, a parenthetical expression
“amended,” “twice amended,” etc., should follow the claim
number. Each patent claim proposed to be changed and each
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proposed added claim must include markings pursuant to
paragraph (f) of this section, except that a patent claim or
proposed added claim should be canceled by a statement
canceling the claim, without presentation of thetext of the claim.

(3) Drawings. Any changeto the patent drawings must
be submitted as a sketch on a separate paper showing the
proposed changesin red for approval by the examiner. Upon
approval of the changes by the examiner, only new sheets of
drawings including the changes and in compliance with § 1.84
must be filed. Amended figures must be identified as
“Amended,” and any added figure must be identified as“New.”
In the event afigureis canceled, the figure must be surrounded
by brackets and identified as “ Canceled.”

(4) Theformal requirementsfor papers making up the
reexamination proceeding other than those set forth in this
section are set out in § 1.52.

(e) Satus of claims and support for claim changes.
Whenever there is an amendment to the claims pursuant to
paragraph (d) of this section, there must also be supplied, on
pages separate from the pages containing the changes, the status
(i.e, pending or canceled), as of the date of the amendment, of
all patent claims and of all added claims, and an explanation of
the support in the disclosure of the patent for the changesto the
claims made by the amendment paper.

(f) Changes shown by markings. Any changes relative to
the patent being reexamined which are made to the specification,
including the claims, must include the following markings:

(1) The matter to be omitted by the reexamination
proceeding must be enclosed in brackets; and

(2) The matter to be added by the reexamination
proceeding must be underlined.

(g) Numbering of patent claims p. Patent claims may not
be renumbered. The numbering of any claims added in the
reexamination proceeding must follow the number of the highest
numbered patent claim.

(h) Amendment of disclosure may be required. The
disclosure must be amended, when required by the Office, to
correct inaccuracies of description and definition, and to secure
substantial correspondence between the claims, the remainder
of the specification, and the drawings.

(i) Amendments made relative to patent. All anendments
must be made relative to the patent specification, including the
claims, and drawings, which arein effect as of the date of filing
the request for reexamination.

(1) No enlargement of claim scope. No amendment may
enlarge the scope of the claims of the patent or introduce new
matter. No amendment may be proposed for entry in an expired
patent. Moreover, no anendment, other than the cancellation
of claims, will be incorporated into the patent by a certificate
issued after the expiration of the patent.

(k) Amendments not effective until certificate. Although
the Office actions will treat proposed amendments as though
they have been entered, the proposed amendments will not be
effective until the reexamination certificate isissued and
published.
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(I) Correction of inventorshipinan exparteor inter partes
reexamination proceeding.

(1) When it appearsin a patent being reexamined that
the correct inventor or inventors were not named through error
without deceptive intention on the part of the actual inventor or
inventors, the Director may, on petition of all the parties set
forthin § 1.324(b)(1)-(3), including the assignees, and
satisfactory proof of the facts and payment of the fee set forth
in § 1.20(b), or on order of a court before which such matter is
called in question, include in the reexamination certificate to be
issued under § 1.570 or § 1.997 an amendment naming only the
actual inventor or inventors. The petition must be submitted as
part of the reexamination proceeding and must satisfy the
requirements of § 1.324.

(2) Notwithstanding paragraph (1)(1) of this section, if
apetition to correct inventorship satisfying the requirements of
§1.324 isfiled in areexamination proceeding, and the
reexamination proceeding is concluded other than by a
reexamination certificate under § 1.570 or § 1.997, a certificate
of correction indicating the change of inventorship stated in the
petition will be issued upon request by the patentee.

Amendmentsto the patent being reexamined (where
the patent has not expired) may befiled by the patent
owner in the reexamination proceeding. Such
amendments may be provided by the patent owners
after the first Office action on the merits has been
issued. The first Office action on the merits will
ordinarily be mailed with the order. In some
instances, however, it may not be practical or
possible to mail thefirst Office action together with
the order. In the event that the first Office action is
mailed after the order, it would not be proper to
provide an amendment prior to thefirst Office action.
Such an amendment would not be considered, and
it would be returned to the patent owner as an
improper paper. See MPEP § 2667.

If an amendment is submitted to add claims to the
patent being reexamined (i.e., to provide new
claims), then excess claimsfees pursuant to 37 CFR
1.20(c)(3) and (c)(4) may be applicable to the
presentation of the added claims. See MPEP 8§
2666.04. Amendments proposed in areexamination
will normally be entered if timely, and will be
considered to be entered for purposes of prosecution
before the Office (if they aretimely and comply with
the rules); however, amendments do not become
effective in the patent until the certificate under 35
U.S.C. 316 isissued and published.

Amendments must not enlarge the scope of aclaim
of the patent nor introduce new matter. Amended or
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new claims which broaden or enlarge the scope of
a claim of the patent should be rejected under 35
U.S.C. 314(a). The test for when an amended or
“new claim enlarges the scope of an original claim
under 35 U.S.C. 314(a) isthe same asthat under the
2-year limitation for reissue applications adding
enlarging clams under 35 U.SC. 251, last
paragraph.” Inre Freeman, 30 F.3d 1459, 1464, 31
USPQ2d 1444, 1447 (Fed. Cir. 1994). See MPEP §
2658 for a discussion of enlargement of the claim
scope. For handling of new matter, see MPEP _§
2670.

If the patent expires during the reexamination
procedure, and the patent claims have been amended,
the Office will hold the amendments as being
improper and all subsequent reexamination will be
on the basis of the unamended patent claims. This
procedureis necessary since no amendmentswill be
incorporated into the patent by certificate after the
expiration of the patent. See 37 CFR 1.941 and 37
CFR 1.530(j). The patent expiration date for a utility
patent, for example, is determined by taking into
account the term of the patent, whether maintenance
fees have been paid for the patent, whether any
disclaimer was filed as to the patent to shorten its
term, any patent term extensions or adjustments for
delays within the USPTO under 35 U.S.C. 154 (see
MPEP_§ 2710, et seq.), and any patent term
extensions available under 35 U.S.C. 156 for
premarket regulatory review (see MPEP § 2750 et.
seq.). Any other relevant information should also be
taken into account.

Oncethe patent expires, anarrow claim construction
isapplied. See MPEP § 2258, subsection |.G. “Claim
Interpretation and Treatment.”

Amendment Entry - Amendments which comply
with 37 CFR 1.530(d)-(j) and 37 CFR 1.943 (and
are formally presented pursuant to 37 CFR 1.52(a)
and (b), and contain fees required by 37 CFR
1.20(c)) will be entered in the reexamination file
pursuant to the guidelines set forthin MPEP § 2234.

Manner of Making Amendments - Amendmentsin
an inter partes reexamination proceeding are made
in the same manner that amendmentsin an ex parte
reexamination proceeding are made. See MPEP
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§ 2250 for guidance as to the manner of making
amendments in a reexamination proceeding.

Form paragraph 22.12 may be used to advise the
patent owner of the proper manner of making
amendments in an inter partes reexamination
proceeding.

1 22.12 Amendments Proposed in a Reexamination - 37
CFR 1.530(d)-(j)

Patent owner is notified that any proposed amendment to the
specification and/or claims in this reexamination proceeding
must comply with 37 CFR 1.530(d)-(j), must be formally
presented pursuant to 37 CFR 1.52(a) and (b), and must contain

any feesrequired by 37 CFR 1.20(c).

Examiner Note:

This paragraph may be used in the order granting reexamination
and/or in the first Office action to advise patent owner of the
proper manner of making amendments in a reexamination
proceeding.

Form paragraph 26.05.01 may be used to notify
patent owner in an inter partes reexamination
proceeding that a proposed amendment in the
proceeding does not comply with 37 CFR

1.530(d)-()).

1 26.05.01 Improper Amendment in an Inter Partes
Reexamination - 37 CFR 1.530(d)-(j)

The amendment filed [1] proposes amendments to [2] that do
not comply with 37 CFR 1.530(d)-(j), which sets forth the
manner of making amendments in reexamination proceedings.
A supplemental paper correctly proposing amendments in the
present inter partes reexamination proceeding is required.

A shortened statutory period for response to this letter is set to
expire ONE MONTH or THIRTY DAY S, whichever islonger,
from the mailing date of this letter. If the patent owner fails to
timely correct thisinformality, the amendment will be held not
to be an appropriate response, and the consequences set forth
in 37 CFR 1.957(b) or (c) will result. See MPEP § 2666.10

Examiner Note:

This paragraph may be used for any 37 CFR 1.530(d)-(j)
informality as to a proposed amendment submitted in a
reexamination proceeding.

The cover sheet to be used for mailing the
notification to the patent owner will be PTOL-2069.
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Asan alternative to using form paragraph 26.05.01,
it would also be appropriate to use form PTOL -2069,
box 4.

For clerical handling of amendments, see MPEP
§ 2670. For entry of an amendment in a merged
reexamination proceeding, see MPEP 8§ 2686.01
and 2686.03. For handling of a dependent claim in
reexamination proceedings, see MPEP § 2660.03.

2666.02 Correction of Patent Drawings
[R-11.2013]

37 CFR 1.941 Amendments by patent owner in inter partes
reexamination.

Amendments by patent owner in inter partes reexamination
proceedings are made by filing a paper in compliance with 8§
1.530(d)-(k) and 1.943.

37 CFR 1.530 Statement by patent owner in ex parte
reexamination; amendment by patent owner in ex parte or
inter partes reexamination; inventorship changein ex parte
or inter partes reexamination.

*kkkk

(d) Making amendmentsin a reexamination proceeding .
A proposed amendment in an ex parte or aninter partes
reexamination proceeding is made by filing a paper directing
that proposed specified changes be made to the patent
specification, including the claims, or to the drawings. An
amendment paper directing that proposed specified changes be
made in a reexamination proceeding may be submitted as an
accompaniment to arequest filed by the patent owner in
accordance with § 1.510(e), as part of a patent owner statement
in accordance with paragraph (b) of this section, or, where
permitted, during the prosecution of the reexamination
proceeding pursuant to § 1.550(a) or § 1.937.

*kkkk

(3) Drawings. Any changeto the patent drawings must
be submitted as a sketch on a separate paper showing the
proposed changesin red for approval by the examiner. Upon
approval of the changes by the examiner, only new sheets of
drawings including the changes and in compliance with § 1.84
must be filed. Amended figures must be identified as
“Amended,” and any added figure must be identified as“New.”
In the event afigure is canceled, the figure must be surrounded
by brackets and identified as “ Canceled.”

*kkkk

In the reexamination proceeding, the copy of the
patent drawings submitted pursuant to 37 CFR
1.915(b)(5) will be used for reexamination purposes,
provided no changeis madeto thedrawings. If there
is any change in the drawings, a new sheet of
drawing for each sheet changed must be submitted.

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

The change may not be made on the original patent
drawings. Drawing changes in an inter partes
reexamination proceeding are made in the same
manner that drawing changes in an ex parte
reexamination proceeding are made. 37 CFR
1.530(d)(3) sets forth the manner of making
amendmentsto the drawings. Any amended figure(s)
must be identified as “Amended” and any added
figure(s) must be identified as “New.” In the event
afigure is canceled, the figure must be surrounded
by brackets and identified as “Canceled.”

Where the patent owner wishes to change/amend
the drawings, the patent owner should submit a
sketch in permanent ink showing the proposed
change(s)/amendment(s), for approval by the
examiner. The submitted sketch should be presented
as a separate paper, which is clearly labeled as
“Annotated Sheet,” and it will be made part of the
record. Once the proposed changes are approved,
sheets of substitute or new drawings must be
submitted for each drawing sheet that is to be
changed/amended. If a new drawing sheet contains
multiple figures, each figure must be marked as
“amended” or “new,” if applicable, to comply with
the requirements of 37 CFR 1.530(d)(3). For
example, if the new drawing sheet contains Figures
1-3 but only Figure 2 is amended, the new drawing
sheet must identify Figure 2 as“Amended.” It isnot
sufficient to generally indicate that the entire sheet
isamended by, e.g., placing the term “Amended” in
the header of the drawing sheet. The new sheets of
drawings should be entered in the reexamination
file.

2666.03 Correction of Inventorship
[R-08.2012]

Correction of inventorship in an inter partes
reexamination proceeding is effected in the same
manner that correction of inventorshipinan ex parte
reexamination proceeding is effected. See MPEP §
2250.02 for the manner of correcting inventorship
in both inter partes and ex parte reexamination
proceedings.

2666.04 Feesfor Adding Claims[R-11.2013]

37 CFR 1.20 Post issuance fees

*kkk*k
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(c) Inreexamination proceedings

(1) For filing arequest for ex parte reexamination (§
1.520(8)) ceeverererereeenens $12,000.00

(2) [Reserved]

(3) For filing with arequest for reexamination or later
presentation at any other time of each claiminindependent form
in excess of 3 and also in excess of the number of claimsin
independent form in the patent under reexamination:

By amicro entity.........c.cooveenene $105.00
By asmall entity (8 1.27(a))....cccueerereerrrenns $210.00
By other than asmall entity ...........c.......... $420.00

(4) For filing with arequest for reexamination or later
presentation at any other time of each claim (whether dependent
or independent) in excess of 20 and also in excess of the number
of claimsin the patent under reexamination (note that § 1.75(c)
indicates how multiple dependent claims are considered for fee
calculation purposes):

By amicro entity.........c.coceeveunnes $20.00
By asmall entity (8 1.27(a)).....cceeeervreeerenns $40.00
By other than asmall entity .............ccceeee.e $80.00

(5) If the excess claims fees required by paragraphs
(©)(3) and (c)(4) are not paid with the request for reexamination
or on later presentation of the claimsfor which the excessclaims
fees are due, the fees required by paragraphs (¢)(3) and (c)(4)
must be paid or the claims canceled by amendment prior to the
expiration of the time period set for reply by the Officein any
notice of fee deficiency in order to avoid abandonment.

*hkkk*k

Excessclaimsfeesas specifiedin 35 U.S.C. 41(a)(2)
asamended by the Consolidated AppropriationsAct
of 2005 are applicable to excess claims proposed to
be added to a patent by their presentation during a
reexamination proceeding. Under “former” 35 U.S.C.
41, excess claims fees were included as part of the
“application” filing fee under 35 U.S.C. 41(a)(1),
and thus did not apply during reexamination
proceedings. The Consolidated Appropriations Act
does not include the excess claims as part of the
“application” filing fee under 35 U.S.C. 41(a)(1),
but separately provides for excess claimsfeesin 35
U.S.C. 41(a)(2) (asbeing in addition to thefiling fee
in35U.S.C. 41(a)(1)). 35 U.S.C. 41(a)(2) provides
that an excess claims fee is due “on filing or on
presentation at any other time” (e.g., during a
reexamination proceeding) of anindependent claim
in excess of three or of aclaim (whether independent
or dependent) in excess of twenty.

2600-75
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37 CFR 1.20 was amended, effective December 8,
2004, to provide for excess clams fees in a
reexamination proceeding. The excess claims fees
specified in 37 CFR 1.20(c) apply to al patents
digible for inter partes reexamination. The fees
must be submitted for any excess claims presented
in areexamination proceeding on or after December
8, 2004 (no excess claims fee was due under 35
U.S.C. 41 for any claim presented during a
reexamination proceeding before December 8, 2004).
Even though a reexamination proceeding was
commenced prior to December 8, 2004, the excess
claims fees are due for any amendment filed on or
after December 8, 2004.

When a patent owner presents an amendment to the
claims (on or after December 8, 2004) during an

inter partes reexamination proceeding, excess
claims fees may be applicable. If the amendment is
limited to revising the existing claims, i.e., it does
not provide any new claim, there is no claim fee.
The excess claimsfees apply only to the submission
of new, i.e., “excess’ claims.

The excess claims fees specified in 37 CFR 1.20(c)
apply to excess clams that result from an
amendment as follows:

(A) Thefeedesignated in 37 CFR 1.20(c)(3) as
the independent claims fee must be paid for each
independent claim in excess of threeand also in
excess of the number of independent claimsin the
patent being reexamined. The amendment must
increase the number of independent claims to be
more than both of these limits, in order for the
“independent excess claims fee” to apply;

(B) Thefeedesignated in 37 CFR 1.20(c)(4) as
the total claims fee must be paid for each claim
(whether independent or dependent) in excess of
twenty and also in excess of the number of claims
in the patent being reexamined. The amendment
must increase the total number of claimsto be more
than both of these limits, in order for the “totd
excess claimsfee’ to apply.

The following examplesillustrate the
application of the excess claims feesin a patent
(non-small entity) to be reexamined containing six
independent claims and thirty total claims:

(A) No excessclaimsfeeisdueif the patent
owner cancelsten claims, two of which are
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independent, and adds ten claims, two of which are
independent.

(B) The 37 CFR 1.20(c)(3) excess independent
claims fee for a seventh independent claim isdue if
the patent owner cancels ten claims, two of which
areindependent, and adds ten claims, three of which
are independent.

(C) The 37 CFR 1.20(c)(4) excesstota claims
feefor athirty-first claimis dueif the patent owner
cancels ten claims, two of which are independent,
and adds eleven claims, two of which are
independent.

(D) The 37 CFR 1.20(c)(3) excess independent
claims fee for a seventh independent claim and the
37 CFR 1.20(c)(4) excesstotal claimsfeefor a
thirty-first claim are due if the patent owner cancels
ten claims, two of which are independent, and adds
eleven claims, three of which are independent.

A claim that has been disclaimed under 35 U.S.C.
253 and 37 CFR 1.321(a) as of the date of filing of
the request for reexamination is not considered to
be a claim in the patent under reexamination for
purposes of excess claimsfee calculations. The same
appliesto aclaim canceled viaaprior Reexamination
Certificate, reissue patent, or Certificate of
Correction.

If the excess claims fees required by 37 CFR
1.20(c)(3) and (c)(4) are not paid with the
presentation of the excess claims, a notice of fee
deficiency will be issued as a Notice of Defective
Paper In Inter Partes Reexamination, PTOL -2069.
A one-month time period will be set in the form
PTOL-2069 for correction of the defect, i.e., the fee
deficiency. An extension of time to correct the fee
deficiency may be requested under 37 CFR 1.956.
If the unpaid excess claimsfeesrequired by 37 CFR
1.20(c)(3) and (c)(4) are not paid within the time
period set for response to the Notice, the prosecution
of the reexamination proceeding will be terminated
under 37 CFR 1.957(b) or limited under 37 CFR
1.957(c) (as is appropriate for the particular case),
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to effect the “abandonment” set forth in 37 CFR
1.20(c)(5).

2666.05 Third Party CommentsAfter Patent
Owner Response [R-07.2015]

37 CFR 1.947 Comments by third party requester to patent
owner’'sresponsein inter partesreexamination.

Each time the patent owner files aresponse to an Office action
on the merits pursuant to § 1.945, athird party requester may
once file written comments within a period of 30 days from the
date of service of the patent owner’sresponse. These comments
shall belimited to i ssuesraised by the Office action or the patent
owner’s response. The time for submitting comments by the
third party requester may not be extended. For the purpose of
filing the written comments by the third party requester, the
comments will be considered as having been received in the
Office as of the date of deposit specified in the certificate under
§18.

37 CFR 1.948 Limitationson submission of prior art by third
party requester following the order for inter partes
reexamination.

(a) After theinter partes reexamination order, the third
party requester may only cite additional prior art as defined
under § 1.501 if it isfiled as part of a comments submission
under § 1.947 or § 1.951(b) and is limited to prior art:

(1) which isnecessary to rebut afinding of fact by the
examiner;

(2) whichisnecessary to rebut aresponse of the patent
owner; or

(3) whichfor thefirst time became known or available
to the third party requester after the filing of the request for
inter partes reexamination proceeding. Prior art submitted under
paragraph (a)(3) of this section must be accompanied by a
statement as to when the prior art first became known or
available to the third party requester and must include a
discussion of the pertinency of each reference to the patentability
of at least one claim.

(b) [Reserved].
I. TIMELINESS

A third party requester may once file written
comments on any patent owner responseto an Office
action, during the examination stage of an inter
partes reexamination proceeding. The third party
requester comments must be filed within a period
of 30 days from the date of service of the patent
owner’'s response on the third party reguester. 37
CER 1.947. The date that the Office receives the
patent owner’s response has no bearing on the time
period for which the third party requester must file
the comments.
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The certificate of mailing and the certificate of
transmission procedures (37_CFR 1.8), and the
Priority Mail Express® mailing procedure (37 CFR
1.10), may be used to file comments. Any comments
by thethird party requester must be served upon the
patent owner in accordance with 37 CFR 1.248. See
also MPEP § 2666.06.

If the third party requester comments are filed after
30 days from the date of service of the patent
owner’s response on the third party requester, the
comments will not be considered. See 37 CFR

1.957(a).

The following specia circumstance is to be noted.
It may happen that a patent owner files a response
to an Office action and the page length of the
response exceeds the page length set by 37 CFR
1.943(b). Accompanying the response is a petition
under 37 CFR 1.183 requesting waiver of the 37
CFR 1.943(b) requirement. Until such a 37 CFR
1.183 petition to waive the page length is granted,
or a page length compliant response is filed (if the
37 CFR 1.183 petition is not granted), the patent
owner response isincomplete. Pursuant to MPEP §
2666.40, “[a]fter the owner compl etes the response,
the examiner will wait two months from the date of
service of the patent owner’'s completion of the
response, and then take up the case for action, since
the 30 days for the third party requester comments
on the response as completed will have expired by
that time. The third party requester may file
comments on the response as completed...The
response as completed is treated as a new response
on-the-merits to the Office action; thus, the third
party requester is entitled to file comments and has
30 days to do so.” Based on the above, at the time
the 37 CFR 1.183 petition is granted, the patent
owner response becomes complete with its content
being set in place, and the requester has 30 daysfrom
the date of the decision granting the 37 CFR 1.183
petition to file acomment paper pursuant to 37 CFR
1.947 . However, if the Office finds that patent
owner’s response is compliant with the page length
set by 37 CFR 1.943(b) and that a waiver under 37
CFR 1.183 is not necessary, requester will not be
granted additional time to submit comments as the
30 day time period is set by statute. Therefore,
requester isadvised to file commentswithin 30 days
from the date of service of patent owner’s response
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to preserve their right to comment. If the comments
exceed the page length set by 37 CFR 1.945(b), then
the comments should be accompanied by a petition
under 37 CFR 1.183 requesting waiver of the page
length requirement of 37 CFR 1.948(b) to the extent
that entry of the accompanying comment paper is
permitted. Alternatively, the comments could request
that if the patent owner’s petition under 37 CFR
1.183 is granted, then the accompanying comments
should not be entered, and the requester’s comment
period be re-set to run 30 days from the date the
patent owner filed a proper response (e.g., the
mailing date of the decision granting patent owner’s
petition under 37 CFR 1.183 or submission of a
corrected response).

When the requester takesissue with the page length
of the patent owner’s response and the patent owner
has not filed a petition requesting waiver of the page
length requirement, the requester may filea37 CFR
1.181 petition to expunge an improper paper that
was entered into the IFW record, accompanying its
comments on patent owner’s response (which must
be filed within 30 days from the date of service of
the response). The 37 CFR 1.181 petition may
request that (A) if the patent owner response is
expunged, then the accompanying comments should
not be entered, and the requester’s comment period
be re-set to run 30 days from the date of service of
a corrected patent owner response, and (B) if the
petition to expunge is denied/dismissed, then the
comments accompanying the petition should be
entered and that 37 CFR 1.943(b) be waived to the
extent that entry of the accompanying comment
paper is permitted.

Il. CONTENT

Thethird party requester comments must be directed
to points and issues covered by the Office action
and/or the patent owner’s response. The written
comments filed by a third party requester should
specify the issues and pointsin the Office action or
the patent owner’ s response to which each comment
is directed. Thus, the third party requester should
(1) set forth the point or issue, (2) state the page of
the Office action and/or the patent owner response
where the point or issue is recited, and (3) then
present the third party requester’s discussion and
argument as to the point or issue. If thisis not done
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by the third party requester, the comments should
not be held defective if the examiner can ascertain
that all of the comments filed by the third party
requester are directed to the issues and pointsin the
Office action and/or the patent owner’s response.

Third party requester commentsare limited to issues
covered by the Office action or the patent owner’s
response. New prior art can be submitted with the
comments only where the prior art (A) is necessary
to rebut a finding of fact by the examiner, (B) is
necessary to rebut a response of the patent owner,
or (C) for the first time became known or available
to the third party requester after the filing of the
regquest for inter partes reexamination.

Asto item (A) above, 37 CFR 1.948(a)(1) permits
the requester to provide new prior art rebutting the
examiner’s interpretation/finding of what the art of
record shows. However, a statement in an Office
action that a particular claimed feature is not shown
by the prior art of record (which includes references
that were cited by requester) does NOT permit the
requester to then cite new art to replace the art
originally advanced by requester. Such asubstitution
of anew art for the art of record is not a rebuttal of
the examiner’s finding that a feature in question is
not taught by the art of record. Rather, such a
substitution would amount to arebuttal of afinding
that afeature in question is not taught by any art in
existence. A finding that the feature in question is
not taught by any art in existence could not
redistically be made for the reexamination
proceeding, since the proceeding does not include a
comprehensive validity search, and such was not
envisioned by Congress as evidenced by the 35
U.S.C. 314(c) mandate that reexamination
proceedings are to be conducted in the Office with
specia dispatch.

Asto item (B) above, 37 CFR 1.948(a)(2) permits
the requester to provide a new proposed rejection,
where such new proposed rejection is necessitated
by patent owner's amendment of the claims.
Analogous to item (A) above, a statement by the
patent owner that a particular claimed feature is not
shown, or is not obvious, by the prior art of record
does NOT permit the requester to then (for
unamended claims) cite newly-presented prior art
to show the particular claimed feature, or otherwise
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propose any new rejection to replace the originally
advanced proposed rejections in the reexamination
request. Such a substitution of a newly proposed
rejection for the original proposed rejection (for the
unamended claims) is not a rebuttal of the patent
owner's statement asserting that afeaturein question
is not taught, or is not obvious, by the art of record.
Rather, to rebut the patent owner's statement in
accordance with 37 CFR 1.947 and 1.948(a)(2), the
requester may cite newly presented art directed to
supporting the originally advanced proposed
rejection(s) made in the request for reexamination,
and include the new art as a supporting referencein
the existing rejection. For example, the newly
presented art may provide evidence that the
modification of the reference(s) in the originaly
advanced proposed rejection would be obvious.

Asto item (C) above, prior art submitted under 37
CFR _1.948(a)(3) must be accompanied by a
statement that explains the circumstances asto when
the prior art first became known or available to the
third party requester, including the date and manner
that the art became known or available, and why it
was not available earlier. The submission must aso
include a discussion of the pertinency of each
reference to the patentability of at least one claim.
It is to be noted that entry of prior art submitted
under 37 CFR 1.948(a)(3) does not, in and of itself,
allow for a proposed rejection based on that art.

In summary, newly presented patents and printed
publications (art) may be cited only in accordance
with items (A) — (C) above. A newly proposed
rejection based on the newly presented art, or on art
aready of record, may only be presented if the patent
owner has presented an amendment to the patent
claims, or proposed new claims, which necessitated
the newly proposed rejection. The third party
requester must present each newly proposed rejection
in compliance with the guidelines set forthin MPEP
§ 2617, since any such new proposed rejection stands
on the samefooting as a proposed rejection presented
with the request for reexamination, and is treated
the same way as to future Office actions and any
appeal. See MPEP 8§ 2617 as to the required
discussion of the pertinency of each referenceto the
patentability of at least one claim presented for the
newly submitted prior art. An explanation pursuant
to the requirements of 35 U.S.C. 311 of how the art
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is applied is no less important at this stage of the
prosecution, than it iswhen filing the request. (It is
to be understood that arejection may be“ proposed”
by requester if the examiner withdrew that rejection
in a prior Office action, and this is the first time
requester has had an entry right to make it a
“proposed” rejection; however, such is not being
discussed here, since, athough it is “newly
proposed,” it is an old rejection to the case, based
on art already of record).

Where the third party requester written comments
are directed to matters other than issues and points
covered by the Office action or the patent owner’s
response, or where the prior art submitted with the
comments does not satisfy at least one of (A) - (C)
above, the written comments are improper. If the
written comments areimproper, the examiner should
return the written comments (the entire paper) with
an explanation of what isnot proper; if the comments
have been scanned into the Image File Wrapper
(IFW) for the reexamination proceeding prior to the
discovery of the impropriety, they should be
expunged from the record, with notification being
sent to the third party requester. If the comments
werefiled prior to the mailing of an Action Closing
Prosecution (e.g., in response to a non-final Office
action), the notification to the third party requester
may provide atime period of fifteen (15) days for
the third party requester to rectify and refile the
comments. If, upon the second submission, the
comments are still not proper, the commentswill be
returned to third party requester with an explanation
of what isnot proper, and at that point the comments
can no longer be resubmitted. The loss of right to
submit further comments applies only to the patent
owner response at hand. See MPEP § 2666.20. To
the extent that 37 CFR 1.947 providesthat the third
party requester “may once” file written comments,
that provision is hereby waived to the extent of
providing thethird party requester the one additional
opportunity to remedy acomments paper containing
merits-content that goes beyond what is permitted
by therules; 37 CFR 1.947 is not waived to provide
any further opportunity in view of the statutory
regquirement for special dispatch in reexamination.

Any replacement comments submitted in response
to the notification must be strictly limited to (i.e.,
must not go beyond) the comments in the original
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(returned) comments submission. No comments that
add to thosein the returned paper will be considered
for entry.

The above practice of giving thethird party requester
a time period of 15 days to rectify and refile
comments that are responsive but go beyond the
regulatory reguirements to the extent discussed
above should not be confused with the situation
where the third party requester files comments that
are late (untimely), or such comments are
“inappropriate” within the meaning of 37 CFR
1.957(a) and the time for response has expired.
Where the comments are late or inappropriate, an
additional 15 daysisnot given; rather, the comments
must be refused consideration pursuant to 37 CFR

1.95/(a).

The third party requester is not permitted to file
further papers to supplement the third party
requester’s written comments. Any such improper
supplemental commentswill not be considered, and
will be returned. A third party requester may,
however, file written commentsto any supplemental
response filed by the patent owner.

See MPEP § 2666.20 for the situation where athird
party requester elects not to file written comments
on a patent owner response.

Where the patent owner does not respond to an
Office action, the third party requester is prohibited
from filing written comments under 37 CFR 1.947.

Note that a prior art citation which is proper under
37 CFR 1.501 and is submitted by any party as a
separate paper and does not include argument and
comments and does not go to the merits of the case,
will not be returned, but rather will be stored until
the ongoing reexamination proceeding is concluded.
See MPEP 88 2204 and 2206. Also note that prior
art returned by the examiner in connection with the
third party reguester comments as discussed above
can be resubmitted as a separate prior art citation
under 37 CFR 1.501, and it will be stored until the
ongoing reexamination proceeding is concluded.

Rev. 07.2015, October 2015



§ 2666.06

1. EXAMINER WITHDRAWSA GROUND OF
REJECTION

If the examiner withdraws a ground of rejection at
any time in the prosecution of the inter partes
reexamination proceeding, the following guidelines

apply:

(A) Where the examiner withdraws a ground of
rejection originally initiated by the examiner, such
withdrawal should be clearly stated in the Office
action as a decision favorable to patentability with
respect to the withdrawn rejection. The third party
requester’s next set of comments that may be filed
(after a patent owner response to an action) may
propose the withdrawn rejection as a “rejection
proposed by the third party requester.” In the event
the patent owner failsto respond to al actions
leading to the Right of Appeal Notice (RAN),
including the Action Closing Prosecution (ACP),
and aRAN isthen issued, the third party regquester
may appeal thiswithdrawal of rejection as afina
decision favorable to patentability. See 37 CFR
41.61(a)(2). Likewise, where the rgjection isfirst
withdrawn in the RAN, there will be no requester
opportunity to comment prior to appeal, and the
requester may appeal thiswithdrawal of rejectionin
the RAN as afina decision favorableto
patentability.

(B) Wherethe claims _have not been amended
and the examiner withdraws a ground of rejection
previously proposed by the third party requester
(e.g., based on patent owner’s argument or evidence
submitted), the examiner should treat the issue asa
rejection proposed by the third party requester that
the examiner refuses to adopt.

(C) Generally (subject to the below-stated
exception), where the claims have been amended
and the examiner withdraws a ground of rejection
previously proposed by thethird party requester, this
isnot arefusal of the examiner to adopt theregjection
proposed by the requester, since the rejection was
never proposed as to the amended claims. The third
party requester’'s next set of comments that may be
filed (after a patent owner response to an action)
may propose the withdrawn rejection asa“rejection
proposed by the third party requester” asto the
amended claims. In the event the patent owner fails
to respond to al actions leading to the RAN,
including the ACP, and a RAN isthen issued, the
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third party requester may appeal thiswithdrawal of
rejection as afinal decision favorable to
patentability. See 37 CFR 41.61(2)(2). Likewise,
where the rejection isfirst withdrawn in the RAN,
there will be no reguester opportunity to comment
prior to appeal, and the requester may appeal this
withdrawal of rejection in the RAN as afina
decision favorable to patentability.

(D) If aclaimisamended merely to include a
dependent claim that was previously subjected to a
proposed requester rejection, and the examiner
withdraws that ground of rejection as to the newly
amended claim, such would be arefusal to adopt the
third party requester’s previously proposed rejection
of the dependent claim. Thus, the examiner would
treat the issue as a rejection proposed by the third
party requester that the examiner refuses to adopt.

2666.06 Service of Papers[R-08.2012]

37 CFR 1.915 Content of request for inter partes
reexamination.
*kkkkk

(b) A request for inter partes reexamination must include
the following parts:

*kkkk

(6) A certification by the third party requester that a
copy of the request has been served in its entirety on the patent
owner at the address provided for in § 1.33(c). The name and
address of the party served must beindicated. If servicewas not
possible, aduplicate copy of the request must be supplied to the
Office.

*kkkk

37 CFR 1.903 Service of paperson partiesin inter partes
reexamination.

The patent owner and the third party requester will be sent copies
of Office actions issued during the inter partes reexamination
proceeding. After filing of a request for inter partes
reexamination by athird party requester, any document filed by
either the patent owner or the third party requester must be
served on every other party in the reexamination proceeding in
the manner provided in § 1.248. Any document must reflect
service or the document may be refused consideration by the
Office. The failure of the patent owner or the third party
requester to serve documents may result in their being refused
consideration.

Any paper filed with the Office, i.e., any submission
made, by either the patent owner or the third party
requester must be served on every other party in the
reexamination proceeding including any other third
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party requester that is part of the proceeding due to
merger of reexamination proceedings.

As proof of service, the party submitting the paper
to the Office must attach a certificate of service to
the paper. It isrequired that the certificate of service
set forth the name and address of the party served
and the method of service. Further, a copy of the
certificate of service must be attached with the copy
of the paper that is served on the other party.

Lack of service poses a problem, since, by statute
(35.U.S.C. 314(b)(2)), athird party requester must
file written comments within a period of 30 days
from the date of service of the patent owner's
response, in order to betimely. In any instance where
proof of service is not attached to a paper, a Notice
of Defective Paper (PTOL-2069) will be mailed to
the party, providing the party with atime period of
one month or 30 days, whichever is longer, to
complete the paper via a supplemental paper
indicating the manner and date of service.

If it is known that service of a submission was not
made, form paragraph 26.68 should be used to give
notice to the party that made the submission of the
reguirement for service under 37 CFR 1.903.

1 26.68 L ack of Serviceininter partesexamination-37 CFR
1.903

The submission filed [1] is defective because it appearsthat the
submission was not served on [2]. After the filing of arequest
for inter partes reexamination by a third party requester, any
document filed by either the patent owner or the third party
requester must be served on the other party (or parties where
two third party requester proceedings are merged) in the inter
partes reexamination proceeding in the manner provided in 37
CFR 1.248. See 37 CFR 1.903.

It is required that service of the submission be made, and a
certificate of service be provided to the Office, within ONE
MONTH from the date of thisletter or within thetime remaining
in the response period of the last Office action (if applicable),
whichever islonger.

Examiner Note:

1. Thisparagraph may be used where a submission to the
Office was not served asrequired in an inter partes
reexamination proceeding.

2. Inbracket 2, insert “patent owner” or “third party
requester,” whichever is appropriate.
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PTOL-2071 should be used as the cover sheet for
mailing the notice.

See MPEP § 2620 for service of the initial request
on the patent owner.

As pointed out above, the service provision of the
statute poses a problem, since, 35 U.S.C. 314(b)(2)
mandates that, in order to be timely, a third party
requester must file any written comments to the
patent owner’s response (to an Office action on the
merits) within a period of 30 days from the date of
service of such patent owner's response.
Accordingly, if a patent owner’'s response to an
Office action on the merits that is served on a third
party requester is received by the third party
requester more than 5 business days after the date
of service set forth on the certificate of service, the
third party requester may submit averified statement,
specifying the date of actual receipt, as an attachment
to thethird party requester’'s comments. The date of
service will then be deemed by the Office to be the
date of actual receipt by the third party requester of
the patent owner’s response.

2666.07
-2666.09 [Reserved]

2666.10 Patent Owner Does Not Respond to
Office Action [R-11.2013]

37 CFR 1.957 Failuretofileatimely, appropriate or complete
response or comment in inter partes reexamination.

(a) If thethird party requester files an untimely or
inappropriate comment, notice of appeal or brief inan inter
partes reexamination, the paper will be refused consideration.

(b) If no claims are found patentable, and the patent owner
failstofileatimely and appropriate responsein an inter partes
reexamination proceeding, the prosecution in the reexamination
proceeding will be aterminated prosecution and the Director
will proceed to issue and publish a certificate concluding the
reexamination proceeding under § 1.997 in accordance with the
last action of the Office.

(c) If claimsare found patentable and the patent owner fails
tofileatimely and appropriate response to any Office actionin
an inter partes reexamination proceeding, further prosecution
will be limited to the claims found patentable at the time of the
failure to respond, and to any claims added thereafter which do
not expand the scope of the claimswhich werefound patentable
at that time.
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(d) When action by the patent owner isa bona fide attempt
to respond and to advance the prosecution and is substantially
a compl ete response to the Office action, but consideration of
some matter or compliance with some requirement has been
inadvertently omitted, an opportunity to explain and supply the
omission may be given.

I. OFFICEACTIONPRIORTOACTIONCLOSING
PROSECUTION

If the patent owner fails to file atimely response to
any Office action prior to an Action Closing
Prosecution (ACP), it will result in the following
conseguences set forth in 37 CFR 1.957(b) or (c):

(A) Where there were no claims found
patentabl e in the Office action, the examiner will
issue a Notice of Intent to Issue Inter Partes
Reexamination Certificate (NIRC) terminating
prosecution and indicating the status of the claims
as canceled. See MPEP § 2687.

(B) Whereat least one claimisfound patentable,
all future prosecution will be limited to the claim(s)
found patentabl e at thetime of thefailureto respond
and to claims which do hot expand the scope of the
claim(s) found patentable at that time. The patent
owner will not be permitted to add claims broader
in the scope than the patentable claimswhich remain
in the proceeding at the time of the patent owner’s
failureto timely respond. The examiner will proceed
to issue an ACP indicating that:

(1) Any claimsunder rejection or objection
are withdrawn from consideration and will be
canceled upon publication of the certificate; and

(2) Prosecutionwill belimited to the claim(s)
found patentable at the time of thefailureto respond
and to claims which do not expand the scope of the
claim(s) found patentable at that time.

The ACP will set a period for the patent owner
response and the third party requester comments
under 37 CFR 1.951. See also MPEP 8§ 2671.02
and 2671.03.

1. ACTION CLOSING PROSECUTION

A response to an ACP is not required. Where the
patent owner does not respond to an ACP, the Office
will issue an Right of Appea Notice (see MPEP
8§ 2673.02) in due course. Accordingly, the
consequences of 37 CFR 1.957(b) and (c), do NOT
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apply to the patent owner’s failure to respond to an
ACP.

1. RIGHT OF APPEAL NOTICE AND APPEAL

Wherethe patent owner failsto make atimely appeal
after the issuance of a Right of Appeal Notice, or
whereatimely patent owner’s appeal is subsequently
dismissed, the following consequences would result:

(A) If noclaim wasfound patentable at thetime
that the patent owner fails to take the timely action,
aNIRC will immediately be issued. See MPEP §
2687.

(B) Where at least one claim was found
patentable and the third party requester does not
appedl, or failsto continueits appeal , the prosecution
of the reexamination proceeding should be
terminated. In order to do so, aNIRC will beissued.
See MPEP § 2687.

(C) Where at least one claim was found
patentabl e and the third party appellant continuesits
appeal, the claimsin the proceeding will be limited
to the claim(s) found patentable at the time that the
patent owner fails to take the timely action, and all
other claims will be withdrawn from consideration
pending cancellation of same when the NIRC is
issued. Any future prosecution is limited to the
claims that do not expand the scope of the claim(s)
found patentable at that time.

IV. FAILURE OF THIRD PARTY REQUESTER
TOTIMELY SUBMIT PAPER

See MPEP 8§ 2666.20 for a discussion of the
consequences where the third party requester fails
to timely submit a paper where atime period is set
for same.

2666.11
-2666.19 [Reserved]

2666.20 Third Party Does Not Comment
After Patent Owner Response [R-07.2015]

37 CFR1.957 Failuretofileatimely, appropriateor complete
response or comment in inter partes reexamination.
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(a) If thethird party requester files an untimely or
inappropriate comment, notice of appeal or brief inan inter

partes reexamination, the paper will be refused consideration.
*kkkk

Where a third party requester does not timely file
written comments on a patent owner response, any
subsequent submission of comments on that
response will be refused consideration. The third
party requester does not, however, lose any rights
asto commenting on future patent owner responses.
The failure to file the comments applies only to the
specific response which the third party requester
elects not to comment upon.

Note that where the third party requester did not file
comments on a patent owner response that was
determined by the Office to be incomplete and the
Office provides the patent owner additional timeto
complete the response, the third party requester may
file comments on the response once it is completed
(by patent owner’'s submission of a supplemental
response), provided the comments are filed within
30 daysfrom the date of service of the supplemental
response. However, where only afee (other than an
excess claims fee to support an amendment) is
needed to complete the response, the third party
requester may not file comments after the fee is
submitted;, see MPEP_§ 2666.40 for a detailed
discussion.

Wherethethird party requester failsto make atimely
appeal or the third party requester's appeal is
dismissed, the third party requester loses further
rights as the appellant in the appeal. However,
where a patent owner appellant continuesits appeal,
the third party requester as the respondent can file
a respondent brief. Also, the third party requester
can enter the appeal pursuant to 37 CFR 41.77(c)
and (e) (submission after a Board decision). See
MPEP § 2682. In addition, the third party requester
can comment on any subsequent patent owner
response to any Office action, where the action is
issued after the appeal .

Wherethethird party requester failsto timely appeal,
or the requester’s appeal isdismissed, and no other
appeal ispending in the proceeding, the prosecution
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of the reexamination proceeding should be
terminated by the issuance of aNIRC.

2666.21
-2666.29 [Reserved]

2666.30 Submission Not Fully Responsiveto
Non-final Office Action [R-07.2015]

37 CFR1.957 Failuretofileatimely, appropriate or complete

response or comment in inter partes reexamination.
*kkkk

(d) When action by the patent owner isa bona fide attempt
to respond and to advance the prosecution and is substantially
a complete response to the Office action, but consideration of
some matter or compliance with some requirement has been
inadvertently omitted, an opportunity to explain and supply the
omission may be given.

A response by the patent owner will be considered
not fully responsive to a non-final Office action
where abona fide response to an examiner’s Office
action isfiled beforethe expiration of the permissible
response period but through an apparent oversight
or inadvertence, some point necessary to a full
response has been omitted (i.e, appropriate
consideration of a matter that the action raised, or
compliance with some requirement, has been
omitted). In this situation, the prosecution of the
reexamination proceeding should not be terminated.
Rather, the examiner may, pursuant to 37 CFR
1.957(d), treat the patent owner submission which
is not fully responsive to an Office action by:

(A) waiving the deficiencies (if not serious) in
the response and acting on the patent owner
submission;

(B) treating the amendment/response as an
incomplete response to the Office action and
notifying the patent owner (viaawritten notification
action pursuant to 37 CFR 1.957(d)) that the
response must be completed within the period for
response set in the notification action (or within any
extension pursuant to 37 CFR 1.956)) to avoid
termination of the prosecution (pursuant to 37 CFR
1.957(b)) or limiting prosecution of the claimsto
those found patentable (pursuant to 37 CFR

1.957()).
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Discussion of Option (A). Where a patent owner
submission responds to the rejections, objections,
or requirements in an Office action and isa bona
fide attempt to advance the reexamination proceeding
to final action, but containsaminor deficiency (e.g.,
fals to treat every rejection, objection, or
reguirement), the examiner may simply act on the
amendment and issue a new Office action. The new
Office action may simply reiterate the rejection,
objection, or requirement not addressed by the patent
owner submission, or the action may indicate that
such rejection, objection, or requirement isno longer
applicable. In the new Office action, the examiner
will identify the part of the previous Office action
which was not responded to and clearly indicate
what is needed. This course of action would not be
appropriate in instances in which a patent owner
submission contains a serious deficiency (e.g., the
patent owner submission does not appear to have
been filed in response to the Office action).

Discussion of Option (B). Where the patent owner’s
submission contains a serious deficiency, i.e,
omission, to be dealt with prior to issuing an action
on the merits and the period for response has expired,
or there is insufficient time remaining to take
corrective action before the expiration of the period
for response, the patent owner should be notified of
the deficiency and the correction needed, and given
a new time period for response (usually one month)

pursuant to 37 CFR 1.957(d). The patent owner must
then supply the omission within the new time period
for response or any extensions under 37 CFR 1.956
thereof to avoid termination of the prosecution
(pursuant to 37 CFR 1.957(b)) or limiting
prosecution of the claims to those found patentable
(pursuant to 37 CFR 1.957(c)). In this situation, the
reguester has thirty days from the date of service of
patent owner’s corrected or supplemental response
to file comments, unless only a fee (other than an
excess claims fee to support an amendment) is
needed to complete the response. See MPEP _§
2666.40 for a detailed discussion.

Form paragraph 26.06 may be used where option
(B) isemployed by the examiner to obtain correction
of the deficiency.

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

9 26.06 Submission Not Fully Responsive to Office Action

The communication filed on [1] is not fully responsive to the
prior Office action. [2]. The response appears to be bona fide,
but through an apparent oversight or inadvertence, consideration
of some matter or compliance with some requirement has been
omitted. Patent owner is required to supply the omission or
correction to thereby provide afull response to the prior Office
action.

A shortened statutory period for response to this letter is set to
expire (8) ONE MONTH, or THIRTY DAYS (whichever is
longer), from the mailing date of this|etter, or (b) after the due
date for response to the last Office action, whichever of (a) or
(b) is longer. THE PERIOD FOR RESPONSE SET IN THIS
LETTER MAY BE EXTENDED UNDER 37 CFR 1.956.

If patent owner failsto timely supply the omission or correction
and thereby provide a full response to the prior Office action,
the consequences set forth in 37 CFR 1.957(b) or (c) will result.
See MPEP § 2666.10.

Examiner Note:

1. Inbracket 2, the examiner should explain the nature of the
omitted point necessary to complete the response, i.e., what part
of the Office action was not responded to. The examiner should
also clearly indicate what is needed to correct the omission.

2. This paragraph may be used for a patent owner
communication that is not completely responsive to the
outstanding (i.e., prior) Office action. See MPEP § 2666.30.

3. Thispractice does not apply where there has been a
deliberate omission of some necessary part of a complete
response. See MPEP § 2666.30.

I. NONOTIFICATION BY TELEPHONE

It should be noted that the patent owner cannot
simply be notified by telephone that the omission
must be supplied within the remaining time period
for response. This notification would be an interview,
and interviews are prohibited in inter partes
reexamination. 37 CFR 1.955.

Il. FURTHER DISCUSSION

The practice of giving the patent owner atime period
to supply an omission in a bona fide response
(pursuant to 37 CFR 1.957(d)) does not apply where
there has been a deliberate omission of some
necessary part of a complete response. It is
applicable only when the missing matter or lack of
compliance is considered by the examiner as being
“inadvertently omitted” pursuant to 37 CFR
1.957(d). Once an inadvertent omission is brought
to the attention of the patent owner, the question of
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inadvertence no longer exists. Therefore, a second
written notification action giving another new (one
month) time period to supply the omission would
not be appropriate. However, if the patent owner’'s
response to the notification of the omission raisesa
different issue of a different inadvertently omitted
matter, a second written notification action may be
given.

This practice authorizes, but does not require, an
examiner to givethe patent owner anew time period
to supply an omission. Thus, where the examiner
concludes that the patent owner is attempting to
abuse the practice to obtain additional timefor filing
aresponse, the practice should not be followed.

2666.31
-2666.39 [Reserved]

2666.40 Patent Owner Completion of
Response and Third Party Comments
Thereon [R-07.2015]

In most cases, the patent owner will have 30-days
or one month (whichever islonger) to complete the
response. After the owner completes the response,
the examiner will wait two months from the date of
service of the patent owner’'s completion of the
response, and then take up the case for action, since
the 30 days for the third party requester comments
on the response as completed will have expired by
that time.

The third party requester may file comments on the
Office action and the response as completed within
30 days of the date of service of the completed
response. Thisistrue whether or not the third party
requester filed comments on the original response
that was incomplete. Except as provided in the
paragraph below, the response as completed is
treated as anew response on-the-meritsto the Office
action; thus, the third party requester is entitled to
respond and has 30 daysto do so.

In some instances, the Office will mail a notice that
the original response is incomplete only because a
fee (other than afailure to pay excess claims fees)
is required for the patent owner to complete the

2600-85

§ 2666.50

response. |n theseinstances, any third party requester
comments must be filed within 30 days from the
date of service of the patent owner's original
response. The third party requester is not permitted
to file comments in response to the submission of
the fee, because the submission of afee clearly adds
nothing on the merits. An example of thiswould be
where a terminal disclaimer is newly required in a
reexamination proceeding and is submitted, but the
fee is inadvertently omitted. The response would
then be incomplete only as to the omitted fee. Any
third party requester comments on the response
including the terminal disclaimer must be filed
within 30 days from the date of service of the patent
owner’sresponse on thethird party requester. Where
the patent owner then completes the response by
paying the fee, the third party requester is not
permitted to then comment. However, if the patent
owner’'s response is not limited to the bare
submission of the fee, i.e, if the response also
includes argument, then the third party can comment
since the patent owner has addressed the merits of
the case.

In those instances where there is afailure to pay an
excess claimsfee by the patent owner, the new claim
“package’ in patent owner’s original request is not
entered until the excessclaimsfeeispaid. Therefore,
the requester cannot comment on the new claim
“package’ until patent owner files a supplemental
paper that paysthe required excessclaimsfee. Thus,
the third party requester comments may be filed
within 30 days from the date of service of the patent
owner’'s response or paper correcting the excess
claims fee deficiency.

2666.41
-2666.49 [Reserved]

2666.50 Examiner |ssuesNotice of Defective
Paper in Inter Partes Reexamination
[R-07.2015]

Even if the substance of a submission is complete,
the submission can dill be defective, i.e, an
“informal submission.” Defects in the submission
can be, for example:
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(A) The paper filed does not include proof of
service;

(B) The paper filed is unsigned;

(C) The paper filed is signed by a person who
is not of record;

(D) The amendment filed by the patent owner
does not comply with 37 CFR 1.530(d)-(j); or

(E) The amendment filed by the patent owner
does not comply with 37 CFR 1.20(c)(3) and/or

(©)(4).

Where a submission made is defective (informal),
form PTOL-2069 is used to provide notification of
the defects present in the submission. Form
PTOL-2069 is reproduced below. In many cases, it
is only necessary to check the appropriate box on
theform andfill in the blanks. However, if the defect
denoted by one of the entries on form PTOL-2069
needs further clarification (such as the specifics of
why the amendment does not comply with 37 CFR
1.530(d)-(j)), the additional information should be
set forth on a separate sheet of paper which is then
attached to the form PTOL-2069.

The defects identified in (A) through (E) above are
specifically included in form PTOL-2069. If the
submission contains a defect other than those
specifically included on the form, the “Other” box
ontheformisto be checked and the defect explained
in the space provided for the explanation. For
example, a response might be presented on easily
erasable paper, and thus, a new submission would
be needed.

Where both the patent owner response and the third
party comments are defective, a first form
PTOL-2069 should be completed for the patent
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owner (setting forth the defects in the patent owner
response), and asecond form PTOL -2069 compl eted
for thethird party requester (setting forth the defects
in the third party requester’s comments). A copy of
both completed forms would then be sent to al
parties.

A time period of one month or thirty days, whichever
is longer, from the mailing date of the form
PTOL-2069 or equivalent letter will be set in the
letter for correcting the defect(s), except as provided
in MPEP 88 2666.05 and 2667 . The patent owner
may request an extension of time to correct the
defect(s) under 37 CFR 1.956. The third party
requester, however, is barred from requesting an
extension of time by statute. 35 U.S.C. 314(b)(2).
If, in response to the notice, the defect still is not
corrected, the submission will not be entered. If the
failure to comply with the notice results in a patent
owner failure to file a timely and appropriate
responseto any Office action, the prosecution of the
reexamination proceeding generally will be
terminated or limited under 37 CFR 1.957
(whichever is appropriate).

If the defect in the patent owner response or the third
party requester comments is limited to a problem
with the signature, claim format, or some other
obvious defect (easily corrected), and such is noted
by the technical support staff of the CRU processing
the papers, then form PTOL-2069 may be issued to
notify parties of the defect, and obtain aresponse to
the form, prior to forwarding the case to the
examiner. Otherwise, the responsibility is with the
examiner to obtain the needed correction of the
defects in the papers, which defects are either
identified to the examiner by the CRU technical
support staff or noted independently by the examiner.
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2666.51-2666.59

Control No. Patent Under Reexamination

NOTICE RE DEFECTIVE PAPER IN

INTER PARTES REEXAMINATION | Examiner Art Unit

-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address. --

1.0 No proof of service is included with the paper filed by [] owner [] requester on . 37 CFR 1.248 and 1.903. Proof of
service is required within a time period of 30-days or one month from the date of this letter, whichever is longer. Failure to serve the
paper may result in the paper being refused consideration. If the failure to comply with this requirement results in a patent owner failure
to file a timely and appropriate response to any Office action, the prosecution of the reexamination proceeding will be terminated under
37 CFR 1.957(b) or limited under 37 CFR 1.957(c) (as is appropriate for the case).

2. The paper filed on by the [] owner [] requester is unsigned. A duplicate paper or ratification, properly signed, is
required within a time period of 30-days or one month from the date of this letter, whichever is longer. Failure to comply with this
requirement will result in the paper not being considered. If the failure to comply results in a patent owner failure to file a timely and
appropriate response to any Office action, the prosecution of the reexamination proceeding will be terminated under 37 CFR 1.957(b) or
limited under 37 CFR 1.957(c) (as is appropriate for the case).

3. The paper filed on by the [] owner [] requester is signed by who is not of record. A ratification or a new power
of attorney with a ratification, or a duplicate paper signed by a person of record, is required within a time period of 30-days or one month
from the date of this letter, whichever is longer. Failure to comply with this requirement will result in the paper not being considered. If
the failure to comply results in a patent owner failure to file a timely and appropriate response to any Office action, the prosecution of the
reexamination proceeding will be terminated under 37 CFR 1.957(b) or limited under 37 CFR 1.957(c) (as is appropriate for the case).

4.1 The amendment filed by owner on , does not comply with 37 CFR 1.530. Patent owner is given a time period of 30-
days or one month from the date of this letter, whichever is longer, to correct this informality, or the prosecution of the reexamination
proceeding will be terminated under 37 CFR 1.957(b) or limited under 37 CFR 1.957(c) (as is appropriate for the case). The amendment
will not be entered, although the argument therein will be considered as it applies to the proceeding without the amendment, should the
prosecution be limited under 37 CFR 1.957(c).

5. The amendment filed by owner on , does not comply with 37 CFR []1.20(c)(3) and/or []1.20(c)(4), as to excess claim
fees. Patent owner is given a time period of 30-days or one month from the date of this letter, whichever is longer, to correct this fee
deficiency, or the prosecution of the reexamination proceeding will be terminated under 37 CFR 1.957(b) or limited under 37 CFR
1.957(c) (as is appropriate for the case), to effect the “abandonment” set forth in 37 CFR 1.20(c)(5).

6.[] Other:
NOTE: PATENT OWNER EXTENSIONS OF TIME ARE GOVERNED BY 37 CFR 1.956. NO EXTENSION OF TIME IS
PERMITTED FOR THIRD PARTY REQUESTER. 35 U.S.C. § 314(b)(2).

All correspondence relating to this inter partes reexamination proceeding should be directed to the Central
Reexamination Unit at the mail, FAX, or hand-carry addresses given at the end of this Office action.

U.S. Patent and Trademark Office Paper No.
PTOL-2069 (7/05)

2666.51
-2666.59 [Reserved]
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2666.60 Response by Patent Owner/Third
Party to Notice of Defective Paper
[R-07.2015]

The patent owner and/or the third party requester
will be given a time period of one month or thirty
days, whichever islonger, from the mailing date of
the notice of defective paper, except as provided in
MPEP 88 2666.05 and 2667, or the time remaining
in the response/comments period set in the last
Office action to correct the defect in a submission.
If, in response to the notice, the defect still is not
corrected, the submission will not be entered. If the
failure to comply with the notice results in a patent
owner failure to file a timely and appropriate
response to any Office action, the prosecution of the
reexamination proceeding will be terminated under
37 CFR 1.957(b) or limited under 37 CFR 1.957(c)
(asis appropriate for the case).

After the patent owner or the third party requester
has provided a submission directed solely to
correcting the defect, the other party isnot permitted
to comment on the submission correcting the defect
if the submission correcting the defect is directed to
form and does not go to the merits of the case. This
would bethe case, for example, wherethefailureto
provide asignature on an affidavit or a certificate of
service, or thefailure to pay afee (other than excess
claimsfee), is corrected.

In the case of correcting a defective amendment or
paying an excess claims fee, however, other issues
come into play. For example, new claims 10-20 are
improperly presented in a patent owner response
(e.g., not properly underlined) and form PTOL-2069
(Box 4) is used to notify the patent owner that the
claim amendments are not entered and the need to
correct this defect. In this situation, until the defect
is corrected, claims 10-20 do not yet exist in the
proceeding for the third party requester to comment
on. Likewise, any argument that was directed to such
claimsis not truly ripe for the third party requester
comment. After the patent owner correctsthe defect,
claims 10-20 comeinto existence in the proceeding,
and the argument presented by the patent owner
becomes relevant. At this point, the third party
requester has a right to provide comments in
response to the Office action and patent owner’s
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argument, whether or not the argument that was
included in the original patent owner submission is
re-presented with the paper correcting the defect.
Thus, any third party requester comments submitted
either in responseto the patent owner’sinitial paper
(presenting the informal claims) or in response to
the patent owner’s supplemental paper (correcting
theinformality) will be considered by the examiner.

Any submission correcting the defect which provides
a discussion of the merits should (A) set forth that
discussion separately from the portion of the
response that corrects the defect, and (B) clearly
identify the additional discussion as going to the
merits. The additional discussion going to the merits
must, in and of itself, have an entry right, or the
entire submission will be returned to the party that
submitted it, and one additional opportunity (30-days
or one month, whichever islonger) will be provided,
to correct the defect without a discussion of the
merits. If the portion directed to the merits is not
clearly delinested and identified, the entire
submission may be returned to the party that
submitted it, and one additional opportunity (30-days
or one month, whichever islonger) isthen given for
that party to correct the defect without intermixed
discussion of the merits. The examiner may,
however, choose to permit entry of such a paper.

2667 Handling of I nappropriateor Untimely
Filed Papers[R-07.2015]

37 CFR 1.939 Unauthorized papersin inter partes
reexamination.

(a) If an unauthorized paper isfiled by any party at any
time during the inter partes reexamination proceeding it will
not be considered and may be returned.

(b) Unless otherwise authorized, no paper shall be filed
prior totheinitial Office action on the meritsof the inter partes
reexamination.

The applicable regulations (such as 37 CFR 1.501,
1.902 and 1.905, 1.948 and 1.939) provide that
certain types of correspondence will not be
considered. Whenever reexamination correspondence
isreceived, adecision isrequired of the Officeasto
the action to be taken on the correspondence based
on what type of paper it is and whether it istimely.
In certain instances, the submitted correspondence
(submission) will be entered into the reexamination
file and be considered. In other instances, the
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correspondence  will be entered into the
reexamination file, but will not be considered. In
still other instances, the correspondence will not be
entered into the reexamination file and will be
returned to the party that sent it. The return of certain
inappropriate submissions, not being considered,
reducesthe amount of paper which would ultimately
have to be scanned into the record. Where an
inappropriate (unauthorized, improper) paper has
already been scanned into the Image File Wrapper
(IFW) of the reexamination proceeding before
discovery of the inappropriate nature of the paper,
the paper cannot be physically returned to the party
that submitted it. Instead, the paper will be
“returned” by expunging it, i.e., by marking the
paper as“non-public” and “ closed” so that the paper
does not appear in the active IFW record with the
other active papers that comprise the public record
of the reexamination proceeding.

Where papers are filed during reexamination
proceedings which areinappropriate because of some
defect, such papers will be expunged from the
officia file by marking the papers “closed” and
“non-public”.

I. TYPES OF PAPERS EXPUNGED WITH
APPROVAL OF THE CENTRAL
REEXAMINATION UNIT DIRECTOR OR SPRS

A. Filed by Patent Owner
1. Premature Response/Comments by Patent Owner

Any response/comments asto materials of record or
any amendment filed by the patent owner prior to
the first Office action is premature and will not be
considered, and will be expunged. 37 CFR 1.939.
Where a paper isto be expunged based on the above
reason, and the paper is not accompanied by a
petition under 37 CFR 1.182 or 1.183, the CRU
Director or SPRSwill expungethe paper. Wherethe
submission is accompanied by a petition under 37
CFR 1.182 or 1.183, the reexamination proceeding
should be addressed in the Office of Patent Legal
Administration (OPLA) to issue a decision on the
petition.

Any petition requesting merger of a reexamination
with a reexamination or reissue, or a stay of a
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reexamination or reissue in place of merger, that is
filed prior the order to reexamine (37 CFR 1.931)
will be expunged and will not be considered. See
M PEP 8§ 2686.01 and 2686.03. The reexamination
proceeding should be addressed in OPLA toissuea
decision on the petition.

2. ResponselsToo Long

Where the length of the patent owner submission
exceeds that permitted by 37 CFR 1.943, the
submission is improper. Accordingly, pursuant to
37 CFR 1.957(d), if the submission is made prior to
the mailing of an ACP, a Notice will be mailed to
the patent owner. The Notice will be issued by the
examiner and will permit the patent owner to
exercise one of the following two options:

(A) Submit are-drafted response that does not
exceed the page limit set by 37 CFR 1.943; or

(B) Fileacopy of the supplemental response
with pages redacted to satisfy the 37 CFR 1.943 page
[imit requirement.

The Noticewill set aperiod of 15 daysfromthedate
of the notice to respond. If no responseis received,
the improper (too-long) patent owner submission
will not be considered. If the submission was
necessary to respond to an outstanding Office action,
the prosecution of the reexamination proceeding is
either terminated pursuant to 37 CFR 1.957(b) or
limited pursuant to 37 CFR 1.957(c). Any previously
submitted third party comments in response to this
improper (too-long) patent owner submission would
also not be considered, as being moot, since the
patent owner did not in fact respond to the Office
action in accordance with the rules.

If aresponse to the Notice is received, then under
37 CFR 1.947, the third party requester may once
file written comments, limited to issues raised by
the Office action or the patent owner’s response to
the Notice, within 30 days from the date of service
of the patent owner’s response to the Natice.

With respect to the length of the papers, the
following additional information is to be noted.
Similar to the Federal Rules of Appellate Procedure,
the provisions of 37 CFR 1.943(c) are waived to the
extent that the table of contents pages, the table of
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case law pages, and the pages of the claims (but not
claim charts applying the art to the claims) are
excluded from the page limits that are set forth by
37 CFR 1.943(c). The claims appendix is expressly
excluded from the length (see 37 CFR 1.943(c)).
Also, the sections of the appellant and respondent
briefsrequired under 37 CFR 41.67(c)(1)(i)-(iv) and
(ix)-(xi) and 37 CFR 41.68(b)(1)(i) - 37 CFR
41.68(b)(1)(iv) and (viii)-(xi) respectively (i.e., Real
Party in Interest, Related Appealsand I nterferences,
Status of Claims, Status of Amendments, Evidence
Appendix, Related Proceedings Appendix, and
Certificate of Service) are excluded from the page
limitsthat are set forth by 37 CFR 1.943(c). Sections
areexcluded if and only if those sections are limited
to theinformation required by those sections. If other
information isincluded, the entire page count of the
section containing such other information will be
included.

Any affidavit or declaration (or a clearly defined
portion thereof) that contains opinion(s) of the
affiant/declarant, or argument(s) that the art either
does or does not anticipate or render obvious the
claims, or specific claim elements, of the patent
under reexamination, is considered to be part of the
comments submitted by the patent owner, or by the
third party requester, and is subject to the page limit
requirements of 37 CFR 1.943. Affidavits or
declarations that are excluded from the page limit
requirements include declarations attempting to
swear behind (antedate) thefiling date of areference,
or to establish the date of a printed publication;
declarations that provide comparative tests and
results and a scientific or technological analysis of
theresults; and other declarations which are limited
to establishing facts. However, if the patent owner's
affidavit or declaration includes any legal argument
as to how an outstanding/proposed rejection is
overcome, then the page(s) of the affidavit or
declaration in which the argument appearswould be
included against the page limit count. Likewise, if
a third party requester affidavit or declaration
includes any legal argument asto how arejectionis
supported, then the page(s) of the affidavit or
declaration in which the argument appearswould be
included against the page limit count. Similarly,
attached exhibits presenting data or drawings are not
included against the page limit count, unless an
exhibit or drawing includes argument as to how the
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outstanding rejection is overcome. Any page(s) of
the exhibit or sheet(s) of drawingsthat include such
argument would be included against the page limit
count.

3. Improper Patent Owner Response

The patent owner can only file once under 37 CFR
1.951(a). Any second or supplemental submission
after ACP by the patent owner will be expunged,
unless prosecution has been reopened. See MPEP
8§ 2672.

Where apaper isto be expunged based on the above
reason or other appropriate reasons, and the paper
isnot accompanied by apetition under 37 CFR 1.182
or 1.183, the CRU Director or the SPRS
will expunge the paper. Where a petition under 37
CFR 1.182 or 1.183 has been filed, the reexamination
proceeding should be addressed in OPLA toissuea
decision on the petition.

4. Improper Petition

Note that after an opposition to any patent owner
petition isfiled by athird party requester (regardless
of whether such opposition has an entry right or not),
any further patent owner paper in
opposition/rebuttal/response to the third party
opposition paper will not be considered and will be
expunged. There must be a limitation on party
iterations of input, especialy given the statutory
mandate for specia dispatch in reexamination.
Further, any petition requesting that an extension of
time be denied will be expunged, since athird party
requester does not have astatutory right to challenge
this discretionary procedural process in the
reexamination proceeding; whether or not the time
is extended clearly does not go to the merits of the
reexamination proceeding. The same would apply
to oppositionsasto requester petitionsfor accepting
late papers, e.g., an appeal brief, and the like. The
patent owner could, however, file a petition in
opposition to athird party requester's37 CFR 1.181
petition, to support the action taken by the Office,
since the Office has an unequivocal right to enforce
its rules and practice, and patent owner can explain
why the Office acted within itsright.
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B. Filed by Third Party Requester
1. Premature Commentsby Third Party Requester

Any comments filed by a third party requester
subsequent to the request for reexamination (i.e., not
part of it) and prior to the first Office action is
premature and will not be considered, and will be
expunged. 37 CFR 1.939. Any petition to stay a
reexamination proceeding because of aninterference
(MPEP § 2686.02), which is filed prior to the first
Office action in the reexamination proceeding will
be expunged and will not be considered.

Any submission of comments filed by athird party
reguester where the patent owner has not responded
to the outstanding Office action is premature, and it
will be expunged and will not be considered. 37 CFR
1.947.

Where a paper isto be expunged based on the above
reason, and the paper is not accompanied by a
petition under 37 CFR 1.182 or 1.183, the CRU
Director or the SPRSwill expunge the paper. Where
the premature submission is accompanied by a
petition under 37 CFR 1.182 or 1.183, the
reexamination proceeding should be addressed in
OPLA to issue a decision on the petition.

2. Submission IsToo Long

Where the length of the third party requester
submission exceedsthat permitted by 37 CFR 1.943,
the submission is improper. Accordingly, if the
submission is made prior to the mailing of an ACP,
aNotice will beissued by the examiner and mailed
tothethird party requester permitting the third party
requester to exercise one of the following two
options:

(A) Submit are-drafted submission that does
not exceed the page limit set by 37 CFR 1.943; or

(B) Fileacopy of the supplemental submission
with pagesredacted to satisfy the 37 CFR 1.943 page
limit requirement.

The Noticewill set aperiod of 15 daysfromthedate
of the noticeto respond to the notice. If no response
is received, the improper third party requester
submission will not be considered.

2600-91

§ 2667

For additional information with respect to the length
of the papers, see subsection 1.A.2. above, whichis
incorporated herein by reference.

3. Improper Comments

Where the third party requester comments are not
limited to the scope provided by the rules, they are
improper and will not be considered, and will be
expunged. 37 CFR 1.947 and 1.951(b). For example,
comments following the patent owner’s response to
afirst Office action must be limited to issues and/or
points covered by the first action and/or the patent
owner’s response (in accordance with 37 CFR
1.947); if they are not, they will be expunged. See
MPEP_§ 2666.05 for action to be taken by the
examiner.

For any third party requester comments containing
asubmission of prior art, the prior art must be limited
solely to prior art which is necessary to rebut a
finding of fact by the examiner, which is necessary
to rebut a response of the patent owner, or, which
for the first time became known or available to the
third party requester after the filing of the request
for inter partes reexamination. Prior art submitted
for the reason that it became known or available to
the third party requester for the first time after the
filing of the request for inter partes reexamination
must be accompanied by a statement asto when the
prior art first became known or availableto thethird
party requester and must include adiscussion of the
pertinency of each reference to the patentability of
at least one claim. If the prior art submission does
not satisfy at least one of the criteria noted above,
the submission is improper and will be expunged
and will not be considered. See MPEP § 2666.05 for
action to be taken by the examiner.

Supplemental third party requester comments are
improper since 37 CFR 1.947 states that comments
can “once” be filed. Such supplemental comments
are improper, will not be considered, and will be
expunged. However, supplemental third party
comments are permitted in response to the patent
owner’s completion of a response, even where the
initial third party comments were provided after the
incomplete patent owner response, unless patent
owner’s submission correcting the defect is solely
directed to form and does not go to the merits of the
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case (e.g. payment of afee other than excess claims
fee). Supplemental third party comments are also
permitted in response to a supplemental patent owner
response.

Thethird party requester can only respond to apatent
owner submission after an Action Closing
Prosecution (ACP), and may only do so once under
37 CFR 1.951(b). Any original third party requester
comments (where the patent owner does not respond)
or any second or supplemental responsive comments
after ACP are improper and will be expunged. See
MPEP § 2672.

Third party commentsin response to a patent owner
submission which does not respond to an Office
action are not permitted, since 37 CFR 1.947 only
permits commentsin response to the patent owner’s
response to an Office action. For example, where
the patent owner submits a new power of attorney,
the third party requester is not permitted to submit
a set of comments, because the patent owner
submission is not a response to an Office action. If
the third party requester does comment, it will be
expunged.

4. Improper Petition

Any petition to stay a reexamination proceeding
because of an interference (MPEP § 2686.02), which
is filed prior to the first Office action in the
reexamination proceeding will be expunged and will
not be considered. 37 CFR 1.939.

Any petition by a third party requester to stay a
reexamination proceeding because of aninterference
wherethethird party isnot aparty to theinterference
will be expunged and will not be considered. See
MPEP § 2686.02.

Any third party requester petition requesting merger
of a reexamination with a reexamination or an
application for reissue will not be considered. See
MPEP 8§ 2686.01 and 2686.03. Also, a petition by
the requester requesting that alater-filed case should
not be merged (see MPEP_§ 2640 “Second Or
Subsequent Request...”) will be expunged and will
not be considered, where it is filed prior the order
to reexamine. Prior to the order, such a petition is
not ripe for decision, because it is possible that

Rev. 07.2015, October 2015

MANUAL OF PATENT EXAMINING PROCEDURE

reexamination will not be granted and there will be
nothing to merge.

In all these situations, the reexamination proceeding
should be addressed in OPLA to issue adecision on
the petition.

Note that after an opposition to any third party
requester petition is filed by a patent owner
(regardless of whether such opposition has an entry
right or not), any further requester paper in
opposition/rebuttal/response to the patent owner
opposition paper will not be considered and will be
expunged. There must be a limitation on party
iterations of input, especialy given the statutory
mandate for specia dispatch in reexamination.
Further, any petition requesting that an extension of
time be denied will be expunged, since a requester
does not have a statutory right to challenge this
discretionary procedural processin the reexamination
proceeding; whether or not the time is extended
clearly doesnot go to the merits of the reexamination
proceeding. The same would apply to oppositions
asto petitionsfor revival of aterminated prosecution,
petitions challenging not making an action a final
rejection or an Action Closing Prosecution (ACP),
reopening prosecution, and entry of an amendment
after final rejection or ACP, and the like. The third
party requester could, however, file a petition in
opposition to a patent owner's 37 CFR 1.181
petition, to support the action taken by the Office,
since the Office has an unequivocal right to enforce
itsrulesand practice, and requester can explain why
the Office acted within itsright.

C. Filed by Third Party Other Than Third Party
Requester

No submissions on behalf of any third parties other
than third party reexamination requesters will be
considered unless such submissions are in
accordance with 37 CFR 1.915 or are one of the
exceptions noted below. Thus, a petition to merge a
reexamination, or stay one of them because of the
other, which isfiled by a party other than the patent
owner or the third party requester of reexamination
will not be considered, but will be expunged asbeing
improper under 37 CFR 1.905. See also MPEP §
2686.01 and MPEP § 2686.03.
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A paper submitted by athird party other than athird
party requester must be (1) a 37 CFR 1.501 art
citation limited to the citation of patentsand printed
publications and an explanation of the pertinency
and applicability of the patents and printed
publications, or (2) bare notice of suits and other
proceedingsinvolving the patent (see M PEP 88 2686
and 2686.04) which may include copies of decisions
or other court papers, or papers filed in the court,
from litigations or other proceedings involving the
patent. Such submissions must be without additional
comment and cannot include further arguments or
information. If the submission by the third party is
not one of the above-described two types of papers,
it will be expunged or destroyed. If asubmission by
the third party of either of the above-described two
typesof papers contains additional material that goes
beyond the scope of what is permitted, the paper will
be expunged or destroyed. If aproper 37 CFR 1.501
submission isfiled by athird party after the order to
reexamine, it will be stored.

1. TYPESOF DEFECTIVE PAPERSTO BE
RETAINED IN THE “REEXAMINATION FILE”

A. Filed by Patent Owner
1. Unsigned Papers

Papersfiled by the patent owner which are unsigned,
or signed by lessthan all of the patent ownerswhere
no attorney or agent is of record or acting in
representative capacity, will be denied consideration,
but will be retained in the file. 37 CFR 1.33.

2. No Proof of Service

Papers filed by the patent owner in which no proof
of service is included, and proof of service is
required, may be denied consideration. Such papers
should be denied consideration where it cannot be
determined that service was in fact made and the
third party requester's  response/comment
lappeal/brief period isto be set by the date of service.
See 37 CFR 1.248 and MPEP § 2666.06.

3. Late Papers

Where patent owner has filed a paper which was
filed after the period for response set by the Office,
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the paper will be retained in the file but will not be
considered.

A patent owner submission following a third party
requester submission, where the patent owner
submission isfiled subsequent to the permitted time
from the date of service of third party requester’'s
submission, will be retained in the file but will not
be considered. The date that the Office actually
receives the third party regquester’s submission has
no bearing here; it isthe date of service on the patent
owner which iscritical.

Thus, for example, ininstanceswherethereisaright
to file an opposition to a petition, any such
opposition must be filed within two weeks of the
date upon which a copy of the original petition was
served on the opposing party, to ensure
consideration. Any such opposition that isfiled after
the two-week period will remain in the record, even
though it need not be considered.

4. Defective Amendment

A proposed amendment to the description and claims
which does not comply with 37 CFR 1.530(d)-(k)
will be retained in the file, but the amendment will
not be considered. An exception to thisiswhere the
only defect in the amendment isthat it enlarges the
scope of the claims of the patent or introduces new
matter. Such an amendment will be considered, and
argjection will be made in the next Office action.

5. Premature Appeal

Where a notice of appeal or notice of cross appeal
isfiled before a Right of Appea Notice (RAN) has
been issued, the paper will beretained in thefile but
will not be considered (other than to inform the
parties that the appeal is not acceptable).

B. Filed by Third Party Requester

1. Unsigned Papers

Papers filed by a third party requester which are
unsigned or not signed by the third party requester
or requester's attorney/agent of record or

attorney/agent acting in representative capacity will
be denied consideration. 37 CFR 1.33.

Rev. 07.2015, October 2015



§ 2668

2. No Proof of Service

Papers filed by a third party requester in which no
proof of service isincluded as to the patent owner
and/or any other third party requester, and proof of
service is required, may be denied consideration.
Such papers should be denied consideration where
it cannot be determined that servicewasin fact made
and another party’s response/comment/appeal/brief
period is to be set by the date of service. 37 CFR
1.248.

3. Late Papers

Any third party requester submission following a
patent owner’s submission, where the third party
requester submission is filed subseguent to the
permitted time from the date of service of the patent
owner’s submission, will be retained in thefile, but
will not be considered. Note, for example, a37 CFR
1.947 submission of third party commentsfollowing
the patent owner’s response. Where the third party
comments are submitted subsequent to 30 daysfrom
the date of service of the patent owner’s response,
they will be retained in the file but will not be
considered. The date that the Office actually receives
the patent owner’s response has no bearing here; it
is the date of service on the third party regquester
which iscritical.

Where the third party requester has filed a paper
whichisuntimely, that is, it wasfiled after the period
set by the Office for response, the paper will be
retained in the file, but will not be considered.

Thus, for example, in instanceswherethereisaright
to file an opposition to a petition, any such
opposition must be filed within two weeks of the
date upon which a copy of the original petition was
served on the opposing party, to ensure
consideration. Any such opposition that isfiled after
the two-week period will remain in the record, even
though it need not be considered.

4. PrematureAppeal
Where a notice of appea or notice of cross appeal
isfiled before a Right of Appeal Notice (RAN) has

been issued, the paper will be retained in the file,
but will not be considered (other than to inform the
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parties that the appeal is not acceptable). 37 CFR
41.61.

I11. PAPERSLOCATED IN THE “PATENT FILE”

Submissions of art citations in an inter partes
reexamination will be stored until the reexamination
is concluded. Note 37 CFR 1.902 .

Submission of art citations in an inter partes
reexamination is permitted by the patent owner and
the third party requester to the extent stated in the
regulations. 37 CFR 1.501 and 1.902. All other
submissions of art citations based solely on prior
patents or publications filed after the date of the
order to reexamine areretained as stated above. Such
citationsare not immediately entered into the patent
file, but rather are stored until the reexamination
proceedings have been concluded. See MPEP_§
2602.

2668 Petition for Entry of Late Papersfor
Revival of Reexamination Proceeding
[R-07.2015]

35 U.S.C. 27 Revival of applications; reinstatement of
reexamination proceedings.

The Director may establish procedures, including the
requirement for payment of the fee specified in section 41(a)(7),
to revive an unintentionally abandoned application for patent,
accept an unintentionally delayed payment of the feefor issuing
each patent, or accept an unintentionally delayed response by
the patent owner in a reexamination proceeding, upon petition
by the applicant for patent or patent owner.

35U.S.C. 41 Patent fees; patent and trademark search
systems.

(@) GENERAL FEES. —The Director shall charge the
following fees:

*kkk*k

(7) Onfiling each petition for the revival of an
abandoned application for a patent, for the delayed payment of
the fee for issuing each patent, for the delayed response by the
patent owner in any reexamination proceeding, for the delayed
payment of the fee for maintaining a patent in force, for the
delayed submission of a priority or benefit claim, or for the
extension of the 12-month period for filing a subsequent
application, $1,700. The Director may refund any part of the
fee specified in this paragraph, in exceptional circumstances as
determined by the Director.

*kkk*k
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35 U.S.C. 133 Timefor prosecuting application.

Upon failure of the applicant to prosecute the application within
six months after any action therein, of which notice has been
given or mailed to the applicant, or within such shorter time,
not lessthan thirty days, asfixed by the Director in such action,
the application shall be regarded as abandoned by the parties
thereto.

37 CFR 1.137 Revival of abandoned application, or
terminated reexamination proceeding.

(a) Revival onthebasisof unintentional delay. If thedelay
in reply by applicant or patent owner was unintentional, a
petition may be filed pursuant to this section to revive an
abandoned application or areexamination prosecution terminated
under § 1.550(d) or § 1.957(b) or limited under § 1.957(c).

(b) Petition requirements. A grantable petition pursuant to
this section must be accompanied by:

(1) Thereply required to the outstanding Office action
or notice, unless previously filed;

(2) The petition fee as set forth in § 1.17(m);

(3) Any terminal disclaimer (and fee as set forthin §
1.20(d)) required pursuant to paragraph (d) of this section; and

(4) A statement that the entire delay in filing the
required reply from the due date for the reply until the filing of
agrantable petition pursuant to this section was unintentional .
The Director may require additional information wherethereis
a question whether the delay was unintentional.

*kkkk

(e) Request for reconsideration. Any request for
reconsideration or review of adecision refusing to revive an
abandoned application, or aterminated or limited reexamination
prosecution, upon petition filed pursuant to this section, to be
considered timely, must be filed within two months of the
decision refusing to revive or within such time as set in the
decision. Unless adecision indicates otherwise, thistime period
may be extended under:

(1) The provisions of § 1.136 for an abandoned
application;

(2) The provisions of § 1.550(c) for aterminated ex
parte reexamination prosecution, where the ex parte
reexamination was filed under § 1.510; or

(3) The provisions of § 1.956 for aterminated inter
partes reexamination prosecution or an inter partes
reexamination limited asto further prosecution, wheretheinter
partes reexamination was filed under § 1.913.

*hkkk*k

If the patent owner in aninter partes reexamination
proceeding fails to file a timely and appropriate
response to any Office action and no claims are
allowable, then pursuant to 37 CFR 1.957(b), the
prosecution of the reexamination proceeding is
terminated, and a certificate under 37 CFR 1.997 is
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issued canceling all claims of the patent that were
under reexamination.

An inter partes  reexamination prosecution
terminated under 37 CFR 1.957(b) can be revived
if the delay in response by the patent owner was
unintentional in accordance with 37 CFR 1.137 .

If the patent owner in aninter partes reexamination
proceeding fails to file a timely and appropriate
response to any Office action and at least one claim
is allowable, then pursuant to 37 CFR 1.957(c), the
proceeding continues but is limited to the claim(s)
found allowable at the time of the failure to respond
(i.e., inthe Office action).

Rejected claims terminated under 37 CFR 1.957(c)
can berevived if the delay in response by the patent
owner was unintentional in accordancewith 37 CFR
1.137.

All petitionsin reexamination proceedingsto accept
late papers and revive will be decided in the Office
of Patent Legal Administration (OPLA).

I. PETITION BASED ON UNAVOIDABLE DELAY
ISNO LONGER AVAILABLE

37 CFR 1.137 wasrevised to implement the changes
in the Patent Law Treaties Implementation Act of
2012 (PLTIA) to eliminate revival of abandoned
applications and reexamination prosecution
terminated under 37 CFR 1.957(b) or limited under
37 CFR 1.957(c) under the *“ unavoidable’” standard
and to provide for the revival of abandoned
applications and the acceptance of delayed responses
in reexamination by patent owners on the basis of
unintentional delay. Specifically, section 201(b) of
the PLTIA added new 35 U.S.C. 27, which provides
that the Director may establish proceduresto revive
an unintentionally abandoned application for patent,
accept an unintentionally delayed payment of the
fee for issuing apatent, or accept an unintentionally
delayed response by the patent owner in a
reexamination proceeding, upon petition by the
applicant for patent or patent owner. Accordingly,
37 CFR 1.137(a) was amended to eliminate the
provisions pertaining to petitions on the basis of
unavoidable delay.
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1. PETITION BASED ON UNINTENTIONAL
DELAY

As discussed in subsection |. above, section 201(b)
of the PLTIA added new 35 U.S.C. 27, which
providesthat the Director may establish procedures
to accept an unintentionally delayed response by the
patent owner in a reexamination proceeding, upon
petition by the patent owner. The patent laws
formerly provided for revival of an unintentionally
abandoned application only in the patent fee
provisions of 35 U.S.C. 41(a)(7) . See Public Law
97-247, section 3(a), 96 Stat. 317-18 (1982). The
unintentional delay fee provisions of 35 U.S.C.
41(a)(7) wereimported into, and were applicableto,
all ex parte reexamination proceedings by section
4605 of the American Inventors Protection Act of
1999. The unintentional delay provisions of 35
U.S.C. 41(a)(7) became effective in reexamination
proceedings on November 29, 2000. However, this
statutory structure raised questions concerning the
Office’s authority to revive an unintentionaly
abandoned application (without a showing of
unavoidable delay) in certain situations. See e.g.,
Aristocrat Techs. Australia Pty Ltd. v. Int'| Game
Tech., 543 F.3d 657 (Fed. Cir. 2008).

37 CFR 1.137(a) , as amended in the final rule to
implement the PLTIA, provides that if the delay in
reply by patent owner was unintentional, a petition
may be filed pursuant to 37 CFR 1.137 to revive a
reexamination prosecution terminated under 37 CFR
1.957(b) or limited under 37 CFR 1.957(c). 37 CFR
1.137(b) states the petition requirements.
Specifically, 37 CFR 1.137(b) provides that a
grantable petition pursuant to 37 CFR 1.137 must
be accompanied by: (1) The reply required to the
outstanding Office action or notice; unlesspreviousy
filed; (2) the petition fee as set forth in 37 CFR
1.17(m); and (3) a statement that the entire delay in
filing the required reply from the due date for the
reply until thefiling of agrantable petition pursuant
to this section was unintentional. 37 CFR 1.137
continues to provide that the Director may require
additional information where there is a question
whether the delay was unintentional .
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I11. RENEWED PETITION

Reconsideration may be requested of a decision
dismissing or denying apetition under 37 CFR 1.137
to revive a terminated reexamination prosecution.
The request for reconsideration must be submitted
within one (1) month from the mail date of the
decision for which reconsideration is requested. An
extension of time may be requested only under
37 CFR 1.956; extensions of time under 37 CFR
1.136 are not availablein reexamination proceedings.
Any reconsideration request which is submitted
should include a cover letter entitled “Renewed
Petition under 37 CFR 1.137".

IV. PETITION REQUIREMENTS
Seealso MPEP § 711.03(c) for adetailed discussion

of the requirements of petitions filed under 37 CFR
1.137.

2669 [Reserved]

2670 Clerical Handling [R-07.2015]

Central Reexamination Unit (CRU) technical support
staff will carry out clerical handling and processing
of inter partes reexamination cases. The technical
support staff will perform all PALM matters needed
for thecase, e.g., PALMinginthefileand PALMing
it to the examiner. After the examiner has compl eted
a decision on the request for inter partes
reexamination and/or an Office action, the technical
support staff will process for mailing the decision
and/or Office action to the patent owner and to the
third party requester(s), if needed. The technical
support staff will aso mail any copies of any
references which are needed. A transmittal form
PTOL-2070 with the third party requester’s address
will be completed. The technical support staff will
coordinate its activities with those of the examiner
and the CRU Supervisory Patent Reexamination
Specialists (SPRSs) or Technology Center (TC)
Quality Assurance Specidists (QASs) and the
paraegals.

See MPEP 8§ 2234 and 2250 for manner of entering
amendments.
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For entry of amendmentsin amerged inter partes
reexamination proceeding (i.e,, an inter partes
reexamination proceeding merged with another
reexamination proceeding or with a reissue
application), see MPEP 88§ 2686.01 and 2686.03.

Where an amendment is submitted in proper form
and it is otherwise appropriate to enter the
amendment, the amendment will be entered for
purposes of the reexamination proceeding, even
though the amendment does not have legal effect
until the certificate is issued. Any “new matter”
amendment to the disclosure (35 U.S.C. 132) will
be required to be canceled, and claims containing
new matter will be rejected under 35 U.S.C. 112. A
“new matter” amendment to the drawing isordinarily
not entered. See MPEP 8§ 608.04, 608.04(a) and
608.04(c). Where an amendment enlarges the scope
of the claims of the patent, the claimswill bergjected
under 35 U.S.C. 314(a).

2671 Examiner Action Following
Response/Comments or Expiration of Time
for Same [R-07.2015]

. RECONSIDERATION

After response by the patent owner and any third
party comments, the patent under reexamination will
be reconsidered. The patent owner and thethird party
requester will be notified as to any claims rejected,
any claims found patentable and any objections or
reguirements made. The patent owner may respond
to such Office action with or without amendment,
and thethird party requester may provide comments
after the patent owner’sresponse. If the patent owner
response contains an amendment, the examiner will
consider the amendment to determine whether the
amendment raises issues of 35 U.S.C. 112 and/or
broadening of the claims under 35 U.S.C. 314. The
patent under reexamination will be reconsidered
until the proceeding isready for closing prosecution,
at which point the examiner will issue an Action
Closing Prosecution (ACP). See MPEP § 2671.02.

1. CASE ISTAKEN UP FORACTION

The case should be acted on prompitly, in accordance
with the statutory requirement for “special dispatch
within the Office” (35 U.S.C. 314(c)).
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After the examiner receives notification of a
response/comment (e.g., having the patent owner’s
response to the Office action and any third party
requester comments on that response), he/she will
prepare for and participate in a conference in
accordance with MPEP § 2671.03 .

After the conference, the proceeding, with the
completed action, will be forwarded to the CRU
Supervisory Patent Reexamination Specialist (SPRS)
or Technology Center (TC) Quality Assurance
Specialist (QAS) for review. If the CRU SPRSTC
QAS returns the case to the examiner for
correction/revision, the correction/revision must be
handled expeditiously and returned to the CRU
SPRS/TC QAS within the time set for such by the
CRU SPRS/TC QAS.

I11. OPTIONSASTO OFFICEACTION TO ISSUE

At this point in the proceeding, the examiner will
have the following options as to the next Office
action to issue:

(A) Thereisno timely response by the patent
owner (since the patent owner did not respond, no
third party requester comments may be filed):

(1) If all claims are under rejection, the
examiner will issue aNotice of Intent to Issue Inter
Partes Reexamination Certificate (NIRC). See
MPEP § 2687. All claimswill be canceled by formal
examiner’s amendment (attached as part of the
NIRC).

(2) If at least one claim isfree of rejection
and objection, the examiner will issue an Action
Closing Prosecution (ACP). Inthe ACP, it will be
stated that any claims under rejection or objection
are withdrawn from consideration and will be
canceled upon issuance of aNIRC. It will further be
stated that the proceeding will be limited to the
claims found patentabl e at the time of the failure to
respond, and to claims (added or amended) which
do not expand the scope of the claims found
patentable at that time. See MPEP § 2666.10.

It should be noted that even in asituation wherethere
has been no patent owner response, the examiner is
aways free to issue a supplemental Office action
providing a new rejection of claims previously
found patentable, where new information comes
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to the attention of the examiner warranting the new
rejection. Of course, such an action would ordinarily
not be made an ACP.

(B) Thereisatimely response by the patent
owner, and the third party requester does not timely
provide comments:

(1) If the response by the patent owner is
incomplete, the examiner may issue an
incompl ete-response action. See MPEP § 2666.30.

(2) If thereisaformality defect in the
response by the patent owner, the examiner will issue
a Notice of Defective Paper in Reexam. See MPEP
§ 2666.50.

(3) If the patent owner’sresponseiscomplete
and defect-free, and the proceeding is ready for
closing prosecution, the examiner will issuean ACP.
See MPEP 8§ 2671.02. Thisistrueif all claimsare
determined to be patentable, all claims are
determined to be rejected, or if some claims are
determined to be patentable and some claims are
determined to be rejected. After the ACP has been
issued, the patent owner can submit commentswith
or without a proposed amendment in accordance
with MPEP § 2672, and thethird party requester can
then file comments responsive to the patent owner’'s
submission.

(4) If the patent owner’sresponseiscomplete
and defect-free, and the proceeding is not ready for
closing prosecution, the examiner will issue anew
Office action that does not close prosecution. See
MPEP § 2671.01.

(C) Thereisatimely response by the patent
owner, and the third party requester does provide
timely comments:

(1) If the response by the patent owner is
incompl ete, the examiner may issue an
incompl ete-response action. See MPEP § 2666.30.

(2) If the comments by third party requester
go beyond the scope of what is permitted for the
third party comments, the examiner will follow the
procedures set forth in MPEP § 2666.05 for improper
comments.

(3) If thereisaformality defect in the
response by the patent owner, the examiner will issue
a Notice of Defective Paper in Reexam. See MPEP
§ 2666.50.
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(4) If thereisaformality defect in the
comments by thethird party requester, the examiner
will issue a Notice of Defective Paper in Reexam.
See MPEP § 2666.50.

(5) If the response and commentsarein
order, and the proceeding is ready for closing
prosecution, the examiner will issue an ACP. See
MPEP § 2671.02. Thisistrueif al clamsare
determined to be patentable, all claims are
determined to be rejected, or if some claims are
determined to be patentable and some claims are
determined to be rejected. After the ACP has been
issued, the patent owner can submit comments with
or without a proposed amendment in accordance
with MPEP § 2672 and the third party requester can
then file comments responsive to the patent owner’'s
submission.

(6) If theresponse and commentsarein order
and the proceeding is not ready for closing
prosecution, the examiner will issue a new Office
action that does not close prosecution. See MPEP §
2671.01.

(D) Thereisatimely request for issuance of an
Expedited Right of Appeal Notice:

37 CFR 1.953(b) provides for the issuance
of an expedited Right of Appeal Notice (RAN),
where the criteriafor the same is satisfied. At any
time after the patent owner’s response to the first
Office action on the meritsin an inter partes
reexamination, the patent owner and third party
requester(s) may reguest the immediate issuance of
aRAN. Where such arequest is presented in the
proceeding, see MPEP § 2673.02 for guidance asto
whether an expedited Right of Appeal Notice will
be issued.

2671.01 Examiner IssuesAction on Merits
That DoesNot Close Prosecution [R-07.2015]

37 CFR 1.949 Examiner’s Office action closing prosecution
in inter partes reexamination.

Upon consideration of the issues a second or subsequent time,
or upon a determination of patentability of all claims, the
examiner shall issue an Office action treating all claims present
in the inter partes reexamination, which may be an action
closing prosecution. The Office action shal set forth al
rejections and determinations not to make a proposed rejection,
and the grounds therefor. An Office action will not usually close
prosecution if it includes a new ground of rejection which was
not previously addressed by the patent owner, unless the new
ground was necessitated by an amendment.
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. WHEN A NON-ACPACTION ISISSUED

After reviewing the patent owner’'s response and
third party requester comments (if such comments
are filed), the examiner may determine that the
proceeding isnot ready for issuing an Action Closing
Prosecution (ACP). Such a determination would be
based upon the following:

(A) Inaccordancewith 37 CFR 1.949, an action
will not normally close prosecution if it includes a
new ground of rejection which was not previously
addressed by the patent owner, unless the new
ground was necessitated by an amendment. The
examiner will not normally close prosecution where
anew ground of rejection not necessitated by an
amendment is made, because the patent owner’s
right to amend the claims becomes limited after
prosecution is closed. For an exception where the
patent owner submitsan IDS, see MPEP § 2671.02.

(B) Where an ACP would be proper, but the
examiner feels that the issues are not yet clearly
defined, it is always within the discretion of the
examiner to issue an Office action that does not close
prosecution (rather than an ACP).

[I. OVERALL CONTENT

Where the examiner determines that the proceeding
is not ready for issuing an ACP, the examiner will
issue an Office action that will be similar in form to
a first Office action, but will differ in that it
addressesthe positions and argument set forthin the
patent owner’ sresponse and the third party requester
comments (if such commentsarefiled). This Office
action will be astatement of the examiner’s position,
so complete that the next Office action can properly
be made an action closing prosecution.

The action should be comprehensive. It should
address al issues as to the patents or printed
publications. The action will clearly set forth each
ground of rejection and/or ground of objection, and
the reasons supporting the ground(s). The action will
aso clearly set forth each rejection proposed by the
third party reguester that the examiner refuses to
adopt. Reasons why the rejection proposed by the
third party is not appropriate (i.e., why the claim
cannot berejected under the ground proposed by the
third party requester) must be clearly stated for each
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rejection proposed by the third party requester that
the examiner refuses to adopt. Comprehensive
reasons for patentability must be given for each
determination favorable to patentability of claims.
See MPEP _§ 1302.14 for examples of suitable
statements of reasons for allowance.

1. REVIEW OF AMENDATORY MATTER
UNDER 35U.S.C. 112

Where an amendment has been submitted in the
patent owner’ sresponse, the amendatory matter (i.e.,
matter revised or newly added) should be reviewed
for compliancewith 35 U.S.C. 112. Asto the content
of the patent that has not been revised, a review
based upon 35 U.S.C. 112 is not proper in
reexamination, and no such review should be made.

IV. WITHDRAWAL OF REJECTION

Where the examiner withdraws aground of rejection
originally initiated by the examiner, such withdrawal

should be clearly stated in the Office action as a
decision favorable to patentability with respect to
the withdrawn rejection. The third party requester’s
next set of commentsthat may befiled (after apatent
owner response to an action) may propose the
withdrawn rejection as a*“ rejection proposed by the
third party requester.” In the event the patent owner
failsto respond to all actions leading to the Right of
Appeal Notice (RAN), including the ACP, and a
RAN is then issued, the third party requester may
appeal thiswithdrawal of rejection asafina decision
favorable to patentability. See 37 CFR 41.61(a)(2).

Where the claims have not been amended and the
examiner withdraws aground of rejection previously
proposed by the third party requester (e.g., based on
the patent owner’s argument or evidence submitted),
the examiner should treat the issue as a rejection
proposed by the third party requester that the
examiner refuses to adopt.

Generally (subject to the below-stated exception),
where the claims have been amended and the
examiner withdraws aground of rejection previously
proposed by the third party requester, thisis not a
refusal of the examiner to adopt the rejection that
was proposed by the requester, since the rejection
was never proposed as to the amended claims. The
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third party requester’s next set of comments that
may be filed (after a patent owner response to an
action) may propose the withdrawn rejection as a
“rejection proposed by the third party requester” as
to the amended claims. In the event the patent owner
fails to respond to al actions leading to the RAN,
including the ACP, and a RAN is then issued, the
third party requester may appeal this withdrawal of
regjection as a final decision favorable to
patentability. See 37 CFR 41.61(a)(2).

If aclaimisamended merely to include adependent
claim that was previously subjected to a proposed
requester rejection, and the examiner withdrawsthat
ground of rejection asto the newly amended claim,
such would be a refusal to adopt the third party
requester’s previously proposed rejection of the
dependent claim. Thus, the examiner would treat the
issue as a rejection proposed by the third party
requester that the examiner refuses to adopt.

V. ISSUESNOT WITHIN SCOPE OF
REEXAMINATION

If questions not within the scope of r